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David Pressman, Patent it Yourself, (11th edition), Chapter 4: 4/2-4/3 and 4/5-4/13 (2005).

[40 years experience as Patent examiner, In-house attorney at Philco-Ford, Elco, Varium, and  Instructor at San Francisco State University.  He contributed to the World Book Encyclopedia for entries in Patent, Copyright, and trademark.]
Common Misconception: Anyone who gets a patent will be assured of fame and fortune.

Fact: Even if you get a patent, you still may not make any money from the invention. In fact, fewer than one out of ten patented inventions make any money for their owners, mainly because the inventor did not adequately assess the commercial prospects of the inventions at the outset and because the inventor did not promote and market the invention adequately thereafter.

"It is to be remembered, that the pursuit of wealth by means of new inventions is a very precarious and uncertain one; a lottery where there are many thousand tickets for each prize.”

-Eli Whitney

The purpose of this chapter, then, is to help you reduce the risk of a "patented failure" by assisting you in checking your invention out for salability. In fact, before you proceed with a search, or the actual filing of a patent application, I recommend that you be reasonably confident that your invention is likely to make you at least $50,000, or at least 20 times the cost of what you plan to spend for searching, building a model, and patenting. Of course people invent for fun or an ego boost in which case one can disregard these financial requirements.  Also, if you come up with a technical breakthrough in a high-tech field, or a highly novel invention, you should consider patenting it even though you don't think it has immediate commercial value: it may become very profitable some years later, and your early patent will block later inventors from patenting it.  If after reading this chapter, you're still not sure about the commercial prospects of your invention, you may want to test market it. If you haven't filed a PPA [Provisional Patent Application], this can legally be done for up to one year…  If you have filed a PPA, you still have almost a year to test market it until you have to file an RPA [ Regular patent application] to obtain the benefit of your PPA's date.  A test marketing is feasible if you're able to make (or have made) reasonable quantities of your invention cheaply. Obviously, a field or use test of a working model of an invention will tell you much more than the theoretical "paper" valuation discussed in this chapter. However, unless you have fled a PPA, you must be willing to sacrifice your foreign rights. [Later], I explain that you'll lose most of your foreign rights if you sell or otherwise release your invention to public scrutiny before you file for a patent in the U.S.  

Chapter 4: 4/5-4/13 

Start Small but Ultimately Do It Completely

When you evaluate your invention for commercial potential, try to do it on a small scale at first in order to avoid a large, wasted expenditure. For example, if you make metal parts as part of building a prototype to test operability, try to have them made of wood or cardboard by an economical electric discharge machining (EDM) technique rather than with molds. Similarly, prior to conducting extensive interviews, try to consult with a single expert to be sure you're not way out in left field. If your initial, small-scale investigation looks favorable and you don't run into any serious impediments, I advise that you then do it carefully, completely, and objectively, using the techniques of this chapter.

If after you do the full evaluation your idea looks like it has great commercial potential, but some other factor such as patentability or operability doesn't look too promising, don't make any hasty decision to drop it. Continue to explore the negative areas. On the other hand, if after a careful evaluation you are truly convinced that your invention won't be successful; don't waste any further time on it. Move on.

You Can't Be 100% Sure of Any

Invention's Commercial Prospects

There's only one question you need to answer in commercially evaluating your invention: If my invention is manufactured and sold, or otherwise commercially implemented (for example, as a process that is put into commercial use), will it be profitable? Unfortunately, no one can ever answer this question with certainty. The answer will always depend on how the invention is promoted, how well it's designed, how well it's packaged, the mood of the market, the timing of its commercial debut, and dozens of other intangible factors.

For example, if the Pet Rock came out now, rather than in the 1960s, it might be a complete dud. Similarly, if bottled water was marketed in the '60s, rather than in current times, it probably would not have had as much success.  Most marketing experts say that five "P" factors must all be "right" for a new product to make it: Production, Price, Position (its place in the market), Promotion, and Perseverance.

***

Take Time to Do a Commercial

Feasibility Evaluation

Despite the marketing uncertainties, most experts believe that you can make a useful evaluation of the commercial possibilities of an untested invention if you take the time to do some scientific and objective work in four areas: 

· the positive and negative marketing factors attached to your invention;

· consultation with experts, potential users of the invention, marketing people, and others; 

· research into prior developments in the same area as your invention; and 

· the operability of an actual construction of the invention

***

You should consider each factor carefully, especially if you assign a negative value, even if the negative value is merely due to the need to change or design and produce new production equipment.  I've seen inventions and developments that were better in every way than what already existed, but which weren't used solely because the improvement didn't justify the cost of replacing existing production equipment, or the cost associated with manufacturing and promoting the device.  The factors of your invention with negative values are generally more important and require more consideration than do those with positive values, since if your invention fails, it will obviously be one or more of the negatives that causes it.

Factors Affecting the Marketability of Your Invention 

1. Cost …

2. Weight … 

3. Size … 

4. Safety/Health Factors ... 

5. Speed ... 

6. Ease of Use ... 

7. Ease of Production ... 

8. Durability ... 

9. Repairability ... 

10. Novelty ... 

11. Convenience/Social Benefit/ Mechanization. 

***

Many new industries have been started by making an existing invention easier and convenient to use. Henry Ford didn't invent the automobile; he just produced it in volume and made it convenient for the masses to use. Ditto for George Eastman with his camera. And in modern times, the two Steves (Jobs and Wozniak) did much the same for the computer.  

12. Reliability ... 

13. Ecology. 

Does your invention make use of what previously were thought to be waste products? Does it reduce the use of limited natural resources? Does it produce fewer waste products, such as smoke and waste water? If so, you have an advantage that is very important nowadays and that should be emphasized strongly.

14. Salability ... 

15. Appearance … 

16. Viewability …

17. Precision …

18. Noise … 

19. Odor …

20. Taste …

21. Market Size …

22. Trend of Demand.

Is the trend of demand for your device increasing? Of course you should distinguish, if possible, between a trend and a fad. The first will provide a market for your invention while the second is likely to leave you high and dry unless you catch it in the beginning stages.

23. Seasonal Demand … 

24. Difficulty of Market Penetration … 

25. Potential Competition. 

Is your invention so simple, popular, or easy to manufacture that many imitators and copiers are likely to attempt to copy it or design around it, or try to break your patent as soon as it's brought out? Or is it a relatively complex, less popular, hard-to-manufacture device, which others wouldn't be likely to produce because of such factors as the large capital outlay required for tooling and production?

However, don't assume that something that's easy to copy is not worth patenting, since patents on simple devices are upheld and enforced successfully all the time.

26. Quality … 

27. Excitement. 

Purchasers of expensive products, like the Mercedes-Benz or a Rolex watch, are commonly motivated by what Thorsten Veblen has called "conspicuous consumption," and what we now call "status seeking." They enjoy showing off an expensive or unique item 1 which they've acquired. Thus, if your invention can provide consumer excitement, either through sheer newness or through evidence of a costly purchase, it has a decided advantage. …{Such Excitement may even exists for corporate hardware.  For example, an analytical laboratory brags about their new state of the art equipment even if the new device is no better then the previous one. -IM}
28. Markup. 

If your invention is in an excitement category (that is, if it's very different, novel, innovative, or luxurious), it can command a very high markup, a distinct selling advantage.

29. Inferior Performance … 

30. "Sexy" Packaging … 

31. Miscellaneous/Obviation of Specific Disadvantages of Existing Devices …

32. Long Life Cycle. 

If your invention has a potentially long life cycle, that is, it can be made and sold for many years before it becomes obsolete, this is an obvious strong advantage that will justify capital expenditures for tooling and conducting a big ad campaign.

33. Related Product Addability.

 If your invention will usher in a new product line, as did the computer, where many related products, such as disk drives, printers, and software can be added, this will be an important advantage with potentially enhanced profits.

34. Satisfies Existing Need …

35. Legality …

36. Operability … 

37. Development … 

38. Profitability … 

39. Obsolescence. 

Is the field in which your invention is used likely to be around for a long time or die out soon?  If the latter, most manufacturers won't be willing to invest money in production facilities.

40. Incompatibility.

Is your invention likely to be compatible or incompatible with existing patterns of use, customs, and so on?

41. Product Liability Risk …

42. Market Dependence.

Is the sale of your invention dependent on a market for other goods, or is it useful in its own right? …

43. Difficulty of Distribution … 

44. Service Requirements …

45. Production Facilities …

46. Inertia Need Not/Must Be Overcome. 

An example of a great invention that so far has failed because of user inertia is the Dvorak typewriter keyboard, which, although much faster and easier to use, was unable to overcome the awkward but entrenched Qwerty keyboard. The same goes for the easier-to-use, less confusing, military-European time, or a decimal time system. There's a risk in introducing any new product, and when any invention is radically different, potential manufacturers, users, and sellers will manifest tremendous inertia, regardless of the invention's value.

47. Minor/Great Technical Advance. 

In the '60s I got a client a very broad patent on a laser pumped by a chemical reaction explosion. We were very pleased with this patent. However, it was so advanced at the time that the technology behind it is just now being implemented in connection with the "Star Wars" defense effort. Unfortunately, the patent expired in the meantime. The same goes for the computer mouse patent, which expired in 1980, just before "mice" became popular, and the roller-blade… patent which expired in 1985, just before the roller-blade craze started. An FRB-Dallas survey found that major innovations like the telephone, radio, dishwasher, color TV, microwave oven, VCR, computer, and cell phone took an average of 11.4 years to be owned by 25% of all U.S. households. The moral? Even if you have a great invention, make sure it can be commercially implemented within about 17 years.

48. Learning Required.

If consumers will have to undergo substantial learning in order to use your invention, this is an obvious negative. An example: the early personal computers.
49. Difficult/Easy to Promote.

If it will be difficult, expensive, or will require a long time to promote and market your invention, e.g., because it's technically complex, has subtle advantages, or is very expensive, large, or awkward, you've got an obvious disadvantage. But if it solves an omnipresent problem and is cheap and easy to market, this is a clear advantage.
50. Lack/Presence of Market. 

If no market already exists for your invention, you'll have to convince the public that they need it-that is, that you have a "product in search of a market." While not a fatal flaw, and while this type of invention can be most profitable, you (or your licensee) will have to be .prepared to expend substantial sums on promotion.

51. Crowded/Wide Open Field.

52. Commodities. 

If you've invented a new commodity—such as a better plastic, solvent, or grain—you'll face stiff price competition from the established, already streamlined standards.

53. Combination Products. 

[Ideas that combines two functions that create an added value like an Alarm Clock radio would be good.  If your invention was an alarm that could not use music, you would be at a disadvantage.]

54. Entrenched Competition. 

Despite its overwhelming advantages, Edison had a terrible time promoting his lightbulb because the gas companies fought him bitterly.

55. Instant Anachronism. 

A clever inventor in Oakland, California, invented a wonderful dictionary indexing device which made it much faster to look up any word. However, he was unable to sell it to any dictionary publisher because the dictionary is being replaced by computerized devices. His clever invention was an "instant anachronism."

56. Prototype Availability …

57. Broad Patent Coverage Available …

58. High Sales Anticipated. …

59. Visibility of Invention in Final Product … 

60. Ease of Packaging … 

61. Youth Market …

62. Part of a Current Fad … 

***

The list has many other valuable uses: 

· Using the list may cause you to focus on one or more drawbacks that are serious enough to kill your invention outright.

· The list can be used to provide a way of comparing two different inventions for relative value so that you'll know which to concentrate more effort on.

· It can be used to "sell" your invention to the Patent and Trademark Office, a potential licensee, or a judge if your patent is ever involved in litigation.

***

[You now should extract all factors on the list that have any value positive or negative.  Then create a summary of the advantages and disadvantages of your invention. You can use this summary] in at least four valuable ways:

1. To provide you with a capsule summary of your invention for commercial evaluation purposes;

2. To help you prepare the "selling" parts of your patent application;

3. To help you to sell or license your invention to a manufacturer; and

4. To help you to get the PTO to grant you a patent. 

…

Check Your Marketability Conclusions Using the Techniques of Consultation and Research

Once you reach some tentative conclusions about the commercial viability of your invention, it's time to get a reality check

How to Go About It

If your evaluation of the above positive and negative factors affecting the marketability of your invention gives the positive side the edge, … extend your search still further until you've learned all you can about the field of your invention. 

***

[Consult] both nonprofessionals and experts in the particular field for an opinion, and research[ ] the relevant literature. As you do this, keep in mind and ask about all of the positive and negative factors listed above.  Your consultation efforts and research will almost surely give you more information useful in assessing many of them.

…

Nonprofessionals can often be an excellent source of information and advice, especially if your invention is a consumer item that they are likely to have an opportunity to purchase if it's ever mass-produced. Consult your lay friends and associates… whose opinion you trust and feel will be objective. Often you may find it valuable not to tell them that you are the inventor so you'll get a more objective evaluation. You may also want to inquire as to what price they'd be willing to pay. It's especially helpful if you've built a working model so you can show it to them and ask if they'd buy it and for what price.  Experts to be consulted in the particular field of your invention include any and all of the following who can supply you with relevant feedback: 

· salespeople and buyers in stores that sell devices similar to yours; 

· engineers, managers, or technicians in companies in the field of your invention; scholars, educators, or professors who do research in the area of your invention; and 

· friends who are "in the business."

... Getting to them will require the creative use of the contacts you do have so as to arrange the proper introductions. Once you do, however, most people will be flattered that you've asked for their advice and pleased to help you.

If you can afford to pay for an evaluation, you may want to consider using an independent invention evaluation service. Here are two university-based ones that I believe are reputable: 

· Wisconsin Innovation Service Center, (www.uww.edu/businesslinnovate/innovate.htm) 414-472-1365, (about $500), and

· Wal-Mart/WIN/I2 1nnova.tion Network, (www.innovation-institute.com) 417-836-5671, (about $175).

After you show your invention—preferably a working model—note the person's initial reaction. If you hear a "Well, I'll be damned!" or "Why didn't I think of that!" you know you're on the right track. However if a consultant rejects your idea, don't blindly accept the rejection; try to find out the reason and whether it’s valid.  Some people don’t like anything new, so develop a thick skin and an analytical approach. Keep in mind the words of Charles Brower: "A new idea is delicate. It can be killed by a sneer or a yawn; it can be stabbed to death by a quip and worried to death by a frown on the right man's brow." 

For your literature search, I suggest that you start by using one or more Internet search engines, locating a research librarian who's familiar with the area of your concern.  Large technical and business libraries and those associated with major universities are obvious places to start. The library literature that you should investigate includes product directories, how-to-do-it books, catalogues, general reference books, and patents if they are available. 

Remember that the purpose of the literature search isn't to determine whether your invention is new or patentable, but rather to give you additional background in the field so you can evaluate the positive and negative factors listed above. However, while you're doing your literature search, you may find that your invention was publicly known before you invented it. This is especially likely to occur if you search the patent literature...  You'll be surprised how much better a feel you'll have for your invention once you've done some research and become familiar with the field.

If you work for or have access to a large Company, visit its purchasing department and ask for permission to look through its product catalogues. Most companies have an extensive library of such catalogues and you'll often find much relevant and valuable information there that you won't find in even the biggest and best public libraries.

***

Now's the Time to Build and Test It

(If Possible)

Now that you have completed the conceptual process of your invention, it's time to build and test a working model (prototype), or engage someone who will do it for you for a fee.

Why Do It?

…

The reasons:

A working model will give you something real to show your marketing consultants, plus valuable information about operability, cost, technical problems, and most of the other factors on the positive and negative factors list. If it's impractical to build a working model, often a nonworking model, or scale model, will give you almost as much valuable data. It's also possible to build a "virtual prototype" (computer simulation). For an explanation of this process see Jack Lander's article, "Virtual Prototyping: Alive and Well," in Inventors Digest, July/August 2003. 
Ian Cockburn, Assessing the Value of a Patent: Things to Bear in Mind http://www.wipo.int/sme/en/documents/valuing_patents.htm#P3_81 (2005)

[Manager Advertising & Marketing at PIPERS – Global, A Patent firm with Offices in the United Kingdom, New Zealand, Australia, Singapore and Malaysia.]
A feature common to all successful companies is their focus on innovations and an acute awareness of the value of their intangible assets. These companies understand the role all intangibles assets play in their financial health. In particular, they understand the role patents and trade marks play in maintaining their competitive edge and in enhancing their market position. Successful companies invariably have well managed intellectual property portfolios designed to control access to their inventive advantage and to maximize revenues through licenses, royalties and robust business alliances.

The importance of these intangible assets in business may be gleaned from any of the market leaders. A quick review of major companies, such as Philips, Sony, Samsung, Pfizer, Proctor & Gamble, Xerox, IBM, Ford, The Home Depot, reveals that much of the wealth of these companies is… in their intangible assets, and in particular, in their brands, patents and in-house know-how. In fact, a 2002 survey of the Fortune 500 companies estimated that anywhere from 45% to 75% of the wealth of individual companies comes from their Intellectual Property Rights. 

There often comes a stage in a patent’s life when a proprietor asks the question how much is my patent worth? The reasons for asking this question may vary dramatically. From an inventor looking to raise capital so that his invention can move from the back room to the High Street, to a technology leader attempting to put a price on its invention, to those that wish to license it, or vice-versa to those lagging in the market who realize that to stay competitive the best option available to them is to seek a license to the use of that new or improved technology. 

Regardless of the above, each invention will find its own price and will generally depend on five common factors:

· Importance of the Patent. Breakthrough patents, which explore whole new areas of technology, or are the first to find answers to long-standing problems, are the most valuable. Examples of such patents are Edison’s light bulb, Benz’s automobile engine, Cohen’s polymerase chain reaction (PCR) patent, the first photocopier, or possibly an invention yet to come, such as a definitive cure for AIDS. In these cases, the patents would be so innovative that they give the owner a complete monopoly over an entire industry and are extremely valuable, often worth billions of dollars. Although most patents never reach these heady heights they are nevertheless valuable in that they can force a competitor to start innovating to keep pace with new and improved technologies and products in the market, or conversely to a license from a patent owner who has will to do so. Incremental patents, which make only small advances over existing products, are usually the least valuable though this may not be always so. A question that is often asked…when attempting to put a price on [any patent] is 'How much would my competitors pay to use my protected product or process?'

· The Market. Market size, the number of articles that are likely to be made and the cost of each article also have a significant bearing on the value of a patent. What sort of sales can the patent be expected to support, and for how long? A good example of an article which has significant market presence is the ubiquitous Intel® chip that is reported to have a value estimated in the Billions of dollars.

· ***
· Patent Significance. Every patent has its own significance in a particular area and will usually form part of an overall IP strategy either to maximize its earning potential or to allow other patents to maximize theirs. Examples of such patents are those that are used to block other key players from gaining a foothold in a market. Yet other examples are those patents that are additional to an original patent and rely on the protected matter in the original patent to successfully operate. It not uncommon for drug companies or telecom companies to take out further patents protecting a strong first generation of patents, thus securing a big chunk of a market and the ability to negotiate licenses and royalties from the protected, but much desired technology.

LICENSE TO GAMBLE: In-House IP Experts Offer Advice On Making Money From Licensing, Corporate Legal Times by Robert Vosper

[Executive Editor of Corporate Legal Times]
It shouldn't surprise anyone that the winner of the 2004 World Series of Poker was a former IP attorney for Pfizer known in gambling circles as "Fossilman." Wearing his signature orange "lizard eye" hologram sunglasses during games, the attorney beat out 2,576 players to win the jackpot_a whopping $ 5 million.

IP attorneys are used to gambling. Many spend their days working with business folks and engineers to determine which inventions are worth patenting and which aren't. It's often a high-stakes gamble. If they make the wrong decision, they either are wasting hundreds of thousands of dollars patenting a worthless invention or missing out on a million-dollar opportunity when the invention they didn't patent turns out to be the "next big thing."


Obviously, there's a lot more to this selection process than simply rolling the dice. 

***

In this month's roundtable, which Fuller moderated, a group of in-house IP experts talk about the process they go through to determine which inventions to patent, … and ways to take the guess work out of patenting and licensing. 

   
Michael Barry is general counsel for TARGUS Information Corp., based in Vienna, Va. He is also president and patent counsel for the affiliated Murex Licensing Corp. TARGUSinfo is a data services company that adds intelligence to consumer-initiated telephone call transactions. Previously, Barry was patent counsel for Samsung Electronics.

David Marguleas is senior vice president of licensing and corporate development for Sun World International Inc. The California-based company produces and markets fruits and vegetables, and licenses third parties to produce its varieties. Marguleas has been with Sun World for 18 years and is highly active in food industry organizations.

John Campbell is the Burnham Institute's director of intellectual property. The Burnham Institute, located in La Jolla, Calif., is a medical research firm that focuses on cancer treatments, neuroscience and aging research. Previously, Campbell was a licensing officer at the University of California's Office of the President.

Timothy Farrell is a patent portfolio manager for IBM Corp. and is responsible for IBM's network-computing portfolio. Before working for IBM, Farrell was an associate at the law firm Workman Nydegger in Salt Lake City. Based in Armonk, N.Y., IBM Corp. is a major developer and producer of computer and information technology.

Bruce Greenhaus has worked as an electrical engineer, private lawyer and in-house counsel. He is currently senior patent counsel for Qualcomm Inc. and an adjunct professor with Thomas Jefferson School of Law in San Diego. Qualcomm provides wireless voice and data services worldwide to more than 10 million subscribers.

Michael Fuller is a partner in the San Francisco and San Diego offices of the intellectual property firm Knobbe, Martens, Olson & Bear. Fuller has been with the firm since 1991 and specializes in the biotechnology and computer industries. Knobbe, Martens, Olson & Bear handles patents, trademarks, copyrights and unfair competition suites.

Moderated by Michael Fuller, Partner at Knobbe, Martens, Olson and Bear

A Good Hand

Michael Fuller, Knobbe, Martens: How do you determine whether your IP has licensing potential?

Timothy Farrell, IBM: We are constantly evaluating inventions from inception through the patenting process, as well as evaluating how we can use them to benefit the company.

A formal review board, and legal, business and other stakeholders provide input. We have internal tools to make notes about particular patents I think are particularly valuable, and I do maintenance cycle reviews and things of that nature to note how the company will use a patent and whether it's brought value in ways other than licensing.
We also look for technologies that aren't being used to see if they might make good licensing candidates. We have tight integration with the business units, which is the key to knowing what's potentially licensable.

Bruce Greenhaus, Qualcomm: The key is to get your business units involved. It's not always easy to get businesspeople interested in the value of the patent portfolio. Management needs to recognize that value. You can make a fairly substantial mistake by assuming your businesspeople understand and appreciate the value of that portfolio.

I want to emphasize how important it is to use a patent review committee, an invention review committee or a disclosure review committee. There's a lot of value in gathering a group of diverse interests that represent different aspects of the organization. We typically do that once a month or once a quarter depending upon the number of disclosures in a particular area. We group the disclosures together by the particular technology, so that we can gather the businesspeople who have an interest in that technology.

It's important to develop a system for scoring each of the disclosures. A lot of companies have a score sheet. You can identify a number of factors to score patents, and you can weigh each of those factors differently.

Fuller, Knobbe, Martens: What are some of those factors?

Greenhaus, Qualcomm: The first is whether it's detectable. If you have a great patent, but can't tell whether somebody else has got it in their product, it will typically go underused. The more difficult it is to detect, the lower the score. The more easily detectable it is, the higher the score. You average that score with some other factors.

For example, is it in your product? If so, then you would probably want to file a patent. So you might add some points to your total score for that. If it's in a competitor's product, you want to add some points for that. If it's an improvement that adds a significant performance advantage to those who use it, then you'd want to increase the score again.

If someone can find a way around the patent fairly inexpensively, however, that reduces the value.

Another factor is the state of the art. Is there a lot of prior art? Even if you don't know of any, that might narrow the scope of your patent. If it's a crowded market, there's likely some art you don't know about that somebody else could discover. So I tend to increase the value if it is a crowded market.

I would weigh each of these factors. This scoring system allows you to have an objective method for selecting those patents that might be more valuable to you.

Farrell, IBM: It's important to determine which are your best ones and get input from different people. It will benefit you with maintenance because you can see what the opinion was and build upon that.

A lot of times you're speculating about where technology is going. You often need to give a new technology time to germinate. You might have a patent for technology that was ahead of its time, and as a result, went by the wayside. The patent still exists, and lo and behold, three years later it becomes valuable. By casting a broad net in our particular business model, we are constantly regenerating the mix to take into account the conditions at the time of each evaluation checkpoint.

Fuller, Knobbe, Martens: It sounds like it's important to have some subjective criteria.

Farrell, IBM: Absolutely. One of the issues I've noticed is it all depends on who's making that objective evaluation of those numbers. One reviewer might grade harder than another, or they may have had more disclosures to evaluate. This is an art and a science. At the end of the day, sometimes you just need to take a holistic view of it and make a judgment call. It may be contrary to some of the information you have gathered.

Greenhaus, Qualcomm: A hybrid approach to these types of analyses is good. Give yourself the ability to throw in a fudge factor. We've got 10 points that we can add to our scoring system just because we like something or don't like it. So then you can have your objective and subjective vote combined.

One of the things you should do is get a high-level group together to do these evaluations and be careful not to burden them too much. You want to boil it down to what's really important. Make these meetings quick and painless.

John Campbell, Burnham Institute: I'd like to pick up on what Tim [Farrell] mentioned earlier about trying to look into the crystal ball to see where that technology is going.

Our primary products are publications. We have about 300 publications a year, and we try to make a good faith effort to review all of those manuscripts before they go into the public domain. Some of these are such early stage inventions; the rest of the world hasn't caught up with the technology. And we often look into that crystal ball and say, "In the long-term this seems like it could be a home run." At that point we may file a patent application. It is often a guessing game.

In terms of the process, we look at a number of factors. Where is this in terms of development? How novel is it? Is what's been disclosed to us enabling? We're transitioning to a more proactive approach to looking at technologies.

So we look at disclosures, interact with particular inventors, look at the business half and patent half. We also try to get feedback from those in the industry who have successfully licensed technology.

David Marguleas, Sun World: We work principally with plant patents. We would first identify a product for which we think there is a market. Once we determine what we think consumers want, then we set out to make a cross of a particular variety. It's a terribly inefficient process, and it creates the potential of about 30,000 new patent candidates a year. So our breeders work on identifying which of those 30,000 potential candidates we need to patent. This is time-consuming and laborious, but it's part of our whole commercialization strategy. We have an internal committee that evaluates different traits of different varieties throughout our growing season. And at the conclusion of that season, we identify about 15 or 20 varieties we think have true commercial value, then whittle that down to two or three.

Greenhaus, Qualcomm: How many times have you missed an important one in that weeding-out process?

Marguleas, Sun World: We don't know, but that's certainly a concern. The one safety mechanism we have is that we keep everything for two to three years.

The other aspect of our business is the incredible lead-time in developing a new variety. It can be a 10- to 15-year process. We are trying to figure out what people 15 years from now might like to eat; not just here but also overseas. This is a complex, confusing and challenging process. We try to enlist the help of our customers and licensees. Top supermarkets from around the United States and Europe give us input on what they think consumers might want 10 or 15 years from now.

As a result, about half of our patent portfolio is essentially useless within a couple of years because we learn that most of the products really aren't going to have merit in the consumer marketplace. But we patent them because of the possibility they will have value down the road.

Michael Barry, TARGUSinfo: We have engineers in San Diego and New York. And we have the sales and marketing and business development people primarily in Virginia. We all get together once a quarter to review new products and evaluate the competition. At our last meeting we looked at 15 potential products to determine where we should put our R&D money. We take those products and try to figure out whether or not we have a patent to cover some aspect of it. We're very active in the continuation practice, which is something that a lot of the big companies engage in, but not many small ones. It is highly underrated.

The Perfect Hand

***

David Pressman, Patent it Yourself, (11th edition), Chapter 4: 4/2-4/3 and 4/5-4/13 (2005).

[40 years experience as Patent examiner, In-house attorney at Philco-Ford, Elco, Varium, and  Instructor at San Francisco State University.  He contributed to the World Book Encyclopedia for entries in Patent, Copyright, and trademark.]
Inventor's Commandment …

Foreign Filing: Don't file your invention in any foreign country unless you're highly confident it has extremely strong commercial potential there or unless someone else will pay the costs. File a Patent Cooperation Treaty (PCT) application or file directly in Convention (major industrial) countries within one year of your earliest U.S. filing date (regular or Provisional Patent

Application) and in non-Convention countries before the invention becomes publicly known. Don't file abroad until you receive a foreign-filing license or until six months after your U.S. filing date.

Introduction

Your next step will be either to file in one or more other countries (this chapter) or to deal [exclusively with the USPTO.] 

If you've already received your first Office Action from the USPTO, you'll have a pretty good idea of the patentability of your invention and, consequently, your chance of getting foreign patents abroad… 

Why file your patent application in other countries? Simply because a US. patent will give you a monopoly in the U.S. only. If you think your invention is important enough to be manufactured or sold in large quantities in any other countries, so that you want to create a monopoly there, you'll have to go through the considerable effort and expense of foreign filing in order to eventually get a patent in each desired foreign country. Otherwise, anyone in a foreign country where you have no patent will be able to make, use, and sell your invention with impunity. However, if you have a U.S. patent they won't be able to bring it into the U.S. without infringing your U.S. patent...

My mission is to alert you to the basic procedures for foreign filing, so that you won't lose your opportunity to do so through lack of information. However, once you decide to foreign file, you'll probably need some professional guidance, notwithstanding the availability of other resources [discussed later] that will answer most of your questions. The most important points you can learn from this chapter are presented in Inventor's Commandment at the beginning of the chapter. It states 

(a) don't foreign file in any foreign country unless you're highly confident your invention has extremely strong commercial potential there, 

(b) don't foreign file until you get a foreign-filing license or until six months has elapsed from your U.S. filing date, 

(c) you must do any desired filing in non-Convention countries before you publish or sell the invention, and

(d) you must file a Patent Cooperation Treaty application or file in all other countries within one year of your earliest U.S. filing date (regular or Provisional Patent Application (PPA)).

Prior to discussing the ins and outs of foreign filing, it's important that you familiarize yourself with several important treaties and arrangements. As I'll explain in detail below, most countries are treaty members of the "Paris Convention," which gives you the full benefit of your filing date in your home country, provided you file in a foreign Convention country within one year.  Also, most of the countries of Europe have joined the European Patent Convention, which has created a single patent office — the European Patent Office — to grant European patents that are good in all member countries provided they're registered and translated in each country. Lastly, most industrialized countries are also members of the PCT-Patent Cooperation Treaty which enables applicants to file a relatively economical international application in their home country within one year of their home-country filing date. The PCT gives applicants up to a 30-month delay and enables them to have a search, and optimally an examination, performed before making an expensive filing abroad. Let's discuss these areas in detail.

U.S. patent applications are published 18 months after the earliest claimed filing date, unless the applicant files a Nonpublication Request (NPR) at the time of filing, stating that the application will not be filed abroad. If you do file an NPR and then file abroad, you must revoke the NPR and notify the PTO of the foreign filing within 45…

The Paris Convention and the One-

Year Foreign Filing Rule

The most important thing to know about foreign filing is the International Convention for the Protection of Industrial Property. Most people in the patent field call it the "Paris convention" or simply "the Convention." The majority of industrialized nations of the world are parties to this international treaty, which was entered into in Paris in 1883 and has been revised many times since. Generally, the Paris Convention governs almost all reciprocal patent filing rights.  

For the purpose of this chapter, there's only one thing you need to know about the all-important Paris Convention: If you file a patent application (regular or PPA) in any one member jurisdiction of the Paris Convention (such as the U.S.), you can file a corresponding application in any other member jurisdiction (such as the U.K., Japan, the EPO, the PCT, Australia, etc.), within one year of your earliest filing date-six months for designs. Your application in each foreign jurisdiction will be entitled to the filing date of your U.S. application (regular or PPA) for purposes of overcoming prior art: ("Jurisdiction" refers to any country or group of countries that have joined under a treaty such as the EPO, PCT, or AIPO (the African Intellectual Property Organization).)

You do have to claim "priority" of your original application. If you fail to file any foreign applications under the Convention within the one-year period, you can still file after the one-year period in Convention jurisdictions, provided you haven't sold, published, or patented your invention yet.

***
Other Priority Treaties Similar to the Paris Convention

There are three other priority treaties that operate similarly to the Paris Convention-that is, the member or signatory countries have reciprocal priority rights in each others' countries. For example, the U.S. has entered into treaties with the Republic of China (Taiwan), India, and Thailand, so that applicants who file a U.S. application can file corresponding applications in each of these countries within one year and obtain the benefit of their U.S. filing date, and vice versa. 

D. European Patent Office… (EPO)

The European Patent Office (EPO) (www.european_patent_office.org) is a separate and vast trilingual patent office in Munich, across the Isar River from the famous Deutsches Museum. There is also a facility in The Hague, Netherlands.  The EPO grew out of the earlier formation of the European Union (EU, formerly EEC), and the economic integration that resulted. Member nations of the EEC are also members of a treaty known as the European Patent Convention (EPC). Under the EPC you can make one patent filing in the EPO, whose main branch is at Ehrhardstrasse 27, D- 8000, Miinchen 2, Germany. If this filing matures into a European patent, it will, when registered in whatever individual member countries you select, cover your invention in these selected countries. And since the EPC is, in turn, considered the same as a single country (a jurisdiction) under the Paris

Convention and the PCT, your effective EPO filing date will be the same as your original U.S. filing date, so long as you comply with the one-year foreign filing rule. In other words, filing in the EPO allows you to kill many birds with one stone.  

***

Filing in the EPO is extremely expensive for U.S. residents, and you'll have to pay an annuity to the EPO each year your application is on file there until it issues. Thereafter, you'll have to pay annuities in each member country in which you've registered your Europatent Therefore, as I suggest in Section I, below, you should not file for a Europatent unless you're extremely confident your invention will be commercially successful there, or unless someone else, such as a European licensee, is paying the freight.

E. The Patent Cooperation Treaty (PCT)

The PCT is another important treaty to which most industrial countries are a party. Under the Patent Cooperation Treaty (PCT), which was entered into in 1978, U.S. residents can file in the U.S. and then make a single international filing in the USPTO within the one-year period. This can cover all of the PCT jurisdictions, including the European Patent Office (EPO). Eventually, you must file separate or "national" applications in each PCT jurisdiction (including the EPO) where you desire coverage. These separate filings, which must be translated for non-English-speaking jurisdictions, must be made for most countries within 30 months after your U.S. filing date. 

If you file a PCT application, the USPTO will make a patentability search of your invention and will give you an indication of its patentability. If you want an actual examination of your invention to see what claims are allowable or rejected and to prosecute the application and revise claims, elect Chapter I1 of the PCT by 19 months after your U.S. filing date. Except for the single international filing, the PCT affords you a 30-month extension in which to file in most PCT countries or the EPO.

Also, you can file your first application under the PCT and then file, in any PCT jurisdiction (including the U.S.) within 30 months from your PCT filing date. You should take this route if you've filed a PPA and you've decided to foreign file by one year after your PPA filing date.  Further, since the PCT is a member of the Paris Convention, if you file with the PCT first, you can file in any non-PCT Convention jurisdiction within one year from your PCT filing date. As stated, after you file your PCT application, you'll receive a "search report" citing any pertinent references against your application. If you elect Chapter I1 of the PCT (optional) you'll receive an "examination report," which allows or rejects the claims of your application on the cited references. A list of PCT jurisdictions is indicated in Fig. 12A. All PCT jurisdictions are bound by Chapter I (searching part) and Chapter I1 (examination part). (Note that all PCT members are members of the Paris Convention, but not vice versa.)

The PCT is administered by the World Intellectual Property Organization (WIPO), www.wipo.int 

F. Non-Convention Countries

There are several countries (generally nonindustrial) that aren't parties to any Convention. 

{E.g. Ethiopia, Taiwan, Kuwait, Thailand.  However, Taiwan and Thailand have a priority treaty with the US.) 

Filing isn't common in most of these countries, but if you do want to file in any of them, you may do so at any time, provided:

a. Your invention hasn't yet become publicly known, either by your publication, by patenting, by public sale, or by normal publication, in the course of prosecution in a foreign jurisdiction (the PCT and the EPO publish 18 months after filing), and 

b. You've been given a foreign-filing license on your U.S. filing receipt (see Section H, below) or six months has elapsed from your U.S. filing date.  

I won't discuss filing in non-Convention countries in detail, except to note that if you do wish to file in any, you should do so in exactly the same manner as you would for an individual filing in a Convention country. However, you won't need a certified copy of your U.S. application since you won't be able to obtain priority (the benefit of your U.S. filing date).

G. Never Wait Until the End of Any

Filing Period

As stated, you have one year after you file your U.S. application (PPA or RPA) to file foreign Convention patent applications (and be entitled to your U.S. filing date) in the PCT, the EPO, or any other jurisdiction that's a member of the Paris Convention. You also have 30 months after you file a U.S. application to file in the individual PCT countries, including the EPO, provided you filed a PCT application. You have one year, if you file under the PCT first, to file in non- PCT Convention countries or 20 months (30 months under Chapter 11) to file in the PCT countries, respectively. However, you should never wait until the end of any of these periods. You should normally make your decision and start to take action about two or three months before the end of the period. This is to give you and the foreign agents time to prepare (or have prepared) the necessary correspondence and translations and to order a certified copy, if needed, of your U.S. application. So mark your calendar in advance accordingly. (While you shouldn't wait until the very end of the one-year period, you shouldn't file until near the end, since there's no advantage in filing early, unless you need an early patent-for example, because you have a foreign infringement.)

H. The Early Foreign Filing License or Mandatory Six-Month Delay

Normally, the official filing receipt that you get after filing your U.S. application gives you express permission from the PTO to file abroad. This permission usually will be printed on your filing receipt, as follows: 

"If required, Foreign Filing License Granted 12/14/2004." 

However, if you’re filing receipt fails to include a foreign filing license (only inventions with possible military applications won't include the license), you aren't allowed to foreign file on your invention until six months following your U.S. filing date. What's the reason for this? To give the U.S. government a chance to review your application for possible classification on national security grounds. You probably won't be affected by any of this, as most applications get the foreign filing license immediately and, in any case, there is usually no good reason to file before six months after your U.S. filing.

If your situation is different, however, and your filing receipt doesn't include a license, see a patent lawyer.  If your invention does have military applications, not only will you fail to get a foreign filing license on your filing receipt, but after you receive the receipt, you may receive a Secrecy Order from the PTO. This will order you to keep your invention secret until it's declassified, which often takes 12 years. Your patent can't issue till then, but the government may compensate you if they use your invention in the meantime. You can foreign file an application that is under a secrecy order, but it's complicated; see a patent lawyer who has experience in this area. 

I. Don't File Abroad Unless Your
Invention Has Very Good Prospects in Another Country

Because patent prosecution and practice in other countries is relatively complicated and extremely expensive, you should not file applications abroad unless: 

· A significant market for products embodying the invention is very likely to exist, or 

· Significant commercial production of your invention is very likely to occur, or 

· You've already located a foreign licensee or there is someone else willing to pay for the foreign filing. 

It's been my experience that far too many inventors file abroad because they're in love with their invention and feel it will capture the world. Unfortunately, this almost never happens. Almost all inventors who do file abroad never recoup their investment-that is, they usually waste tens of thousands of dollars in fees and hardly ever derive any royalties, let alone enough royalties to cover their costs.  Thus, as a general rule, I suggest that you file in another country only if you feel that you're: 

· very likely to sell at least $500,000 worth of products embodying your invention there, if you're selling it yourself, or 

· very likely to earn at least $100,000 in royalties from sales of your invention there by others, or 

· associated with a licensee or sales representative there who contracts to pay you royalties with a substantial advance or guarantee, or who will pay for your foreign filing in that country.  

***

Filing in the U.S. usually gives you ten to 50 times more bang for your buck than filing abroad, which costs ten to

50 times as much anyway.

J. The Patent Laws of Other Countries

Are Different

Despite the Paris Convention and other treaties covering patent applications, and except for Canada, whose patent laws and practice are practically identical to ours, almost all countries have some differences from the U.S. in their substantive patent laws and practices. These differences have been reduced under the GATT treaty, but some that still exist are as follows:

· In the U.S., once an application is examined and allowed, the patent issues without any further proceedings. However, most foreign countries have an opposition proceeding under which the application is published and anyone who believes the invention isn't patentable can cite additional prior art to the patent office in order to block the patent. 

· In the U.S. the patent must be applied for in the name of the actual inventor, but in most foreign countries any assignee (usually the inventor's employer-company) can apply in its own name. 

· Many smaller countries (for example, Belgium and Portugal) don't conduct novelty examinations on applications that are filed there directly (not through the EPO), but instead simply issue a patent on every application filed and leave it up to the courts (in the event of an infringement) to determine whether the invention was novel and unobvious.

· Some jurisdictions (the EPO, France, Germany, Italy, Australia, the Netherlands) require the payment of annual maintenance fees while the application is pending. But if you file in these countries (except Australia) through the EPO, no individual country fees are due until the European patent issues and is registered in each country. However, annual EPO fees are due until the Europatent issues. 

· Most foreign countries don't have the one-year grace period the U.S. has. Thus you must get an effective filing date in most countries (either by actual filing there or by filing in the U.S. and then filing a corresponding Convention application there within one year) before publication of the invention. Most foreign countries consider any publication in any country as prior art, but some recognize only publications in their country as prior art. Some countries allow an exhibit at a recognized trade show, provided the application is filed within six months.  

· Some countries such as Italy don't grant patents on drugs and some don't grant patents on computer programs or business methods.

· If two different applicants file respective patent applications on the same invention, virtually every country will award a patent to the first to file, a simple, economical, and easy-for-a-layperson system. However, the U.S. and the Philippines award the patent to the "first to invent." …

 In Japan, the filing and translation fees are very high.  Then, examination must be separately requested within seven years, requiring another stiff fee. After examination is requested, it takes about three years before the Japanese Patent Office, which is understaffed, gets around to it. Getting the application allowed is very difficult. However, it will be given more respect than in the U.S. That is, competitors will be far less likely to infringe or challenge it. Nevertheless, Japanese courts tend to interpret patents narrowly. 

K. The Ways to File Abroad

Until [January 21, 1978, when the PCT was entered into force], there was only one way to foreign file, namely, to file a separate application in each country in which you wished to file. As this was a cumbersome and expensive process, many of the countries got together to simplify things. Now there are five basic approaches to filing abroad in Convention countries. You may end up using different approaches for different countries, or the same approach for all. 

***

Route A: This is the most common. File in U.S. Then file in non-Convention countries before publication or sale. …Then, within one year, under the Paris Convention, file a PCT application to cover the PCT countries and jurisdictions (including the EPO).  Select the PTO or EPO for the search. Then, by 30 months from your U.S. filing date, file national applications (you'll have to hire agents and spend big bucks) in the EPO and non-EPO PCT countries. 

Route B: This is the same as Route A, except that within 19 months from your U.S. filing date, or three months from the transmittal of the search report, elect Chapter I1 of the

PCT to get the application examined, either in the PTO or EPO. Finally, file in the EPO and non-EPO countries within 30 months from your U.S. filing date.

Route C: This is the same as Route A, except that the PCT is eliminated entirely and you file Convention applications in the EPO and non-EPO countries within 12 months from your U.S. filing date.

Route D: This is the same as Route C, except that you file directly in the individual EPO countries (rather than the EPO). 

Route E: In addition, if you've filed a Provisional Patent Application (PPA), and by the time almost one year elapses from your PPA's filing date you want to file in the U.S. and abroad, you can do so in three basic ways: (1) File a PCT application yourself, naming the U.S. and all other desired PCT countries. File in non-PCT Convention countries using agents. By 22 months from your PPA filing date or three months from the transmittal of the search report, you may elect Chapter I1 of the PCT and select examination in the PTO or EPO. By 30 months from your PPA filing date, file, via agents, national applications in the EPO and non-

EPO countries and file yourself in the U.S., claiming priority of your PCT application. (2) File separate applications in the U.S. and PCT yourself. Continue as in Route A for your PCT application. (3) File separate applications in the U.S. and either (a) use agents to file in non-EPO countries and the EPO (Route C), or (b) use agents to file national Convention applications in individual countries in Europe and elsewhere (Route D).  

File the PCT Application First

Although mentioned above because it's not a very popular method, if you haven't filed a PPA you can file a PCT application first (before you file anything) and then file in the U.S. and PCT countries (including the EPO) through the PCT. File in the non-PCT Convention countries through the Convention. 

If you haven't filed a PPA and you know for certain, before you file anywhere, that you'll want to file in the U.S. and at least one foreign PCT country, then you can save some fees and effort by filing the PCT application first, before you file in the U.S. In your PCT application you must designate the U.S. and any foreign PCT countries (including the EPO) you desire. Then, within one year of your PCT filing date, you should file Convention applications, based upon your PCT application, in any non-PCT country. 

Within 30 months of your PCT filing date, file separately (changing priority of your PCT application) in each country or jurisdiction you've designated in your PCT application, including the U.S. and the EPO. Then order (from the PTO) a certified copy of your PCT application and file this within a few months after your U.S. filing date. 

Whether you're filing in a PCT or non-PCT jurisdiction based upon a PCT filing, your foreign patent agents will tell you what you'll need to file PCT-based applications in their countries; allow at least two months before the 20- or 30- month deadline to give them (and you) time to prepare the applications and translations, if necessary.

1. Rescind Any Nonpublication Request

When you filed your U.S. application, you had the opportunity to file a Nonpublication Request (NPR) (see Form 10-7). If you filed an NPR, you must file a rescission of this Request with the PTO within 45 days of filing your foreign application. You must file the rescission regardless of whether you are filing directly in a foreign country or using a PCT application. If you do not file the rescission, the PTO will strike your U.S. application.

***

After notification, the PTO will schedule publication of your application 18 months after your U.S. filing date (or as soon as possible after the 18-month period). You will have to pay a fee for publication when you pay your issue fee.

The University of Texas Southwestern Medical Center
{Below is an example of what Universities give to inventors when their inventions need to be patented internationally. Similar guidelines are used in large companies where in-house counsel determines where to file..—IM } 

INTRODUCTION

Patent protection is critical for enhancing the value of commercializable inventions. In today's global economy where international trade barriers are coming down, it is more and more important to have foreign patents as well as US patents. 

The TWO MOST IMPORTANT THINGS to know about foreign patents are: 

· Public disclosure of information about a technology destroys foreign patentability!

· The US patent application, which provides a year grace period to file foreign patents, should be filed first.

Virtually every country in the world provides a system for protecting intellectual property rights via patent. While patent applications can be filed in individual countries, most countries are members of the "Paris Convention". If UT Southwestern seeks foreign patent protection, a patent application is filed under the Patent Cooperation Treaty (PCT). The PCT allows one application to be filed to potentially cover patents in many countries, and delays the decision about the specific countries for as much as 30 months. One of the important strategies we pursue at UT Southwestern is based on economic necessity. We often will protect patent rights initially by filing applications, then seek a licensee to assume the responsibility for the costs of prosecuting a patent through the lengthy and very expensive process of getting foreign patents. The ability to delay those expenses can be useful and keep a patent application alive that would otherwise be cost-prohibitive to maintain.

QUALIFICATIONS

The standards for patentability in foreign national jurisdictions are quite similar to those used in the US. However, there is one very important difference. In order to qualify for patent protection outside the US, a patent application must be filed prior to public disclosure of the invention (i.e. before written publication, oral disclosure, poster session, etc.). This qualification is absolute. Because of this requirement, the UT Board of Regents' Rules & Regulations obligates inventors to disclose inventions to UT Southwestern prior to public disclosure.

ECONOMICS

Foreign patent applications can be very expensive. The PCT filing procedure usually costs around $7,000. However, after the PCT process is exhausted, filing fees and prosecution costs increase dramatically. The estimated cost to prosecute a foreign language patent application to issue is $5,000 per country. If Asian language translations are required, costs can reach $15,000 per country. The costs associated with prosecuting an application to issue in other countries can vary between $4,000 and $15,000 per country. Costs can be minimized through filing for European protection through the European Patent Office (member countries only) for an initial cost of approximately $14,000. Of course, these costs are only estimates and are subject to currency fluctuations.

… THE DECISION TO FILE

The following factors represent a partial list of those factors that should be carefully considered prior to filing for foreign patent protection:

· The high costs associated with filing

· The long pendency of foreign applications (5 to 10 years in Europe and potentially longer in Japan).

· The [existence of] a substantial market for the invention (i.e. sales > $5 million per year [in the foreign country]).

· A substantial manufacturing capability for the technology… in the country.

· Competitive advantages… for manufacturers in certain countries.

· A PCT application is published 18 months following its priority date. [Potential trade secrets could thus be disclosed even though the applicant has waived publishing in the US.]

· The ability to monitor and enforce the patent once issued.

FILING STRATEGY

If UT Southwestern has successfully negotiated a license to commercialize the technology, foreign patent protection costs are typically borne by exclusive licensees. Licensees typically use the same PCT filing process used by UT Southwestern. Foreign protection is also sometimes sought by UT Southwestern when costs are offset by the revenues from non-exclusive licensees. 

When no license has been negotiated, UT Southwestern rarely prosecutes foreign applications. For most high technology medical inventions, the US is usually more than 50% of the world's market. When the expenses associated with meaningful foreign protection can run as high as 6 to 7 times more than total US patent prosecution expenses, the risk associated with prosecuting foreign applications is usually too high. Therefore, the Office for Technology Development seeks to identify potential licensees before the one year PCT grace period expires. 

[Patent Cooperation Treaty (PCT), was signed June 19, 1970 and was enacted 1978 January 21, 1978 (35 U.S.C. 371)(28 UST 7645) – IM]
US Patents # 5955596 (issued September 21, 1999)

The University of Texas Southwestern Medical Center- Patent that has been filed with the PCT. 

European Patent- 854925

THE NucA PROTEIN OF HAEMOPHILUS INFLUENZAE AND THE GENE ENCODING THAT PROTEIN

GERMAN-TITLE: DAS NucA PROTEIN VON HAEMOPHILUS INFLUENZAE UND DESSEN KODIERENDER GEN

FRENCH-TITLE: PROTEINE NucA DE HAEMOPHILUS INFLUENZAE ET GENE CODANT CETTE PROTEINE

INVENTOR: ZAGURSKY, Robert, John - 569 Fox Hunt Drive, Victor, NY 14564, United States (US); JONES, Kevin, Frederick - Apartment 12C, 610 West 110th Street, New York, NY 10025, United States (US); OOI, Peggy - 494 Main Street Fishers, Mendon, NY 14506, United States (US)

APPL-NO: 97935048

DESIGNATED STATES: Austria (AT), Belgium (BE), Switzerland (CH), Germany (DE), Denmark (DK), Spain (ES), Finland (FI), France (FR), Great Britain (GB), Greece (GR), Ireland (IE), Italy (IT), Liechtenstein (LI), Luxembourg (LU), Monaco (MC), Netherlands (NL), Portugal (PT), Sweden (SE)

DESIGNATED EXTENDED STATES: - Albania; - Lithuania; - Latvia; - Romania; - Slovenia

FILED-DATE: July 23, 1997

GRANTED-DATE: September 22, 2004

PRIORITY: July 26, 1996 - United States (US); July 26, 1996 - United States (US)

Memberships in Patent Conventions

	Country or Jurisdiction
	Paris Cnvn.
	EPO
	PCT
	Pan Am. Cnvn.
	
	Country or Jurisdiction
	Paris Cnvn.
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	PCT
	Pan Am. Cnvn.
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	▪
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	Guinea-Bissau
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	ARIPO*
	▪
	
	▪
	
	
	Haiti
	▪
	
	
	

	Armenia*
	▪
	
	▪
	
	
	Holy See
	▪
	
	
	

	Australia
	▪
	
	▪
	
	
	Honduras
	▪
	
	
	

	Austria
	▪
	▪
	▪
	
	
	Hungary
	▪
	
	▪
	

	Azerbaijan°
	▪
	
	▪
	
	
	Iceland
	▪
	
	▪
	

	Bangladesh
	▪
	
	
	
	
	India▲
	▪
	
	▪
	

	Barbados
	▪
	
	▪
	
	
	Indonesia
	▪
	
	▪
	

	Belarus°
	▪
	
	▪
	
	
	Iran
	▪
	
	
	

	Belgium
	▪
	▪
	▪
	
	
	Iraq
	▪
	
	
	

	Belize
	▪
	
	▪
	
	
	Ireland
	▪
	▪
	▪
	

	Bolivia
	▪
	
	
	
	
	Israel
	▪
	
	▪
	

	Bosnia-Herzegovina
	▪
	
	▪
	
	
	Italy
	▪
	▪
	▪
	

	Botswana
	▪
	
	▪
	
	
	Jamaica
	▪
	
	
	

	Brazil
	▪
	
	▪
	
	
	Japan
	▪
	
	▪
	

	Bulgaria
	▪
	▪
	▪
	
	
	Jordan
	▪
	
	
	

	Burundi
	▪
	
	
	
	
	Kazakhstan°
	▪
	
	▪
	

	Canada
	▪
	
	▪
	
	
	Korea, North
	▪
	
	▪
	

	Chile
	▪
	
	
	
	
	Korea, South
	▪
	
	▪
	

	China, Mainland¹
	▪
	
	▪
	
	
	Kuwait
	
	
	
	

	China, Taiwan▲
	
	
	
	
	
	Kyrgyzstan°
	▪
	
	▪
	

	Colombia
	▪
	
	▪
	
	
	Leo Dem. Rep.
	▪
	
	
	

	Congo
	▪
	
	
	
	
	Latvia
	▪
	
	▪
	

	Costa Rica
	▪
	
	▪
	▪
	
	Lebanon
	▪
	
	
	

	Comoros
	▪
	
	▪
	
	
	Lesotho
	▪
	
	▪
	

	Côte d’Ivoire
	▪
	
	
	
	
	Liberia
	▪
	
	▪
	

	Croatia
	▪
	
	▪
	
	
	Libya
	▪
	
	
	

	Cuba
	▪
	
	▪
	
	
	Liechtenstein
	▪
	▪
	▪
	

	Cyprus
	▪
	▪
	▪
	
	
	Lithuania
	▪
	
	▪
	

	Czech Republic
	▪
	▪
	▪
	
	
	Luxembourg
	▪
	▪
	▪
	

	Denmark
	▪
	▪
	▪
	
	
	Macedonia
	▪
	
	▪
	

	Dominica
	▪
	
	▪
	
	
	Madagascar
	▪
	
	▪
	

	Dominican Republic
	▪
	
	
	
	
	Malaysia
	▪
	
	
	

	Ecuador
	▪
	
	▪
	▪
	
	Malta
	▪
	
	
	

	Egypt
	▪
	
	▪
	
	
	Mauritania
	▪
	
	▪
	

	El Salvador
	▪
	
	
	
	
	Mauritius
	▪
	
	
	

	Equatorial Guinea
	▪
	
	▪
	
	
	Mexico
	▪
	
	▪
	

	Estonia
	▪
	▪
	▪
	
	
	Moldova, Republic of
	▪
	
	▪
	

	Ethiopia
	
	
	
	
	
	Monaco
	▪
	▪
	▪
	

	European Pat. Off.
	▪
	▪
	▪
	
	
	Mongolia
	▪
	
	▪
	

	Finland
	▪
	▪
	▪
	
	
	Morocco
	▪
	
	▪
	

	France
	▪
	▪
	▪
	
	
	Mozambique
	▪
	
	▪
	

	Gambia
	▪
	
	▪
	
	
	Namibia
	▪
	
	▪
	

	Georgia
	▪
	
	▪
	
	
	Netherlands
	▪
	▪
	▪
	

	Germany
	▪
	▪
	▪
	
	
	New Zealand
	▪
	
	▪
	

	Ghana
	▪
	
	▪
	
	
	Nicaragua
	▪
	
	▪
	▪

	Greece
	▪
	▪
	▪
	
	
	Niger
	▪
	
	▪
	

	Country or Jurisdiction
	Paris Cnvn.
	EPO
	PCT
	Pan Am. Cnvn.
	
	
	
	
	
	

	Nigeria
	▪
	
	
	
	
	
	
	
	
	

	Norway
	▪
	
	▪
	
	
	
	
	
	
	

	OAPI †
	▪
	
	▪
	
	
	
	
	
	
	

	Oman
	▪
	
	▪
	
	
	
	
	
	
	

	Pakistan
	
	
	
	
	
	
	
	
	
	

	Panama
	▪
	
	
	
	
	
	
	
	
	

	Papua New Guinea
	▪
	
	▪
	
	
	
	
	
	
	

	Paraguay
	▪
	
	
	
	
	
	
	
	
	

	Peru
	▪
	
	
	
	
	
	
	
	
	

	Philippines
	▪
	
	▪
	
	
	
	
	
	
	

	Poland
	▪
	
	▪
	
	
	
	
	
	
	

	Portugal
	▪
	▪
	▪
	
	
	
	
	
	
	

	Qatar
	▪
	
	
	
	
	
	
	
	
	

	Romania
	▪
	
	▪
	
	
	
	
	
	
	

	Russian Federation°
	▪
	
	▪
	
	
	
	
	
	
	

	Rwanda
	▪
	
	
	
	
	
	
	
	
	

	St. Kitts & Nevis
	▪
	
	
	
	
	
	
	
	
	

	Saint Lucia
	▪
	
	▪
	
	
	
	
	
	
	

	San Marino
	▪
	
	
	
	
	
	
	
	
	

	Seychelles
	▪
	
	▪
	
	
	
	
	
	
	

	Sierra Leone
	▪
	
	▪
	
	
	
	
	
	
	

	Singapore
	▪
	
	▪
	
	
	
	
	
	
	

	Slovak Republic
	▪
	▪
	▪
	
	
	
	
	
	
	

	Slovenia
	▪
	
	▪
	
	
	
	
	
	
	

	South Africa
	▪
	
	▪
	
	
	
	
	
	
	

	Spain
	▪
	▪
	▪
	
	
	
	
	
	
	

	Sri Lanka
	▪
	
	▪
	
	
	
	
	
	
	

	Sudan
	▪
	
	
	
	
	
	
	
	
	

	Suriname
	▪
	
	
	
	
	
	
	
	
	

	Swaziland
	▪
	
	▪
	
	
	
	
	
	
	

	Sweden
	▪
	▪
	▪
	
	
	
	
	
	
	

	Switzerland
	▪
	▪
	▪
	
	
	
	
	
	
	

	Syria
	▪
	
	▪
	
	
	
	
	
	
	

	Tajikistan°
	▪
	
	▪
	
	
	
	
	
	
	

	Tanzania
	▪
	
	▪
	
	
	
	
	
	
	

	Thailand▲
	
	
	
	
	
	
	
	
	
	

	Togo
	▪
	
	▪
	
	
	
	
	
	
	

	Tonga
	▪
	
	
	
	
	
	
	
	
	

	Trinidad & Tobago
	▪
	
	▪
	
	
	
	
	
	
	

	Tunisia
	▪
	
	▪
	
	
	
	
	
	
	

	Turkey
	▪
	▪
	▪
	
	
	
	
	
	
	

	Turkmenistan°
	▪
	
	▪
	
	
	
	
	
	
	

	Ukraine
	▪
	
	▪
	
	
	
	
	
	
	

	United Arab Emirates
	▪
	
	▪
	
	
	
	
	
	
	

	United Kingdom
	▪
	▪
	▪
	
	
	
	
	
	
	

	United States
	▪
	
	▪
	
	
	
	
	
	
	

	Uruguay
	▪
	
	
	
	
	
	
	
	
	

	Uzbekistan
	▪
	
	▪
	
	
	
	
	
	
	

	Venezuela
	▪
	
	
	
	
	
	
	
	
	

	Vietnam
	▪
	
	▪
	
	
	
	
	
	
	

	Yugoslavia
	▪
	
	▪
	
	
	
	
	
	
	

	Zambia †
	▪
	
	
	
	
	
	
	
	
	

	Zimbabwe
	▪
	
	▪
	
	
	
	
	
	
	


! The PCT organization (WIPO) is a member of the Paris Convention.

*African Regional Industrial Property Organization: Ghana, Kenya, Malawi, Sudan, and Uganda.

°Also can be covered by Eurasian Patent from Eurasian Patent Office in Moscow.

¹Includes Hong Kong

▲Separate priority treaties between United States and Taiwan, India, and Thailand.

†African Intellectual Property Organization: Common patent system for African countries: Benin, Burkina Faso, Cameroon, Central African Republic, Chad, Congo, Côte d’Ivoire, Gabon, Guinea, Mali, Mauritania, Niger, Senegal, and Togo. 
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