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Statutes

28 U.S.C. § 1295 (2005)
enacted 1982, no relevant amendments
§ 1295 Jurisdiction of the United States Court of Appeals for the Federal Circuit 

(a) The United States Court of Appeals for the Federal Circuit shall have exclusive jurisdiction—


(1) of an appeal from a final decision of 
- a district court of the United States, 

- [or other non-state district court], 

if the jurisdiction of that court was based, 


in whole or in part, 


on section 1338 of this title



[except for cases under 1338 not involving patents].
28 U.S.C. § 1338 (2005)
enacted 1948 based on 1911 statute, 

last amended 1999
§ 1338 Patents, plant variety protection, copyrights, mask works, designs, trademarks, and unfair competition

(a) The district courts 

shall have original jurisdiction 


of any civil action


arising under any Act of Congress 


relating to 



- patents, 



- plant variety protection, 



- copyrights and 



- trademarks. 
Such jurisdiction shall be exclusive 
of the courts of the states in 

- patent, 

- plant variety protection and 

- copyright 
cases.
28 U.S.C. § 1331 (2005)

enacted 1948 based on 1911 statute, 

last amended 1980
§ 1331.  Federal question 

The district courts shall have original jurisdiction 

of all civil actions 

arising under the


 - Constitution, 


- laws, or 


- treaties 

of the United States.

CHRISTIANSON ET AL.
v.
COLT INDUSTRIES OPERATING CORP.

SUPREME COURT OF THE UNITED STATES
486 U.S. 800

June 17, 1988, Decided
{In 1985, after only three years of existence, the Federal Circuit gets into a jurisdictional fight with another Circuit.  How well does the Supreme Court settle the dispute? –LLK}

BRENNAN, J., delivered the opinion for a unanimous Court. STEVENS, J., filed a concurring opinion, in which BLACKMUN, J., joined….

BRENNAN, Justice:
This case requires that we decide a peculiar jurisdictional battle between the Court of Appeals for the Federal Circuit and the Court of Appeals for the Seventh Circuit. Each court has adamantly disavowed jurisdiction over this case. Each has transferred the case to the other. And each insists that the other's jurisdictional decision is "clearly wrong.”
The parties therefore have been forced to shuttle their appeal back and forth between Chicago and the District of Columbia in search of a hospitable forum, ultimately to have the merits decided, after two years, by a Court of Appeals that still insists it lacks jurisdiction to do so.
I [Introduction
Parties
Colt (PO, Defendant, Cross-Plaintiff, Respondent)

· leading manufacturer, seller, and marketer of M16 rifles and their parts and accessories 

· dominant market position since 1959 
Christianson (not AI, Plaintiff, Cross-Defendant, Petitioner)

· Colt employee until 1975, acceded to nondisclosure agreement 
· established competing company allegedly dependant on Colt’s proprietary information 

Timeline
Nov. 1983
Colt 
- sued Christianson for patent infringement 

- dropped the suit after failing to get an injunction
- told Christianson’s customers not do business with him
May 1984
Christianson
- sued Colt, alleging anti-trust violations and tortious interference with business relationships

- referred to Colt’s patents, which expired in 1980, in complaint

1984

Colt
- counterclaimed, including alleging misappropriation of trade secrets
July 1985
District Court 
- granted summary judgment to Christianson on the counterclaims, finding the Colt patents invalid for failure to meet the enablement and best mode requirements of § 112, and loss of trade secret protection for information that should have been disclosed in the patents
1985

Colt 
- appealed to the Federal Circuit

Dec. 1985
Federal Circuit
- concluded that it lacked jurisdiction 
- transferred the appeal to the Seventh Circuit. 
Aug. 1986 
Seventh Circuit 
- sua sponte raised the jurisdictional issue

- found the Federal Circuit “clearly wrong”

- transferred the case back to the Federal Circuit  
June 1987 
Federal Circuit
- concluded that the Seventh Circuit exhibited "a monumental misunderstanding of the patent jurisdiction granted this court" 
- addressed the merits while maintaining it had no jurisdiction
Dec. 1987
Supreme Court 
- granted certiorari]
II [No Arising Under the Patent Laws

 The Court reviews 28 U.S.C. §§ 1295 and 1338 {LLK-2}.]
A [The Meaning of “Arising Under”]

In interpreting § 1338's precursor, we held long ago that in order to demonstrate that a case is one "arising under" federal patent law 
"the plaintiff must set up some right, title or interest under the patent laws, or at least make it appear that some right or privilege will be defeated by one construction,  or sustained by the opposite construction of these laws." 
Pratt v. Paris Gas Light & Coke Co., 168 U.S. 255, 259 (1897).  Our cases interpreting identical language in other jurisdictional provisions, particularly the general federal-question provision, 28 U.S. C. § 1331 {LLK-2}, have quite naturally applied the same test.  A district court's federal-question jurisdiction … extends over 
"only those cases in which a well-pleaded complaint establishes either that federal law creates the cause of action or that the plaintiff's right to relief necessarily depends on resolution of a substantial question of federal law," 
Franchise Tax Board of California v. Construction Laborers Vacation Trust, 463 U.S. 1, 27-28, (1983), in that 
"federal law is a necessary element of one of the well-pleaded . . . claims." 
Linguistic consistency, to which we have historically adhered, demands that  § 1338(a) jurisdiction likewise extend only to those cases in which a well-pleaded complaint establishes either that federal patent law creates the cause of action or that the plaintiff's right to relief necessarily depends on resolution of a substantial question of federal patent law, in that patent law is a necessary element of one of the well-pleaded claims.
 The most superficial perusal of [Christianson’s] complaint establishes, and no one disputes, that patent law did not in any sense create [his] antitrust or intentional-interference claims. Since no one asserts that federal jurisdiction rests on [Christianson’s] state-law claims, the dispute centers around whether patent law "is a necessary element of one of the well-pleaded [antitrust] claims." [brackets in original –LLK] See Merrell Dow Pharmaceuticals Inc. v. Thompson, 478 U.S. 804 (1986)… Under the well-pleaded complaint rule, as appropriately adapted to § 1338(a), whether a claim "arises under" patent law 
"'must be determined from what necessarily appears in the plaintiff's statement of his own claim in the bill or declaration, unaided by anything alleged in anticipation or avoidance of defenses which it is thought the defendant may interpose.'" 
Franchise Tax Board, 463 U.S. at 14 (quoting Taylor v. Anderson, 234 U.S. 74, 75-76 (1914)). Thus, a case raising a federal patent-law defense does not, for that reason alone, "arise under" patent law, 
"even if the defense is anticipated in the plaintiff's complaint, and even if both parties admit that the defense is the only question truly at issue in the case." 
Franchise Tax Board, 463 U.S. at 10.
 Nor is it necessarily sufficient that a well-pleaded claim alleges a single theory under which resolution of a patent-law question is essential. If 
"on the face of a well-pleaded complaint there are . . . reasons completely unrelated to the provisions and purposes of [the patent laws] why the [plaintiff] may or may not be entitled to the relief it seeks,"
[brackets in original –LLK] Franchise Tax Board, 463 U.S. at 26 (footnote omitted), then the claim does not "arise under" those law.  Thus, a claim supported by alternative theories in the complaint may not form the basis for § 1338(a) jurisdiction unless patent law is essential to each of those theories.

B [Application to This Case]
Framed in these terms, our resolution of the jurisdictional issue in this case is straightforward. Petitioners' antitrust count can readily be understood to encompass 

[1] a monopolization claim under § 2 of the Sherman Act and 
[2] a group boycott claim under § 1. 
The patent-law issue, while arguably necessary to at least one theory under each claim, is not necessary to the overall success of either claim.
 [The Court proceeds to examine the claims in more detail and offers alternative theories for each that do not involve patent law.]
III  [Additional Arguments Rejected]

 Colt offers three arguments for finding jurisdiction in the Federal Circuit, notwithstanding the well-pleaded complaint rule[: 
- Congressional policy, 
- Rule 15(b), and
-] law of the case. 
We find none of them persuasive.
A [Congressional Policy]
 Colt correctly observes that one of Congress' objectives in creating a Federal Circuit with exclusive jurisdiction over certain patent cases was 
"to reduce the widespread lack of uniformity and uncertainty of legal doctrine that exist[ed] in the administration of patent law." 
H. R. Rep. No. 97-312, p. 23 (1981). Colt might be correct (although not clearly so) that Congress' goals would be better served if the Federal Circuit's jurisdiction were to be fixed "by reference to the case actually litigated," rather than by an ex ante hypothetical assessment of the elements of the complaint that might have been dispositive. Brief for Respondent 31. Congress determined the relevant focus, however, when it granted jurisdiction to the Federal Circuit over 
"an appeal from . . . a  district court . . . if the jurisdiction of that court was based . . . on section 1338." 
28 U.S. C. § 1295 (a)(1) (emphasis added). Since the district court's jurisdiction is determined by reference to the well-pleaded complaint, not the well-tried case, the referent for the Federal Circuit's jurisdiction must be the same. The legislative history of the Federal Circuit's jurisdictional provisions confirms that focus. See, e. g., H. R. Rep. No. 97-312, [41:] cases fall within the Federal Circuit's patent jurisdiction 
"in the same sense that cases are said to 'arise under' federal law for purposes of federal question jurisdiction". 
In view of that clear congressional intent, we have no more authority to read § 1295(a)(1) as granting the Federal Circuit jurisdiction over an appeal where the well-pleaded complaint does not depend on patent law, than to read § 1338(a) as granting a district court jurisdiction over such a complaint. 
B [Rule 15(b)]
 Colt suggests alternatively that under  Federal Rule of Civil Procedure 15(b) n4 we should deem the complaint amended to encompass a new and independent cause of action -- "an implied cause of action under section 112 of the patent laws." Brief for Respondent 28. Such a cause of action, which Colt finds in [Christianson’s] summary judgment papers, would plainly "arise under" the patent laws, regardless of its merit.
n4 Rule 15(b) provides in relevant part:

"When issues not raised by the pleadings are tried by express or implied consent of the parties, they shall be treated in all respects as if they had been raised in the pleadings. Such amendment of the pleadings as may be necessary to cause them to conform to the evidence and to raise these issues may be made upon motion of any party at any time, even after judgment; but failure to so amend does not affect the result of the trial of these issues."

We need not decide under what circumstances, if any, a court of appeals could furnish itself a jurisdictional basis unsupported by the pleadings by deeming the complaint  amended in light of the parties' "express or implied consent" to litigate a claim. In this case there is simply no evidence of any consent among the parties to litigate the new patent-law claim that Colt imputes to petitioners. Colt points to nothing in [Christianson’s] summary judgment motion expressly raising such a new cause of action, much less anything in its own motion papers suggesting consent to one….
C [Law of the Case]
Colt's final argument is that the Federal Circuit was obliged not to revisit the Seventh Circuit's thorough analysis of the jurisdictional issue, but merely to adopt it as the law of the case. 
"As most commonly defined, the doctrine [of the law of the case] posits that when a court decides upon a rule of law, that decision should continue to govern the same issues in subsequent stages in the same case." 
[brackets in original –LLK] Arizona v. California, 460 U.S. 605, 618, (1983) (dictum).…
Colt is correct that the doctrine applies as much to the decisions of a coordinate court in the same case as to a court's own decisions.  Federal courts routinely apply law-of-the-case principles to transfer decisions of coordinate courts.  Indeed, the policies supporting the doctrine apply with even greater force to transfer decisions than to decisions of substantive law; transferee courts that feel entirely free to revisit transfer decisions of a coordinate court threaten to send litigants into a vicious circle of litigation. 

Colt's conclusion that jurisdiction therefore lay in the Federal Circuit is flawed, however, for three reasons.   First, the Federal Circuit, in transferring the case to the Seventh Circuit, was the first to decide the jurisdictional issue. That the Federal Circuit did not explicate its rationale is irrelevant….  Thus, the law of the case was that the Seventh Circuit had jurisdiction, and it was the Seventh  Circuit, not the Federal Circuit, that departed from the law of the case.   Second, the law-of-the-case doctrine 
"merely expresses the practice of courts generally to refuse to reopen what has been decided, not a limit to their power.  " 
Messenger v. Anderson, 225 U.S. 436, 444 (1912) (Holmes, J.) (citations omitted). A court has the power to revisit prior decisions of its own or of a coordinate court in any circumstance, although as a rule courts should be loathe to do so in the absence of extraordinary circumstances…. Thus, even if the Seventh Circuit's decision was law of the case, the Federal Circuit did not exceed its power in revisiting the jurisdictional issue, and once it concluded that the prior decision was "clearly wrong" it was obliged to decline jurisdiction.  [Third and m]ost importantly, law of the case cannot bind this Court in reviewing decisions below. A petition for writ of certiorari can expose the entire case to review. 

IV [Transfer Disputes]

Our agreement with the Federal Circuit's conclusion that it lacked jurisdiction, compels us to disapprove of its decision to reach the merits anyway "in the interest of justice." … The age-old rule that a court may not in any case, even in the interest of justice, extend its jurisdiction where none exists has always worked injustice in particular cases….
Under law-of-the-case principles, if the transferee court can find the transfer decision plausible, its jurisdictional inquiry is at an end. While adherence to the law of the case will not shield an incorrect jurisdictional decision should this Court choose to grant review, it will obviate the necessity for us to resolve every marginal jurisdictional dispute.
 We vacate the judgment of the Court of Appeals for the Federal Circuit and remand with instructions to transfer the case to the Court of Appeals for the Seventh Circuit.
It is so ordered.

[The concurring opinion of STEVENS, J. is omitted.]

{On remand, the Seventh Circuit concluded (as had the Federal Circuit in its vacated opinion) that Colt’s patents didn’t necessarily require the inclusion of Colt’s alleged trade secrets.  In 1991, the District Court denied Colt’s summary judgment motion concerning the anti-trust and tort claims and ordered the case set for trial.  In 1992, Colt entered bankruptcy, and in 1994, a consent judgment was entered ending 11 years of litigation. –LLK}

AEROJET-GENERAL CORP.

v.
MACHINE TOOL WORKS
UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

895 F.2d 736
February 1, 1990, Decided

[Amicus Curiae briefs were filed by The Federal Circuit Bar Association; American Intellectual Property Law Association; Patent, Trademark and Copyright Law Section, The District of Columbia Bar; Bar Association of the District of Columbia, Patent, Trademark & Copyright Section.]
En banc (Judges Markey, Rich, Friedman, Smith, Nies, Newman, Archer, Mayer, and Michel)
MARKEY, Chief Judge.

Aerojet-General Corporation (Aerojet) appealed from an order of the United States District Court for the Central District of California [in its litigation against Machine Tool Works and Oerlikon-Buehrle Ltd. (MTW)].  Having considered the matter in banc, we hold that this court has appellate subject matter jurisdiction.

BACKGROUND

[January 1987

Aerojet 
- sued MTW for unfair competition, interference with prospective advantage, false representation, and declaratory judgment that trade secrets were not misappropriated in Federal Court, which had both federal question and diversity jurisdiction. 
November 1987

MTW 
- answered and counterclaimed for breach of contract, unfair competition, trade secret misappropriation, false representation, and infringement of [two] United States Patents.  (The parties agreed that these counterclaims were compulsory and not asserted to manipulate the jurisdiction of an appeals court.)
March 1988 


District Court 
- ordered arbitration of all claims
1988



Aerojet
- appealed to the Federal Circuit
1988



MTW 
- moved to dismiss, arguing that the appeal was from a nonfinal order.

May 1989


Federal Circuit
- raised this question sua sponte: ]
In light of Christianson v. Colt {LLK-2}, does this court have jurisdiction to hear an appeal in a case in which the district court's jurisdiction over the complaint was not based on §  1338(a) but there is a counterclaim over which the district court would have §  1338(a) jurisdiction if the counterclaim had been a complaint?
[- ordered briefing by the parties

- invited briefs amicus curiae
October 1989

Federal Circuit 
- determined that it had jurisdiction 
- promised an opinion explaining the decision

- issued a stay at the request of both parties due to settlement negotiations]
[I] Introduction
This is the explanatory opinion promised in the October 5, 1989 ORDER. It deals only with cases in which a nonfrivolous compulsory counterclaim for patent infringement has been filed in an action originally and properly brought in a federal district court and with the court to which appeals in such cases should be directed….
Congress anticipated the need for interpretation of our jurisdictional mandate: 
"should questions legitimately arise respecting ancillary and pendent claims and for the direction of appeals in particular cases, the Committee expects the courts to establish, as they have in similar situations, jurisdictional guidelines respecting such cases." 
H.R.Rep. No. 312, 97th Cong., 1st Sess. 41 (1981) [hereinafter House Report] [brackets in original –LLK].  Congress further indicated that our jurisdiction under section 1295 should be construed in accord with the objectives of the Federal Courts Improvement Act of 1982, Pub.L. 97-164, 96 Stat. 25.…  Though the present case involves not an "ancillary" or "pendent" claim but a nonfrivolous claim having its own jurisdictional basis under section 1338, we establish in this appeal one of the guidelines expected by Congress and we do so in accord with congressional objectives.

[II] Pre-Christianson Statements
Before Christianson {LLK-2}, this court indicated in dicta that it would have appellate subject matter jurisdiction over a case when, because of the presence of a nonfrivolous, compulsory patent law counterclaim, the district court's jurisdiction was based in part on section 1338.
[The court reviews its dicta in several cases.]

[III] Christianson v. Colt

In Christianson, the Supreme Court considered conflicting views on whether the mere presence of patent law issues means that this court has jurisdiction to hear the appeal. This court had concluded that it did not, and the Court reached the same conclusion. However, because the Court there dealt with the effect on our jurisdiction of patent law issues raised only as a defense and no patent [causes of action] appeared in the complaint or in any counterclaim, Christianson is clearly distinguishable on its facts from the case before us.
***

 [IV] The Well-Pleaded Complaint Rule
The Supreme Court has said 
"an appellate federal court must satisfy itself not only of its own jurisdiction, but also of that of the lower court in a cause under review," 
Mitchell v. Maurer, 293 U.S. 237, 244 (1934). That injunction has particular application to this court, for under section 1295 we must satisfy ourselves not only that the district court had jurisdiction, but that that district court jurisdiction was based at least in part on section 1338…. We are fully satisfied that such was the case here, where there was present before the district court a nonfrivolous compulsory counterclaim for patent infringement.
First, it is clear that MTW's counterclaim for patent infringement, had it been filed as a complaint, would fully comply with the well-pleaded complaint rule….  It would seem at best incongruous to hold that we have appellate jurisdiction when a well-pleaded patent infringement claim is the basis of a pleading labeled "complaint" but not when the identical well-pleaded claim is the basis of a pleading labeled "counterclaim". The distinctions between complaints and counterclaims … can have no meaningful role in governing the direction of the appeal under the unique statute that created this court….
Second, MTW's counterclaim for patent infringement is a separate, well-pleaded claim with its own jurisdictional basis [in] section 1338.  Hence reliance upon a counterclaim … as invoking our appellate jurisdiction accords with the well-pleaded complaint rule rightly understood.   As the Court said in Christianson, the well-pleaded complaint rule "focuses on claims, not theories" {omitted at LLK-4:22}. Similarly, the rule deals with claims not issues. As was said by Justice Stevens in concurrence: 
"the 'well-pleaded complaint' rule helps ferret out claims from issues, and says nothing about whether such separation should be made only on the basis of the original complaint." 

…. In all events, the Supreme Court did not hold in Christianson, or in any other case, that for all cases and circumstances only the complaint and never a counterclaim can serve as the basis of district court jurisdiction….
Third, the well-pleaded complaint rule does not defeat the district court's jurisdiction where, as here, there is a well-pleaded counterclaim having an independent federal jurisdictional basis. Nor does our present holding conflict with Congress' indication that cases would be within our jurisdiction 
"in the same sense that cases are said to 'arise under' federal law for purposes of federal question jurisdiction." 
House Report at 41. On the contrary, courts have frequently looked to counterclaims in determining that cases arise under federal law for purposes of federal question jurisdiction without regard to the complaint.  [The court cites numerous regional appeals courts in support of this statement.]

Fourth, the basic purpose underlying the well-pleaded complaint rule is to avoid "potentially serious federal-state conflicts". Franchise Tax Board of California v. Construction Laborers Vacation Trust, 463 U.S. 1, 10 (1983). No such conflicts are possible here, where we deal only with the direction of an 
appeal in a case already properly in the federal court system. Similarly, the plaintiff's right to choose a federal trial forum has already been fully exercised. Before the creation of this court, there was no "arising under" question related to direction of the appeal, where, as here, the case was correctly in the federal system. Hence the context here is not state/federal but federal/federal.
[V] Legislative History
Our interpretation of section 1295 as a grant of appellate subject jurisdiction over cases involving nonfrivolous claims of patent infringement, whether those claims appear in a complaint or in a compulsory counterclaim, accords with the Congressional intent manifest in the legislative history of the [Federal Courts Improvement Act (FCIA)]. The broad theme of the FCIA -- increasing nationwide uniformity in certain fields of national law -- is epitomized here in the field of patent law. 

The availability of a clear, stable, uniform basis for evaluating matters of patent validity/invalidity and infringement/noninfringement renders more predictable the outcome of contemplated litigation, facilitates effective business planning, and adds confidence to investment in innovative new products and technology.  Those Congressional goals are facilitated when appeals in cases involving nonfrivolous claims arising under the patent laws, whether found in complaints or in compulsory counterclaims, are directed to this court.
Congress did not require that this court get its hands on every appeal involving an allegation that a patent issue is somehow involved.  Yet Congress clearly wanted this court to get its hands on well-pleaded, nonfrivolous claims arising under the patent laws and thus to maximize the court's chances of achieving the congressional objectives that informed the FCIA. Congress did not mention the "well-pleaded complaint rule" as such and no warrant exists for reading that judicially created device into the statute when doing so would defeat the congressional purpose. Directing appeals involving compulsory counterclaims for patent infringement to the twelve regional circuits could frustrate Congress' desire to foster uniformity and preclude forum shopping.
***

{In May 1990, the parties stipulated to a dismissal of the appeal with prejudice.  The settlement talks due to which the Federal Circuit granted the stay presumably worked. –LLK}

______________________________________________________________________________________
THE HOLMES GROUP, INC.

v.
VORNADO AIR CIRCULATION SYSTEMS, INC.

SUPREME COURT OF THE UNITED STATES

535 U.S. 826
June 3, 2002, Decided

SCALIA, J., delivered the opinion of the Court, in which REHNQUIST, C. J., and KENNEDY, SOUTER, THOMAS, and BREYER, JJ., joined, and in which STEVENS, J., joined as to Parts I and II-A. STEVENS, J., filed an opinion concurring in part and concurring in the judgment. GINSBURG, J., filed an opinion concurring in the judgment, in which O'CONNOR, J., joined.

SCALIA, Justice:
In this case, we address whether the Court of Appeals for the Federal Circuit has appellate jurisdiction over a case in which the complaint does not allege a claim arising under federal patent law, but the answer contains a patent-law counterclaim.
I [Background
1992

Vornado 
- sued Duracraft - trade dress infringement

- lost appeal in the 10th Circuit
11/26/1999 
Vornado 
- lodged ITC complaint against Holmes
- alleged trade dress and patent infringement (the same trade dress held unprotectable in 1992)
Dec. 1999
Holmes 
- filed declaratory judgment action for no trade dress infringement and injunction preventing Vornado from making such allegations
12/30/1999
Vornado 
- answered,  including a compulsory counterclaim of patent infringement
May 1999
Federal Circuit

- decided Midwest Industries, Inc. v. Karavan Trailers, Inc., 175 F.3d 1356, arguably at odds with 10th Circuit’s position on trade dress
March 2000
District Court 
- granted summary judgment on collateral estoppel grounds, refusing to consider Midwest Industries.  
- stayed patent infringement counterclaim
April 2000
Vornado 
- appealed to the Federal Circuit

March 2001
Supreme Court

- decided TrafFix Devices v. Marketing Displays, 532 U.S. 23
June 2001
Federal Circuit
- vacated March 2000 decision and remanded for reconsideration in light of TrafFix
Nov. 2001
Supreme Court 
- granted certiorari to determine if the Federal Circuit had jurisdiction]
II [The Law and Application
Scalia reviews the relevant statutes {LLK-2} and repeats the basic interpretation found in Christianson, {LLK-3:38-74}]
A [Well-Pleaded Complaint Rule]
 Respondent argues that the well-pleaded-complaint rule, properly understood, allows a counterclaim to serve as the basis for a district court's "arising under" jurisdiction. We disagree.
 Admittedly, our prior cases have only required us to address whether a federal defense, rather than a federal counterclaim, can establish "arising under" jurisdiction. Nevertheless, those cases were decided on the principle that federal jurisdiction generally exists 
"only when a federal question is presented on the face of the plaintiff's properly pleaded complaint."
Caterpillar Inc. v. Williams, 482 U.S. 386, 392, (1987) (emphasis added). …
Allowing a counterclaim to establish "arising under" jurisdiction would also contravene the longstanding policies underlying our precedents. First, since the plaintiff is "the master of the complaint," the well-pleaded-complaint rule enables him, "by eschewing claims based on federal law, . . . to have the cause heard in state court." Caterpillar Inc., 482 U.S. at 398-399. The rule proposed by respondent … would allow a defendant to remove a case brought in state court under state law … simply by raising a federal counterclaim.  Second, conferring this power upon the defendant would radically expand the class of removable cases…. And finally, allowing responsive pleadings by the defendant to establish "arising under" jurisdiction would undermine the clarity and ease of administration of the well-pleaded-complaint doctrine.… 
For these reasons, we decline to transform the longstanding well-pleaded-complaint rule into the "well-pleaded-complaint-or-counterclaim rule" urged by respondent.
B [Interpretive Necromancy Rejected]
Respondent argues, in the alternative, that even if a counterclaim generally cannot establish the original "arising under" jurisdiction of a district court, we should interpret the phrase "arising under" differently in ascertaining the Federal Circuit's jurisdiction [in order to] effectuat[e] Congress's goal of "promoting the uniformity of patent law," Brief for Respondent 21…. n3 

n3 Echoing a variant of this argument, JUSTICE GINSBURG contends that "giving effect" to Congress's intention "to eliminate forum shopping and to advance uniformity in . . . patent law" requires that the Federal Circuit have exclusive jurisdiction whenever a patent claim was "actually adjudicated."  We rejected precisely this argument in Christianson….
We do not think this option is available…. It would be an unprecedented feat of interpretive necromancy to say that § 1338(a)'s "arising under" language means one thing (the well-pleaded-complaint rule) in its own right, but something quite different (respondent's complaint-or-counterclaim rule) when referred to by §  1295(a)(1). n4 

n4 Although JUSTICE STEVENS agrees that a correct interpretation of §  1295(a)(1) does not allow a patent-law counterclaim to serve as the basis for the Federal Circuit's jurisdiction, he nevertheless quibbles that "there is well-reasoned precedent" supporting the contrary conclusion.  There is not. The cases relied upon by JUSTICE STEVENS {stringcite omitted at LLK-10:15} and by the court in Aerojet, {LLK-6, Scalia gives no pincite -LLK}, simply address whether a district court can retain jurisdiction over a counterclaim if the complaint (or a claim therein) is dismissed or if a jurisdictional defect in the complaint is identified. They do not even mention the well-pleaded-complaint …. Thus, the cases relied upon by JUSTICE STEVENS have no bearing on [this case]. 

Not all cases involving a patent-law claim fall within the Federal Circuit's jurisdiction. By limiting the Federal Circuit's jurisdiction to cases in which district courts would have jurisdiction under § 1338, Congress referred to a well-established body of law that requires courts to consider whether a patent-law claim appears on the face of the plaintiff's well pleaded complaint. Because petitioner's complaint did not include any claim based on patent law, we vacate the judgment of the Federal Circuit and remand the case with instructions to transfer the case to the Court of Appeals for the Tenth Circuit.
It is so ordered.

JUSTICE STEVENS, concurring in part and concurring in the judgment.
The Court correctly holds that the exclusive jurisdiction of the Court of Appeals for the Federal Circuit in patent cases is "fixed with reference to that of the district court."  It is important to note the general rule, however, that the jurisdiction of the court of appeals is not "fixed" until the notice of appeal is filed.
Thus, if a case began as an antitrust case, but an amendment to the complaint added a patent claim that was pending or was decided when the appeal is taken, the jurisdiction of the district court would have been based "in part" on 28 U.S.C. §  1338(a), and therefore § 1295(a)(1) would grant the Federal Circuit jurisdiction over the appeal. Conversely, if the only patent count in a multi-count complaint was voluntarily dismissed in advance of trial, it would seem equally clear that the appeal should be taken to the appropriate regional court of appeals rather than to the Federal Circuit….  To the extent that the Court's opinion might be read as endorsing a contrary result, … I do not agree with it.
I also do not agree with the Court's statement that an interpretation of the "in whole or in part" language of §  1295(a)(1) to encompass patent claims alleged in a compulsory counterclaim providing an independent basis for the district court's jurisdiction would be a "neologism" that would involve "an unprecedented feat of interpretive necromancy" {LLK ​​-9:55-56}.  For there is well-reasoned precedent supporting precisely that conclusion. [String cite omitted.] n1  I am nevertheless persuaded that a correct interpretation of §  1295(a)(1) limits the Federal Circuit's exclusive jurisdiction to those cases in which the patent claim is alleged in either the original complaint or an amended pleading filed by the plaintiff….
n1 The Court dismisses the cases cited in Aerojet {LLK-6}, a unanimous opinion for an en banc Federal Circuit, as having "no bearing" on this case because they do not parse the term "arising under" or interpret 28 U.S.C. §  1295(a)(1).  But surely it is not a "quibble" to acknowledge them as supporting the Aerojet court's conclusion that the jurisdiction of the district court can be based on a patent counterclaim, thereby satisfying the "in whole or in part" requirement of §  1295(a)(1).

In any event, the assertion that only the power of black magic could give "arising under" a different meaning with respect to appellate jurisdiction is belied by case law involving the Temporary Emergency Court of Appeals (TECA), which had exclusive jurisdiction over appeals in cases "arising under" the Economic Stabilization Act of 1970 (ESA). Most courts departed from the traditional understanding of "arising under" and interpreted the statute to grant TECA appellate jurisdiction over ESA issues, including those raised as a defense…. [A]lthough I am in agreement with the Court's ultimate decision…, I find it unnecessary and inappropriate to slight the contrary reasoning of the Court of Appeals.

First, the interest in preserving the plaintiff's choice of forum includes not only the court that will conduct the trial but the appellate court as well. A plaintiff who has a legitimate interest in litigating in a circuit whose precedents support its theory of the case might omit a patent claim in order to avoid review in the Federal Circuit…. 

Second, although I doubt that a rule that enabled the counterclaimant to be the occasional master of the appellate forum "would radically expand" the number of cases heard by the Federal Circuit, we must recognize that [Congress chose not to grant the Federal Circuit] exclusive jurisdiction [over trademark and copyright cases.  This rule] might direct to the Federal Circuit appeals that Congress specifically chose not to place within its exclusive jurisdiction….  

Third, the interest in maintaining clarity and simplicity in rules governing appellate jurisdiction will be served by limiting the number of pleadings that will mandate review in the Federal Circuit. In his opinion in Aerojet, Chief Judge Markey … made a point of noting that there was no assertion in the case that the patent counterclaim at issue had been filed "to manipulate the jurisdiction of [the Federal Circuit]." {LLK 6:44-46} [brackets in original –LLK] The text of the statute, however, would not seem to distinguish between that counterclaim and those that are permissive, insubstantial, or manipulative…. Requiring assessment of a defendant's motive … wastes judicial resources….
There is, of course, a countervailing interest in directing appeals in patent cases to the specialized court that was created, in part, to promote uniformity in the development of this area of the law. But we have already decided that the Federal Circuit does not have exclusive jurisdiction over all cases raising patent issues. Christianson, {LLK-3:38-4:7}. Necessarily, therefore, other circuits will have some role to play in the development of this area of the law. An occasional conflict in decisions may be useful in identifying questions that merit this Court's attention. Moreover, occasional decisions by courts with broader jurisdiction will provide an antidote to the risk that the specialized court may develop an institutional bias.
In sum, I concur in the Court's judgment and join Parts I and II-A of its opinion.
JUSTICE GINSBURG, with whom JUSTICE O'CONNOR joins, concurring in the judgment.
For reasons stated by Chief Judge Markey, writing for a unanimous en banc Federal Circuit in Aerojet {LLK-6}, I conclude that, when the claim stated in a compulsory counterclaim "arises under" federal patent law and is adjudicated on the merits by a federal district court, the Federal Circuit has exclusive appellate jurisdiction over that adjudication and other determinations made in the same case. 
The question now before this Court bears not at all on a plaintiff's choice of trial forum. The sole question presented here concerns Congress' allocation of adjudicatory authority among the federal courts of appeals. At that appellate level, Congress sought to eliminate forum shopping and to advance uniformity in the interpretation and application of federal patent law.
The Court's opinion dwells on district court authority.  But, all agree, Congress left that authority entirely untouched. I would attend, instead, to the unique context at issue, and give effect to Congress' endeavor to grant the Federal Circuit exclusive appellate jurisdiction at least over district court adjudications of patent claims.
In the instant case, however, no patent claim was actually adjudicated. For that sole reason, I join the Court's judgment.
{On June 3, 2004, the Federal Circuit dismissed the appeal pursuant to a stipulation of the parties. I presume Vornado concluded it had no chance of appellate success in the 10th Circuit. –LLK}

________________________________________________________________________________________

The Phoenix Precedents: The Unexpected Rebirth of Regional Circuit Jurisdiction Over Patent Appeals and the Need for a Considered Congressional Response
16 Harv. J. Law & Tech. 411 (2003)

by Elizabeth I. Rogers

{After graduating cum laude from Harvard Law School in 2000 Rogers practiced with Hale & Dorr in Boston, before clerking for Judge Gajarsa of the Federal Circuit.  She next was an associate with Fish & Richardson in San Diego and is now a partner at Willenken Wilson Loh & Stris in Los Angeles. -LLK}
[The author surveys the state of patent litigation before the creation of the Federal Circuit, the court’s formation, and its jurisdiction through Vornado.]

Congress may well have justifiably thought that courts would interpret § 1295(a)(1) and its reference to § 1338 {LLK-2}, as the Federal Circuit did in Aerojet {LLK-6}: consistently with the legislative intent of the FCIA [Federal Courts Improvements Act] to promote uniformity and reduce forum-shopping by directing appeals in patent cases to the Federal Circuit. The Supreme Court has directed that jurisdictional statutes are to be construed "with an eye toward practicality and necessity," [Franchise Tax Bd. v. Constr. Laborers Vacation Trust, 463 U.S. 1, 20 (1983),] and the legislative history of the FCIA specifically directs courts to interpret the Federal Circuit's jurisdiction consistently with the practical problems that gave rise to the court's creation.  The statutory interpretation of "arising under" is a gloss that is far more restrictive than the broad interpretation of the identical language in Article III [of the U.S. Constitution].  In light of the differing statutory definitions that courts have afforded "arising under," and the particular need for uniformity and the reduction of forum-shopping that motivated creating the Federal Circuit and vesting it with exclusive nationwide jurisdiction in patent cases, interpretation of that jurisdictional grant would seem a particularly appropriate context in which to adopt the Aerojet rule….

 [Rogers summarizes Justice Stevens’ arguments in Vornado and takes issue with them.  I]t is unclear why the plaintiff should be able to choose to avoid review in the Federal Circuit when the claims she asserts are so intertwined with patent claims that the defendant's patent law counterclaims are compulsory. The traditional rationale for respecting the plaintiff's right to assert claims in the forum of her choice is that if one is "free not to vindicate rights in court at all, then [she] should be free" to assert only certain rights. [brackets in original –LLK] [Hunter v. United Van Lines, 746 F.2d 635, 640 (9th Cir. 1984).]  But where a plaintiff's decision to vindicate rights in court forces the defendant either to assert her rights in court or relinquish them, the defendant is deprived of the same freedom afforded to the plaintiff merely because the plaintiff arrived at the courthouse first. Basing jurisdictional rules on such a race to the courthouse is a perverse incentive.…
***
Justice Stevens's concurring opinion foreshadowed the application of regional circuit law in appeals in which patent issues are present as counterclaims {LLK-10:88-99}.  [H]is language not only grants jurisdiction in the regional courts of appeals, but also invites them to apply their own law to patent issues….  Any institutional bias that exists at the Federal Circuit is perceived to be pro-patent. Therefore, those circuits previously reputed to be anti-patent are the most likely candidates to see such attempts at forum-shopping.

Because patent issues are "not infrequently" intertwined with antitrust and other intellectual property issues such that plaintiffs may separately bring well-pled claims based only on those issues, Vornado risks returning the law to the condition that prompted the creation of the Federal Circuit over twenty years ago. …
***
The risk that regional circuits will apply long-dead Supreme Court or regional circuit precedents presents a significant threat to patentees' ability to enforce their rights given that 
"patents were sometimes not worth the paper they were written on depending upon the circuit in which a case was filed." 
[Matthew G. Jacobs, The Intersection of Intellectual Property Law and Antitrust Law, 15 Transnat’l Law 293, 297 (2002)] 
The situation after Vornado may be problematic for accused infringers as well.  Patentees seeking to avoid wasteful litigation and an uncertain fate at the hands of a regional circuit may be prone to sue first [and] to negotiate later. … 
Finally, Vornado will unduly complicate the substantive application of patent law in the state and district courts.  State courts must now confront the question of whether to follow the precedents of the regional circuits in which they sit or the law of the Federal Circuit on patent issues to which the Supreme Court has not spoken. Let patentees and accused infringers alike hope they choose wisely.  {State jurisdiction?  See Scalia’s hint at LLK-9:13-20 and Green v. Hendrickson at LLK-13. –LLK}
District courts may feel they have less of a choice, and must follow the law of the circuit to which the appeal will go. That means that different law may apply to identical patent issues depending on whether they appear in the complaint or as compulsory counterclaim.
***
If Congress desires to return patent law to the desired state of uniformity and certainty that drove it to enact FCIA, it must consider legislating in response to Vornado.  This article presents four alternatives….

A. Wait and See
[T]he uncertainty and forum-shopping that seem destined to result may never actually happen….
***

B. Affix Federal Circuit Jurisdiction upon Appeal if a Patent Issue Is Present
[Congress could confer] jurisdiction upon the Federal Circuit over only those appeals in which the district court has adjudicated a patent issue on the merits, and presumably, in which at least one such issue is present on appeal. 
***

C. Certify Questions of Patent Issues to the Federal Circuit or Require Courts to Apply Federal Circuit Law
[Congress could] authorize issue-specific patent jurisdiction for the Federal Circuit [letting the regional circuits handle all other issues on appeal.  A variant would be retaining the current jurisdiction under Vornado and adding to the Federal Circuit’s jurisdiction patent issues from other cases.]  Another variant of the issue-specific approach is to … require federal courts … (as well as state courts) to apply Federal Circuit precedent to issues of patent infringement, enforceability, and validity….
D. Recodify Aerojet for Compulsory Counterclaims
A fourth option is to … return the law to its pre-Vornado state, at least for compulsory counterclaims.
***

__________________________________________________________________________________________

Jurisdiction of Federal Courts in Patent Cases

Testimony of Edward R. Reines

To Committee on House Judiciary Subcommittee on Courts, the Internet, and Intellectual Property
March 17, 2005

{Reines, a partner with Weil, Gotshal & Manges LLP, testified on behalf of a Federal Bar Ass’n Committee formed in response to Vornado. -LLK}
Mr. Chairman, Ranking Member Berman, and Members of the Subcommittee: In Holmes Group v. Vornado Air Circulation Sys., Inc., 122 S.Ct. 1889 (2002) ("Holmes Group") {LLK-8}, the Supreme Court voided the established principle that all patent infringement claims are to be appealed to the Federal Circuit. Instead, the Supreme Court limited the appellate jurisdiction of the Federal Circuit to those cases in which the claim for patent infringement was first asserted in the complaint, and not in a responsive pleading.
The Court explicitly based the ruling, not on the Congressional intent behind the relevant statutes or on any policy rationale, but on a literalistic parsing of the text of the particular statutes involved. Regional circuits have now begun hearing patent infringement disputes on a sporadic basis, with a 20-year gap in their precedent. See, e.g., Telecomm Technical Services Inc. v. Rolm Co., 388 F.3d 820 (11th Cir. 2004) {LLK-14}.  Even more unsettling, Holmes Group has been construed to grant state courts jurisdiction over copyright and patent claims, even though such claims have been treated as within the exclusive jurisdiction of the federal courts for decades, if not centuries. See Green v. Hendrickson Publishers, Inc., 770 N.E. 2d 784 (Ind. 2002) {LLK-13}; Ross & Cohen LLP v. Eliattia (N.Y. Sup. Ct. 2005) (reprinted at 1/24/2005 N.Y.L.J. 18).
***

The Federal Circuit Bar Association, in June 2002, created a committee … to consider the wisdom of a legislative response to Holmes Group. …  After extensive deliberation and analysis, [the] Committee concluded that the proposal set forth below is the most appropriate legislative response to Holmes Group. See Report of the Ad Hoc Committee to Study Holmes Group, Inc. v. Vornado Air Circulation Systems, Inc., 12 Fed. Cir. B.J. 713, 714 (2003).  This proposal already enjoys the support of the Federal Circuit Bar Association …, the Intellectual Property Owners Association …, and the United States Counsel for International Business …, among others.

… We recommend an amendment to 28 U.S.C. Section 1338(a) that simply adds the phrase "involving any claim for relief," as follows:
The district courts 
shall have original jurisdiction 
of any civil action
involving any claim for relief 

arising under any Act of Congress 
relating to 
- patents, 
- plant variety protection, 
- copyrights and
- trademarks. 
***

________________________________________________________________________________________

GREEN, SR. and MARY GREEN,
v.
HENDRICKSON PUBLISHERS, INC.
SUPREME COURT OF INDIANA

770 N.E.2d 784
June 27, 2002
[Unanimous opinion for the five-judge court]
BOEHM, Justice.
[1985


Hendrickson Publishers, Inc. 
- contracted to publish and distribute books to which Mary and Jay Green claimed the copyright

1995


Both Parties
- entered into a termination agreement
Jan. 1999

Hendrickson 
- sued the Greens for money for books sold on account

Jan. 1999

Greens
- counterclaimed, in part for copyright infringement 

- removed the action to federal court. 

May 17, 1999
Federal Court 
- remanded to state court because a defendant's federal counterclaim does not confer federal jurisdiction.
May 19, 1999
Greens 
- amended counterclaim to allege state law claims
Aug. 2000

Trial Court 
- found the counterclaim preempted by federal copyright law 

- granted summary judgment dismissing the counterclaim
Aug. 2001

Appeals Court 
- reversed the dismissal, finding copyright only tangential to the state law counterclaim

2002

Ind. Supreme Court 

- agreed to hear the case
The court notes that the parties have “conflated” two separate issues: federal preemption and jurisdiction.  The court concludes that the counterclaim is preempted by federal copyright law, but that instead of dismissing it, it should be treated as a disguised federal copyright claim.  The court then addresses if a state court has jurisdiction to adjudicate a copyright counterclaim.]
The federal district courts have original jurisdiction over "all civil actions arising under the Constitution, laws, or treaties of the United States." 28 U.S.C. §  1331 (1994) {LLK-2}. This federal question jurisdiction is not exclusive, however, and state courts may entertain claims based on federal law in the absence of a provision reserving exclusive jurisdiction to the federal system. [The court then paraphrases section 1338(a) {LLK-2}, and notes its similarity to section 1331.]  Nevertheless, until very recently the logic and language of a consistent body of federal decisions appeared to preclude a state court from entertaining a counterclaim under copyright law.
The leading case on this point was Aerojet, [which stated in dicta that] a patent counterclaim "could not have been filed in the state court." {omitted at LLK-6:113}  [This observation] seems to reflect the common understanding of the federal courts on this point of federal law. A leading commentator took the same position. Chisum on Patents §  21.02[1][e], at 21-91 n.129. A number of state courts have also reached the conclusion that they may not entertain a counterclaim asserting a claim that would be within section 1338 if filed as a complaint, although it is not clear whether they did so on the basis of federal law or under state doctrines.
All of the foregoing is, we think, trumped by the Supreme Court's ruling in Holmes Group, Inc. v. Vornado Air Circulation Sys., Inc. {LLK-8}.  Holmes reaffirmed the established rule that a patent counterclaim did not confer original or removal jurisdiction on a federal district court…. The only basis for concluding that a state court may not entertain patent or copyright counterclaims is the exclusive jurisdiction conferred by section 1338 over "any civil action arising under" the patent or copyright laws. A counterclaim under those laws does not fall within that language. Holmes teaches that what Congress said--not what it intended--is controlling here…. Accordingly, we think Holmes requires us to reject the federal authorities stating or implying that a state court may not entertain a counterclaim under patent or copyright law….

We conclude that a copyright counterclaim is not subject to the exclusive jurisdiction provision of section 1338, and the authorities stating that such a claim "could not have been filed in the state court" are no longer prevailing federal law….

{On remand, in May 2004, the trial court granted partial summary judgment to Hendrickson dismissing the copyright counterclaim.  After Hendrickson moved for attorney’s fees under 17 U.S.C. 505 and the Greens entered bankruptcy, the parties agreed to a final judgment entered in May 2005.  Many thanks to Tippecanoe County for the case docket on its website.  -LLK}

________________________________________________________________________________________

TELECOM TECHNICAL SERVICES INC.,
v.

ROLM COMPANY

UNITED STATES COURT OF APPEALS FOR THE ELEVENTH CIRCUIT
388 F.3d 820

October 21, 2004

Before BLACK and KRAVITCH, Circuit Judges, and STROM, District Judge
KRAVITCH, Circuit Judge:
Timeline 

1995


the ISOs
- sued Siemens for anti-trust violations

1995


Siemens
- counterclaimed for patent infringement

Feb. 2000
Federal Circuit

- decided In re ISO, 203 F.3d 1322 (Note: different ISO from the plaintiffs in this case!)

Aug. 2000
District Court

- dismissed anti-trust claim relying on In re ISO

- jury found Siemens patents infringed
Sept. 2000
the ISOs

- appealed to Federal Circuit
June 2002  
Supreme Court 
- decided Vornado {LLK-8}

July 2002    
Federal Circuit

- transferred to 11th Circuit based on Vornado]
Because the face of the complaint, here, addresses antitrust issues, and patent infringement issues are only raised as counterclaims, the Federal Circuit determined that it did not have jurisdiction over the present case and transferred it to this court. Consequently, the Federal Circuit opinion in In re ISO now only has persuasive authority.  [In re ISO addressed the intersection between antitrust and patent law, an issue circuits have handled differently.  This court avoids deciding how persuasive the Federal Circuit is by affirming the dismissal of the antitrust claims on grounds unrelated to patent law. ]

The ISOs also appeal the jury verdict for Siemens on patent and copyright infringement. For the reasons that follow, we affirm the jury verdict.
***

The jury found that the ISOs had infringed on Siemens's patents by illegally copying and selling Siemens's software that included one or more of Siemens's patents without a license from Siemens. The ISOs argue that Siemens failed, as a matter of law, to present sufficient evidence to support a jury verdict of patent infringement.
The ISOs first argue that, under the doctrine of "first sale," Siemens had exhausted its patent when it sold its hardware and that this "first sale" defense was improperly rejected by the jury.  [However,] Siemens presented evidence to the jury that it had instituted valid restrictions on the sale or license of its patented products. Thus, a reasonable jury could reject the "first sale" defense….
The ISOs next argue that there was insufficient evidence for five of the elements necessary to prove patent infringement…. 
(1) … what versions of [Siemens’] patented Phonemail system were illegally transferred, 
(2) … that the ISOs used its patented methods, 
(3) … patent liability based on "mismatch,"
(4) … liability based on the …"feature activation," and 
(5) … that the infringement took place after the ISOs received notice of possible liability.
The district court held that Siemens presented evidence that its software was copied and distributed without its actual or implied authorization. At trial, Siemens presented evidence that it owned three patents that cover its Phonemail software. Siemens also presented testimony from ISO representatives that they had installed copies of the Phonemail software and activated features without authorization from Siemens. Furthermore, Siemens presented evidence that the ISOs copied 9000 and 9751 PBX software and used Siemens's patented methods of testing software. The district court found this to be sufficient evidence of patent infringement and we agree.  
***

{This opinion cites no authority in evaluating  the jury’s patent infringement verdict; it is not clear if the court would find the Federal Circuit’s purely patent precedent  any more persuasive than the Federal Circuit’s position on antitrust-and-patent issues. –LLK}

________________________________________________________________________________________

WALTER W. SCHINZING 
v. 
MID-STATES STAINLESS, INC.
UNITED STATES COURT OF APPEALS FOR THE EIGHTH CIRCUIT

415 F.3d 807

July 15, 2005
Before WOLLMAN, GIBSON, and COLLOTON, Circuit Judges
WOLLMAN, Circuit Judge:
I. [Background
1987


Schinzing
- designed machine for washing wheelchairs

1992


Schinzing
- obtained patent no. 5,133,375 after incorporating some improvements suggested by students in a university engineering course

1993


Schinzing and Mid-State (of Wis.)

- entered license agreement for $400 royalty per washer

1998


Schinzing
- terminated agreement

2000


Schinzing
- sued Mid-State in Minn. state court for royalties on 232 washers sold after agreement termination
2000


Mid-State
- removed to federal court {On what grounds?  Should  it have been remanded to state court? –LLK}

- counterclaimed for DJ of patent invalidity
2002-04


District Court

- ruled that the '375 patent was not invalid and that Mid-State breached the license agreement
2004


Mid-State

- appealed]
II. [Jurisdiction]

We briefly address the question of jurisdiction. This case involves substantive issues of patent law that are usually adjudicated in the Court of Appeals for the Federal Circuit. We are required to exercise jurisdiction, however, under the holding of Holmes Group v. Vornado Air Circulation {LLK-8}.  Because Schinzing's complaint alleged no claims arising under federal patent law and the patent issues arise solely from Mid-State's counterclaim, appellate jurisdiction properly lies with us. 
In examining this case, we adopt the Federal Circuit's precedent on substantive issues of patent law. [The court provides no explanation. 
In the substantive portion of the opinion, the court cites nineteen different Federal Circuit opinions, two Supreme Court opinions, and no other court’s opinions.]
V. [Conclusion]

We affirm the district court's ruling that the '375 patent is not unenforceable due to inequitable conduct. We vacate the district court's ruling that the patent was not invalid with respect to inventorship, prior publication, and public use. We reverse the district court's denial of Mid-State's motion to amend the judgment…. We vacate the district court's ruling that Mid-State breached the license agreement, we vacate the damage award, and we remand for further proceedings consistent with this opinion.  
{A motion for rehearing was denied September 2, 2005, and a status conference in district court is set for October 31, 2005. –LLK}
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