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A History of the First-to-Invent System
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The Origins of Patent Law

Many believe that the origins of patent law can be found in Venice, Italy.  Subsequently, patent law spread to France and England, and finally, to the United States.  In the English system, patents were issued as an exercise of sovereign prerogative.   In France, patents were awarded as privileges, or specially created rights that could be granted and taken away, depending on the utility of the inventions.   From these European systems, two basic principles regarding the protection of inventions emerged:

- innovation and creativity benefit society, and therefore

- innovators and creators deserve rewards. 
United States Patent Law – First-to-Invent

The United States stands alone as the only country in the world with a first-to-invent system.  Immense pressure is being exerted by the world community to harmonize.  
The United States was influenced by the European patent systems, especially the British.   However, the United States placed its emphasis on granting patents to the true inventor.         

This emphasis on true inventorship can be seen in the Constitution.  Article I, Section 8 of the U.S. Constitution states that 
“[t]he Congress shall have Power . . . [t]o promote the Progress of Science and useful Arts, by securing for limited Times to . . . Inventors the exclusive Right to their respective . . . Discoveries.” (Emphasis added).   

The first United States patent act, passed in 1790, was based partly on the 1623 English Statute of Monopolies.  That act gave a narrow monopoly to the creators of 
“any useful art, manufacture, engine machine or device, or any improvement therein not before known or used.”  
The 1623 English Statute of Monopolies had similar language granting a monopoly to the “first and true inventor” of a new and useful creation.   The United States Patent Act of 1790 also contained language regarding “the first and true inventor or discoverer.”   
One famous patent law historian, Edward Walterscheid, speculated that the real reason the United States adopted the first-to-invent system, rather than a first-to-file system, was related to a specific patent dispute.   While the first patent act was under consideration, John Fitch and James Rumsey were fighting over who was the first to invent the steamboat, and therefore, who should receive a patent.  Walterscheid believes this caused the U.S. to avoid a first-to-file system.  Whether he is right or not, the modern patent system may be more easily traceable to the Patent Act of 1836, as interpreted by Justice Joseph Story.  

World Patent Law – First-to-File

The United States did not always stand alone on the first-to-invent system.  For centuries, the English speaking (common law) countries followed a first-to-invent system while the rest of the world followed a first-to-file system.  The United Kingdom was historically a first-to-invent country, but the law developed to determine the first-to-invent by whoever had the earliest filing date.  This has been the law for over a century in the United Kingdom.  In 1989 and 1998, the last holdouts, Canada and the Philippines, succumbed to harmonization pressures and changed. 

The Europeans chose the first-to-file system because when two inventors claim the same invention, if the inventor who first uses the patent system receives a patent, it encourages inventors to disclose their inventions to the public.  The first inventor to file gains the protection of a patent as a reward for early disclosure to the public.   

Pressure on the United States to Harmonize
There is an overarching movement that is behind the current initiative to harmonize the U.S. patent system with the rest of the world.  For instance, the World Intellectual Property Organization (WIPO) has been badgering the U.S. for at least 15 years to adopt a first-to-file system.  Other members of this movement include the American Intellectual Property Law Association, the National Academy of Sciences, the Pharmaceutical Manufacturer’s Association, the National Association of Manufacturers, a divided American Bar Association, and other diverse groups and individuals.  They have proposed to Congress that the U.S. enact a first-to-file law.  
Some people {LJH-13} think that it is because of the United States’ first-to-invent system that we have been the world leader in innovation.  Others {LJH-6, LJH-8, LJH-10} argue that the United States should join the rest of the world and harmonize.  



Current and Future Status 
of the Patent Act of 2005

H.R. 2795, or “The Patent Act of 2005,” has been introduced in response to the pressure to harmonize.  It is currently in the United States House of Representatives.  To determine the status of this bill, I placed calls to various members of Congress.  The status of the bill is as follows: The bill has been introduced in the House and is currently in a subcommittee.  It has already been amended.  No corresponding legislation has been introduced in the Senate, and patent reform is not likely to appear before the Senate in the immediate future.
The House of Representatives

The Patent Reform Act of 2005 was introduced in the House of Representatives by Mr. Lamar Smith (TX) on June 8, 2005.  It was assigned bill number H.R. 2795.  In the House, H.R. 2795 is currently in the Subcommittee on Courts, the Internet, and Intellectual Property (part of the Committee on the Judiciary).  I spoke with Mr. Gibson, the legal aide to Lamar Smith responsible for this bill, who informed me that it is unclear when the bill may or may not come up.  Mr. Gibson said that various interested parties are continuing to talk to reach a consensus.     Mr. Blaine Merritt, chief counsel for the subcommittee, stated that H.R. 2795 is stuck in the subcommittee.  He also said that they are trying to broker competing interests and work things out.  He said that they didn’t have plans to mark it up in the immediate future.  

The Senate

The Senate has not yet introduced any patent reform bill.  I spoke with Dave Jones, the legal aide to Senator Hatch in charge of patent reform issues.  Senator Hatch (UT) is the Chairman of the Senate Subcommittee on Intellectual Property (part of the Committee on the Judiciary).  Mr. Jones stated that H.R. 2795 was stuck in subcommittee in the House.  He said that there will probably be at least one more hearing and that there could be endless ones.  He also said that they are looking at a similar bill in the Senate that has not been introduced yet.  He informed me that they are not completely on board with H.R. 2795, but that it has good things about it.  Mr. Jones said that Senators Hatch and Leahy (VT) (also on the subcommittee) are particularly interested in patent reform happening.  He stated that they want reform, but that there are a lot of interested parties whose interests are diverse.   

A Blogger Predicts the Future
According to http://promotetheprogress.com, blog of J. Matthew Buchanan, posted July 6, 2005, any reform bill in the Senate will be introduced by Senator Hatch.   Once a bill is finally introduced in the Senate, it will be referred to the Subcommittee on Intellectual Property.  However, the subcommittee is a division of the Committee on the Judiciary, which could be busy in the near future due to Justice O’Connor’s retirement.   The chance that the Committee will focus on a patent bill during a Supreme Court nomination is slight.  A marked up version of H.R. 2795 has yet to return to the House floor, and nothing has yet happened in the Senate.  
Instant Interference Law

Definition
An interference proceeding in patent law is a challenge by a later filer(s) against an early filer claiming the same subject matter.  The invention can be claimed in either two pending applications or in one pending application and a patent issued within a year of that application’s filing date.  This proceeding gives the later filer a chance to prove that they were the first-to-invent.  

Parties

In an interference proceeding, there are at least two parties.  The “senior party” is the inventor who filed her patent application earlier.  The other inventors are called “junior parties.”  Filing an application first is considered prima facie evidence that the senior party is the first inventor.  A senior party can file a motion to request that the challenge to its priority be dismissed.  

Burden and Quantum of Proof
The burden of proving that she is the first inventor rests with the junior party.  There is a rebuttable presumption that 

“the inventors made their invention in the chronological order of their effective filing dates.”  37 C.F.R. 1.657.  
A junior party can use such things as the invention’s conception date and her diligence in reducing her invention to practice to meet this burden.  

In an interference proceeding where there are two patent applications, the junior party has to meets its burden of establishing priority by a preponderance of the evidence.   The same holds true if the proceeding involves a patent and an application that has a filing date on or before the patent’s issue date.  

If the interference proceeding involves a patent and an application with a filing date that is after the patent’s issue date, the junior party has to meet its burden by clear and convincing evidence.  



UNITED STATES CONSTITUTION

ARTICLE I

SECTION 8

Clause 1:  The Congress shall have Power . . .

***

Clause 8: To promote the Progress



of Science and useful Arts,


      by securing for limited Times



to Authors and Inventors

      the exclusive Right to their respective



Writings and Discoveries.  

***



H.R. 2795

THE PATENT ACT OF 2005

TITLE:  To amend Title 35, United States Code, relating to the procurement, enforcement, and validity of patents.  

Introduced June 8, 2005

109th Congress
Sponsor: Rep. Lamar Smith (R-Tx) et al.

{H.R. 2795 has been amended since its introduction.  The proposed statutes shown here are from the draft amendment currently being circulated.  The first-to-file provisions have substantially remained the same between the two versions.  – LJH}
§ 102 - Currently In Force
§ 102. Conditions for Patentability; Novelty and Loss or Right to a Patent 

A person shall be entitled to a patent unless – 

(a) the invention 

was known or used by others in this country, or

patented , or

described in a printed publication in this or a foreign country, 
before the invention thereof by the applicant for   

patent.
(b) the invention

was patented or
described in a printed publication in this or a  

foreign country or 
in public use or on sale in this country 
more than one year prior to the date of the application for patent in the United States.
§ 102 - As Proposed

§ 102. Conditions for patentability; novelty 
(a) NOVELTY; PRIOR ART.

A patent for a claimed invention may not be obtained if— 

(1) the claimed invention 
  was patented, 
  described in a printed publication, 
  or otherwise publicly known – 
(A) more than one year before the effective  

       filing date of the claimed invention; or 
(B) one year or less before the effective filing 
      date of the claimed invention,
 if the invention 
was patented or 
described in a printed publication or otherwise publicly known 
before the invention thereof by the applicant for a patent; or 
(2) the claimed invention 
  was described
in a patent issued under section 151, 
or in an application for patent published  

 or deemed published under section 122(b), 
           in which the patent or application . . .       

     names another inventor 
          and was effectively filed 
   before the effective filing date of the    

   claimed invention. 
***

§ 102 - As Proposed

(3) PATENTS AND PUBLISHED APPLICATIONS

EFFECTIVELY FILED.—
A patent or application for patent 

is effectively filed under subsection (a)(2)   
with respect to any subject matter   
described in the patent or application— 

(A) as of the filing date of 
the patent or
the application for patent; or 

(B) if the patent or application for patent 
is entitled 
to claim a right of priority . . . 

or to claim the benefit of an earlier filing date . . . 
                 

based upon one or more prior filed  

                 

applications for patent, 
[then it is] the filing date of the earliest such application that describes the subject matter

***

(C) CONDITIONS FOR PATENTABILITY; NON-OBVIOUS SUBJECT MATTER.—

§ 103(a) {Showing proposed amendments using MPEP claim amendment conventions}:
[A patent may not be obtained though the invention] A patent for a claimed invention may not be obtained 
though the claimed invention 
is not identically disclosed 
or described 
as set forth in section 102 of this title, 
if the differences between 
the subject matter [sought to be patented] of the claimed invention and 
the prior art 
are such that the subject matter as a whole would have been obvious 
[at the time the invention was made] 
before the effective filing date 
of the claimed invention 
to a person having ordinary skill in the art 
to which said subject matter pertains. 
***


THE INSTITUTE OF MEDICINE
The Children’s Vaccine Initiative: 
Achieving The Vision 151-152 
(Violaine S. Mitchell, et al.; Committee on the Children’s Vaccine Initiative: Planning Alternative Strategies, Institute of Medicine, eds., 1993), 
available at http://books.nap.edu/books/0309049407/html/152.html.
The Institute of Medicine of the National Academies gives the nation science-based advice on matter of biomedical science, medicine and health.

First-to-File Versus First-to-Invent

***

An Advisory Commission of Patent Law Reform was established in 1990 to advise the Secretary of Commerce on the need for reforms in the U.S. patent system. In August 1992, the commission put forth several recommendations, one of which was to convert the system in the United States from a first-to-invent to a first-to-file patent system. Among the points that the commission raised in citing the potential disadvantages of a first-to-file system were that

(1) smaller companies might be at a 
disadvantage because of limited legal and financial resources and, therefore, would likely lose the “race to the Patent and Trademark Office” (PTO); 

(2) the PTO could be burdened with an 
increased volume of applications filed simply for defensive reasons; and 

(3) the exploration of commercialization 
opportunities prior to filing might be reduced because of the importance of early filing.  

However, the commission felt that


- the advantage in changing to a first-to-file system would outweigh any negative effects and


- that first-to-file is a necessary component of any global intellectual property rights harmonization package (many other nations will not consider an intellectual property rights treaty unless the United States agrees to a first-to-file system).  
The benefits of a first-to-file system that the commission saw include the following:
(1) it would encourage early filing, thereby 

promoting earlier disclosure of inventions and commercialization of products; 

(2) an agreement by the United States to 

global harmonization treaty could bring improvements in the patent protections offered by foreign countries for U.S. applicants seeking patents abroad; and

(3) there would be a decrease in the 
complexities, time frame, and resources now associated with procedures devoted purely to determining who invented the product first.  
To offset the potential disadvantages of a first-to-file system, the commission endorsed the change with three conditions: 
(1) the establishment of a provisional application procedure to expedite early filing at a reduced cost; 
(2) a grace period during which public disclosure of an invention would not affect patentability if an application is filed within 12 months of disclosure; and 
(3) "a third party who uses or makes substantial preparation for the use of invention before the filing date of an application on which patent is granted to another, has a right to continue to use the product under certain conditions" (Advisory Commission on Patent Law Reform, 1992, p. 21).

Other commission recommendations included 
- extending the general patent term from 17 to 20 years (from the filing date) and 
- [maintaining] PTO funding [ ] at a level that equips it to generally support an 18-month pendency period (Advisory Commission on Patent Law Reform, 1992).


PROPONENTS OF THE FIRST-TO-FILE SYSTEM

I.  GERALD MOSSINGHOFF
     Former Assistant Secretary of Commerce and   

     Commissioner of Patents and Trademarks and 

     Senior Counsel at Oblon, Spivak, McClelland,  

     Maier & Neustadt.  

A.   Testimony Before the Senate  

                 Subcommittee on Intellectual  

                 Property of the Committee on the  

                 Judiciary, 109th Congress (July 26, 2005).  
. . . 

Although there are many aspects to deep patent law harmonization, none is more important, in my opinion, than the United States moving to a first-inventor-to-file system of priority . . . Patent examiners worldwide examine an inventor's claims — his/her definition of the invention — against what patent professionals call "prior art" — i.e., earlier work of others. As long as the United States alone in the world adheres to a first-to-invent system of priority, there can be no realistic expectation that a universally agreed upon definition of prior art can be achieved. Thus, from an international harmonization point of view, nothing in H.R. 2795 is as important as Section 3 of the bill that would establish a first-inventor-to-file priority system.  {LJH-4}  As long as the United States adheres to a first-to invent system of priority, international discussions of deep patent harmonization will remain hypothetical or theoretical. 

An argument is sometimes heard that adopting the universal first-inventor-to-file rule would somehow disadvantage independent inventors and small businesses — two classes of extremely important and productive users of the U.S. patent system. Twenty-two years of experience indicates that the United States first-to-invent system of priority has provided no advantage to small entities. Actually, the opposite is true: more small entities were disadvantaged by the first-to-invent rule than were advantaged. 
To provide adequate funding for the USPTO, I recommended in 1981 to the Secretary of Commerce and he in turn recommended to the President through the Office of Management and Budget
 (1) that the user fees for patents and trademarks be substantially increased and 
(2) that the USPTO be able to use the increased fees to fund its operations instead of those fees being 

deposited in the miscellaneous receipts of the U.S. Treasury. 
That recommendation was sent to the Congress in connection with the Administration's FY 1983 Budget, and  . . .enacted [as] P.L. 97-247. 
A key part of the statutory patent fee structure enacted at that time was that it established a two-tier fee system that we had recommended. That two-tier fee system allows qualifying independent inventors, small businesses and nonprofit institutions — referred to collectively as "small entities" — to pay half of the standard patent filing fees, patent issue fees and patent maintenance fees. 

Thus, since fiscal year 1983, the USPTO has been able to keep track statistically of all patent applications that it receives and of all patents that it grants by four categories: 
(1) independent inventors, 
(2) small businesses, 
(3) nonprofit institutions and 
(4) large entities. 
Thus, we have 22 years of actual data on what happened to small entities when they are forced to prove that they were the first-to-invent in an arcane and burdensome complex of substantive and procedural rules and regulations governing what are called "interferences" in the USPTO. 


***

{Mossinghoff proceeded to state what he presented in the following paper.  – LJH}




B.  Small Entities and the “First to  

               Invent” Patent System: An Empirical  

               Analysis 1-6 (Washington Legal 
             Foundation, Working Paper No. 129, 2005).
[I.] Introduction

. . .  [T]he United States has a so-called first-to-invent system of priority that is intended to grant a patent to the first “inventor,” i.e., the first person to “conceive” and/or “reduce the invention to practice” under an arcane and burdensome complex of substantive and procedural rules and regulations governing what are called “interferences” in the U.S. Patent and Trademark Office (“USPTO”).

As early as 1965, a major Presidential Commission studying the United States patent system strongly recommended that the United States adopt the otherwise universal first-to-file system. Given the increasing use of low-cost and easily filed provisional applications, such a system would be of significant benefit to small entities — the class that comprises independent inventors, small businesses and nonprofit institutions.

However, assertions are heard that adopting a first inventor-to-file system in the U.S. would somehow favor large companies to the disadvantage of small entities.

***
II.  Definition of Terms

This paper will [define] that:
· a small entity was advantaged by the first-to-invent system if the small entity was the junior party in an interference — i.e., the second person to file a patent application on the invention — and received a favorable decision.
· a small entity was disadvantaged by the first-to-invent system if the small entity was the senior party in an interference — i.e., the first person to file a patent application on the invention — and received an adverse decision.
{He is defining a junior party who wins as advantaged and a senior party who loses as disadvantaged.  The reason is that a junior party is the second to file and a senior party is the first to file. – LJH}
III.  Statistical History, 1983-2004
From 1983 through 2004, the USPTO received 4,500,649 utility, plant and reissue applications and granted 2,456,479 such patents. During that same period there were a total of 3,253 two-party decisions in interference cases, a tiny fraction of the applications filed and patents granted.  

[   3253 / # applications filed = 0.1%   ]

[   3253 / # patents issued = 0.2%   ] 

. . . Based upon an analysis of the small entity data that now exists, the USPTO reports that the number of small entities that were advantaged by the first-to-

invent system during the 22 years — 1983–2004 — was 286, whereas the number of small entities disadvantaged was slightly higher, namely, 289.  . .

· 50 non-profit institutions were advantaged and 30 disadvantaged. . . 

· 97 Small Businesses were advantaged and 92 disadvantaged. . .

· 139 independent inventors were advantaged and 167 were disadvantaged.  . .
. . . 

Those of us who believe that adopting the first-inventor-to-file system of priority in the United States would actually favor small entities point out that the current system of forcing a small entity into an interference proceeding with a large and determined company that filed a patent application after the small entity could cost the small entity hundreds of thousands of dollars, even if it ultimately received a favorable decision. More importantly, small entities by their very nature can move more quickly than larger bureaucracies. And here is where the United States provisional application comes into play. By filing a complete technical disclosure of the invention, a small entity can readily secure priority rights in a first-inventor-to-file system without a major expenditure of resources. This then gives the small entity a year in which to file a professionally prepared patent application. The data provided by the USPTO confirm empirically that the current first-to-invent system of priority provides no advantage to small entities.
. . . Historically, virtually the same number of small

entities were advantaged by the first-to-invent system (286) as were disadvantaged (289). And with respect to independent inventors — among the most vocal of first-to-invent adherents — more were disadvantaged (167) than were advantaged (139) by the first-to-invent system.

. . . There are many good reasons why the United States should join the rest of the world in adopting a first-inventor-to-file system — reasons well beyond the scope of this brief paper. Hopefully, the data presented in this paper — based on 22 years of actual experience — will add constructively to the debate on this very important public policy issue



STATEMENT OF THE AIPLA 

BY GARY GRISWOLD 
June 9, 2005

 
Legislative Hearing on H.R. 2795, the “Patent Act of 2005.” 
Before the House Subcommittee on Courts, the Internet, and Intellectual Property of the Comm. on the Judiciary, 109th Cong. 26-28 (2005) 
The American Intellectual Property Law Association (AIPLA) is a national bar association of more than 10,000 IP attorneys.  

Mr. Griswold is a Past President of the American Intellectual Property Law Association and President and Chief Intellectual Property Counsel of 3M Innovative Properties Company.  
***

Sec. 3. Right of the First Inventor to File 

AIPLA supports the principle in Section 3 of H.R. [2795] that the first inventor to file an application for patent containing an adequate disclosure (35 U.S.C. §112) of an invention should have the right to patent the invention. This change in U.S. patent law would bring a much needed simplification of the process and reduce the legal costs imposed on U.S. inventors. It would also improve the fairness of our patent system, and would significantly enhance the opportunity to make real progress toward a more global, harmonized patent system. 

The current system requires complex proofs of invention and is fundamentally unfair to independent inventors and small entities due to its costs and complexities. It frequently does not award patents to the first to invent. It uniformly awards patents to the first-inventor-to-file for a patent except in a very small number of cases where sufficient, corroborated invention date proofs can be marshaled to demonstrate that a second-to-file inventor can overcome the presumption currently afforded under our patent law in favor of the first inventor who filed. 

Moreover, the expense and complexity of the first-to-invent system mean that an inventor can be first to make the invention and first to file a patent application, but still forfeit the right to a patent because the inventor cannot sustain the cost of the 

“proof of invention” system. According to AIPLA’s 2003 Economic Survey, the median cost to an inventor in a simple, two-party interference is $113,000 to complete the preliminary phase (discovery) and over $300,000 to the final resolution. Costs of this magnitude place independent inventors, small entities and universities at a clear disadvantage. 

***

{He refers to Mossinghoff’s data. See LJH-7-8}

An analysis by Professor Mark A. Lemley and Colleen V. Chien reaches an even more stunning conclusion. The Lemley and Chien findings suggest that the current first-to-invent contests 
“are more often used by large entities to

challenge the priority of small entities, not the reverse.”

This evidence further supports Mossinghoff’s conclusion that the first to invent system is not working to the benefit of small entities.  See [Mark A. Lemley & Colleen V. Chien, Are the U.S. Patent Priority Rules Really Necessary?, 54 Hastings Law Journal 1 (2003).] 
{Lemley and Chien found that of the 94 initiating parties for which data was available regarding their size, 18% were individuals or small businesses and 77% were large entities.  Yet in an interference proceeding for which data was available, 43% of the 145 respondents were individuals or small businesses, while 53% were large entities.  – LJH}

Given the cost, complexity and demonstrable unfairness imposed by the present first-to-invent system, it is clear that a change to a first-inventor-to-file system in our patent law is justifiable simply on grounds that it is the “best practice.”  With the adoption of a first-inventor-to-file rule, 35 U.S.C. §102 can be greatly simplified. Prior art would no longer be measured against a date of invention: if information anticipating or making reasonably obvious the invention was reasonably and effectively accessible before the earliest effective filing date of a patent application, no patent issues. Similarly, the question of whether an inventor “abandoned” an invention would no longer be relevant. And, of course, proofs of conception, diligence, and reduction to practice, all of which require difficult and costly evidence of “what the inventor knew/did and when the inventor knew/did it,” become irrelevant. 

A first-inventor-to-file system will also clearly benefit large and small businesses. It will eliminate the present delays and uncertainty associated with resolution of interferences which complicate business planning. In addition, it will remove the potential cloud over important inventions that will always be present in a first-to-invent system. 
***



UNITED KINGDOM INTELLECTUAL PROPERTY ADVISORY COMMITTEE
The Patent Office Consultation on a Patent Grace Period
at www.intellectual-property.gov.uk/ipac/std/observations.htm
(last visited September 26, 2005).

The UK Intellectual Property Advisory Committee (IPAC) is a high level body that gives independent advice to government on intellectual property issues.  The Committee is chaired by Ian Harvey, Chief Executive of BTG plc and Chairman of the Intellectual Property Institute.  

***

The US Position
Here, unlike Europe and other jurisdictions, the law is that the person entitled to a patent is the first to invent. US law allows a 12 month period before filing during which the inventor may publish his invention. Such publication does not invalidate (as in Europe): rather it may be useful evidence of being the first inventor. This permits an inventor to test the potential market before committing to the high cost of filing a patent application. It is greatly favored by the US lobby for individual inventors, academics [whose lifeblood, they say, is the need to publish as soon as possible after making a potentially patentable invention] and small and medium sized entities.
***
A balanced view
· The First to File system has the great benefit of certainty, which - as demonstrated above - the First to Invent system does not.

· Regardless of the US régime, for practical purposes if the inventor wants to obtain foreign patent[s] as well as domestic [ones], he must file first[.]  [O]therwise his US publication [which is protected only for US domestic filing] will prior publish him [i.e. be prior art to him] in the rest of the world.

· The First to File system does permit a level of prior publishing. For example, at recognized Trade Exhibitions: Art. 55 EPC.

· Further, if Party A has begun to manufacture or made preparations to begin manufacture of a product [or use of a process] before another party [Party B] files his patent application, the first person [Party A] is permitted - notwithstanding Party B's subsequently filed patent - to continue to perform those acts. Thus, for the genuine first inventor who chooses not to patent, there is this saving provision whereby he has a right to continue to do what he had begun before the priority date of Party B's patent: Patents Act. 1977, s.64.
{35 U.S.C. 273 gives prior user rights for certain method inventions.  35 U.S.C. 252 grants intervening rights for reexamined and reissued patents. – LJH}
· Still further, the US has now not only adopted the practice of publishing most patent applications within 18 months from application but also offers the ability to file a provisional national application. So, for a low cost, a US national [or any other nationality] can first file a US domestic provisional application. He then has a 12 month period within which to decide whether to file a full US national application or for overseas patent protection.

***


PATENTS GO GLOBAL
By Evan I. Schwartz
at http://cache.technologyreview.com/articles/03/05/schwartz0503.asp?p=1, (May 2003).
Evan I. Schwartz, a journalist with a B.S. in computer science, has written for The New York Times, WIRED, and MIT’s Technology Review and is a former editor at BusinessWeek.   
***

The U.S. patent system [ ] sharply conflicts with other systems. Whereas all other countries grant a patent to the party who is first to file an application, the United States maintains an elaborate legal process for sorting out the precedence of rival inventors-regardless of their filing dates. A 1989 effort to develop a single, worldwide patent system convinced Canada to switch to first-to-file, but treaty negotiations broke down when the United States refused to compromise on this point, mainly because of intense resistance from independent inventors who say it gives the upper hand to big corporations with the resources to file quickly and prolifically. The European "first-to-file system is simple, but sometimes it isn't fair," admits Barbara Cookson, a partner at Nabarro Nathanson, a London-based law firm. "The U.S. system aims to be fair but at a tremendous cost." That's because patent interference suits that aim to resolve competing claims between parties can involve trotting out strings of witnesses and evidence such as notarized lab books and prototypes. Proving who actually invented first can take years and cost millions of dollars. 

The debate is charged with emotion. The ability to sort out rival claims is "the only piece of armor" a small business has when it's up against a big corporation that files patents early and often, says Don Costar, founder of the Nevada Inventors Association. According to many U.S. inventors, the first patent law signed by President George Washington in 1790 is clear on the point. Costar believes the principle is embedded even in the Constitution. The drafters “wrote the laws directly opposite to what was happening in England,” he says.  

“They saw that the inventor may be lying in the ditch with his throat cut, while the guy who filed it with the king got all the benefits and riches.”  

Many large corporations, on the other hand, are willing to make the switch.  “As a worldwide

company, we favor harmonization,” says Fred Boehm, IBM’s assistant general counsel. 

“It would eliminate the interference problem in the U.S., and we’ve been involved in a number of those cases.”  
***

Despite the fact that the bar association itself is divided on the issue, "I think we can sell first-to-file" to the American public, Dickinson says. 
"A working assumption in Geneva is that the U.S. will have to come around on this issue at the end of the day."
Independent inventors, he says, now have fewer excuses for not filing right away. The Internet provides abundant resources, including the ability to file online, and a one-year provisional application for patent filings, which was introduced in 1995, provides a simple way to lock in a filing date for as little as $80 while the inventor works on a full application.

***


PROPONENTS OF THE FIRST-TO-FILE SYSTEM BUT WITH RESERVATIONS
TESTIMONY OF EDUCATIONAL ORGANIZATIONS

BY CHARLES E. PHELPS
July 26, 2005
Perspective on Patents: Harmonization and Other Matters.
 Hearing Before the Senate Subcommittee on Intellectual Property of the Comm. on the Judiciary, 109th Cong. (2005).  

Mr. Phelps is the Provost at University of Rochester.  He was testifying on behalf of:
1.  Association of American Universities 
(The AAU assists universities in the U.S. and Canada in developing national policy positions on issues that relate to academic research and graduate and professional education.)
2.  American Council on Education 
(The ACE is a coordination association of U.S. higher education institutions.  
3.  Association of American Medical Colleges 

(The AAMC is a nonprofit association of medical schools, teaching hospitals, and academic societies 
that seeks  to improve the nation’s health by enhancing the effectiveness of academic medicine.)
4.  Council on Governmental Relations 

(The COGR is an association of research universities.)  

 
***

Harmonization: Moving to a First Inventor to File Process 

{Phelps discusses how moving to the first-to-file system would harmonize U.S. law with the rest of the world and bring benefits, such as clarity, to the U.S. patent system.  – LJH}
***

. . . [O]ther ramifications of moving to a first inventor to file process raise concerns among some members of the university community about their ability to operate effectively in such a patent system. University inventors typically are faculty members who first publish in academic journals and later consider whether to file for a patent. Before filing a patent application, universities often need time to consider the potential commercial application of a basic research discovery, which may not be obvious at the point of discovery, and to assess the receptivity within the commercial sector to licensing any resultant patent for development. Moreover, the budgetary limitations on non-profit universities often constrain the resources they can devote to rapid filing of fully developed patent applications. All such practices are accommodated in a first to invent system but could be compromised in a first inventor to file system. 

If Congress elects to move to a first inventor to file system, we believe it is imperative that U.S. patent law maintain three components of the current U.S. patent system: 
(1) the opportunity to file provisional  

     applications, 
(2) the 12-month grace period for publishing 
     articles containing a disclosure of the  

     invention, and 
(3) the provision of current U.S. patent law 
     requiring an applicant to sign an oath that he 
     or she is an inventor of the claimed invention. 

Provisional applications: A first inventor to file process will likely place a higher premium on prompt filing of patent applications than does the current first 

to invent process. The provisional application procedure of the current U.S. patent code, under which a patent applicant can file a provisional application and obtain an early filing date for the material in the provisional application, can aid in rapid filing and will be particularly important to universities operating in a first inventor to file process. 

Grace period: H.R. 2795, introduced by House Judiciary Courts, the Internet and Intellectual Property Chairman Smith and nine additional co-sponsors, provides a 12-month grace period before the effective filing date of an invention, during which the publications or other disclosures made by the inventor, joint inventor or others who obtained the disclosed subject matter from the inventor or joint inventor are not treated as prior art. Such a provision encourages the early disclosure of basic research results by an inventor while permitting him or her to file up to a year later. 

However, current US patent law provides a broader grace period covering the publications not only of the inventor but also of others carrying out research in the same area. We believe that such a provision facilitates research collaborations and encourages publication and other forms of disseminating research results in ways that are important within the university community and are consistent with both the operation and objectives of the patent system. A broad grace period has a beneficial effect of separating open and unfettered academic discourse from the patent filing process. Researchers are free to develop and disseminate their research results widely to advance knowledge without foreclosing the opportunity of any one of them, separately and independently of such dissemination, to pursue a patent application. Thus, the broad grace period of current law operating in a first inventor to file system would encourage open communication of research discoveries and preserve a broad opportunity for the filing of patent applications. 

We recognize that such a grace period could allow another person to “scoop” an original inventor, drawing on that inventor’s publication to help develop and file a patent application before the inventor does. But we believe the benefits to research collaboration and open communication encouraged by a broad grace period override such a problem. 
Therefore, we recommend that Congress include the broader 12-month grace period of current law in any 
patent reform legislation. Moreover, the benefits of a broad grace period should not be limited to the United States: we urge Congress to request the Administration to seek adoption by other countries of the current U.S. grace period, as recommended in the National Research Council’s report. The simplification and consistency that such harmonization would bring would benefit both the United States and other countries, and it would also encourage broad dissemination of new discoveries in the increasingly international conduct of science. 

***



OPPONENTS OF THE FIRST-TO-FILE SYSTEM
FIRST-TO-INVENT VS. FIRST-TO-FILE AND OTHER PATENT ISSUES – WHERE DO YOU STAND?

By Mauro Togneri
Today’s Engineer, at  http://www.todaysengineer.org/2005/Jul/poll.html (July 2005).  

Mauro Togneri is a consultant in Kemah, Texas and a member of IEEE-USA’s Intellectual Policy Committee.  He is Vice President of MTS Systems Corporation.  
***

Some of the advantages of First-to-Invent are:

· An inventor who can demonstrate priority with dated and witnessed lab notes, disclosures, etc., and can diligently reduce it to practice will be able to patent an invention, even if someone else has already filed claiming that invention. 
· The first inventor, not the first filer, is rewarded so that the [first] inventor’s time and money [does not go uncompensated].
The advantages of First-to-File are:

· There is incentive to file, informing the public earlier of new inventions.

· Because of the Provisional Application, which may be relatively quickly and inexpensively prepared by the inventor, the large costs associated with interferences that determine who is the first to invent may be eliminated. 

***

While the Committee supports harmonization in principle, it believes that a substantially negative impact on U.S. inventors’ ability to successfully deploy intellectual property will adversely affect the inventors who are U.S. IEEE members, and could ultimately hinder the nation's ability to compete worldwide.



STATEMENT OF THE WISCONSIN ALUMNI RESEARCH FOUNDATION
BY CARL E. GULBRANDSEN
June 9, 2005
Legislative Hearing on H.R. 2795, the “Patent Act of 2005.” 
Before the House Subcommittee on Courts, the Internet, and Intellectual Property of the Comm. on the Judiciary, 109th Cong. 46-48 (2005).

The Wisconsin Alumni Research Foundation (WARF) is the patent management organization for the University of Wisconsin-Madison.  

Mr. Gulbrandsen is the Managing Director of WARF.
***

4.  First inventor to file.  The first-to-file system that exists in the rest of the world is a disadvantage to universities and independent inventors.  Let me read what ProTon, the pan-European network of knowledge transfer offices has said about the European patent system.  
“The patent system in Europe, with its 

complexity and cost, is much less appropriate to university-based inventions than the U.S. System and acts as a barrier to innovation from public research.  It lacks a grace period, a provisional patent system, a continuation-in-part (CIP) system and is several times more expensive.  ProTon Europe is convinced that these differences account in large part for the 
much lower number of patented inventions coming out of public research in Europe.”  
(Industry & Higher Education, February 2005, page 6.) 

I believe that one of the reasons the United States is a technological leader is because we have a first-to-invent system.  The first-inventor-to-file proposal would be a hardship for a vast majority of universities.  Universities are open environments and universities rely on the advantage given to the true inventor by our present patent law system.  Universities cannot afford to race to the USPTO.  For the benefit of universities and independent inventors and to preserve our country’s technological lead, WARF would prefer that the first-to-invent system be maintained.  Nonetheless, WARF recognizes that some benefits are gained by harmonizing the U.S. patent system with the European and Japanese patent systems.  If we must harmonize, bear in mind that our system has certain advantages that must be preserved and are critical to our ability to innovate.  After all, the U.S. is the world’s leader in innovation. 
For example, certain statutory safeguards are necessary.  Such safeguards should include the means to promote public disclosure of new discoveries,  maintain the blanket one-year publication rule that currently provides a one-year grace period, and protect the true inventor from misappropriation by parties who have not made a significant contribution to a claimed invention.  The legislation should therefore, at a minimum, require an applicant to take an oath that he/she is an inventor or has been assigned the right to patent a given technology by the inventor and not leave such a determination to the discretion of the Director of the USPTO.  In addition, the duty of candor imposed by patent law should specifically prohibit the misrepresentation of inventorship.  Although a change to a “first-inventor-to-file” system would move U.S. patent practice closer to that of each of the rest of the world, any change to U.S. patent law still must recognize that under U.S. law and consistent with the U.S. Constitution, the right of patent goes to the [first] inventor.  

***

Unless a strong and compelling showing is made that change is necessary, maintain the patent law as it is presently enacted.  Elements of the Patent Act of 2005 represent the interests of a narrow group of 

companies from one or two industry sectors . . . This country is the technology leader of the world in large
part because of our Constitution which in Article I, Section 8, Clause 8 grants Congress the power 
“to promote the Progress of Science and the useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.”



NATIONAL ASSOCIATION OF PATENT PRACTITIONERS
Comments On The
Proposed Patent Act Of 2005 
(Committee Print)

Submitted by Tony Venturino, President, to Congress
Pages 2-5 (May 6, 2005), available at
http://www.napp.org/resources/Comments%20-%20NAPP%202005%20patent%20bill.doc.
The National Association of Patent Practitioners (NAPP) is a non-profit organization that supports patent practitioners and those working in the field of patent law in matters relating to patent law, its practice and technological advances.  

Mr. Venturino is the President of NAPP and a partner with the Washington patent and trademark firm Stevens, Davis, Miller & Mosher.  

***

The Controversial and Troubling Provisions of the Proposed Patent Act

1) “First to file” priority and associated prior art provisions

“First-to-file” has been a very controversial and much opposed provision.  There is far from universal approval of this change.  Indeed, in prior years, patent act proposals including this provision have been a lightning rod of controversy.  Time has not tempered those strongly held views.  Congress should not be fooled into thinking that this proposal has become less controversial or more accepted over time.

Much of the debate has surrounded arguments that elimination of the present “first to invent” system would favor large corporations and damage individual inventors or small business.  NAPP 
believes that there is logic to support that viewpoint.  However, NAPP believes that it can contribute to the 
debate mostly by focusing Congressional attention on certain realities, including 
[a] the timing of patent filings, 
[b] the quality of disclosures, 
[c] the possible negative impact on practitioners, [d] . . . the negative effect of “first to file” outside of the interference context [(an important and nearly universally overlooked part of the debate), and] 
[(e) the lack of protection for inventors regarding unavailable references.]

We discuss those issues in turn.

[The Timing of Patent Filings]

a) The main problem with “first to file” is that the rights of an inventor can depend on how fast the practitioner can get an application on file.  When an inventor comes into a practitioner’s office, it is difficult to know whether other inventors in the world are working on the same invention.  Practitioners have backlogs, and we generally take up client applications in some reasonable priority order.  Factors such as luck, happenstance, and client choice of practitioner can determine how long it takes for an invention disclosure to percolate through the practitioner’s office, through a prior art patent search, the drafting process, and the review and signature phase.

If a particular application happens to take a bit longer than normal, even assuming no intentional delay or lack of diligence, or if the inventor or practitioner is simply unlucky, another inventor might get an application to the same or a similar invention on file first.  Under the present “first to invent” regime, the delayed inventor has a chance of showing that he or she invented first and retain patent rights.  Under the proposed “first to file” regime, the opportunity to show priority would be foreclosed.
It seems likely that large corporations, which have in-house patent practitioners, will be able to file faster and thus have an advantage over solo inventors or small business.  Independent inventors who cannot raise sufficient capital to hire patent practitioners may take particularly long times to navigate the maze of rules, regulations, and practices to get their patent applications on file.  However, it is also true that large corporations often have internal procedures that can delay some patent filings.  Consequently, 

sometimes the reverse incentive might be true.  Whether large or small, it seems unfair that the
speed of filing ought to have bearing on the awarding of substantive patent rights.
[The Quality of Disclosures]

b) NAPP believes that the proposed change to first-to-file will have adverse consequences on the quality of patent disclosures.  Because practitioners know that there is a chance that a conflicting application might be filed by another person or entity at any moment, first-to-file would create a substantial incentive for practitioners to rush to file quickly.  In the rush to file, NAPP believes that the quality of patent disclosures will suffer.  
In some instances, inventors who have really made significant advances will find their applications rejected, or their patents later invalidated, for failure to comply with the adequate disclosure requirements of 35 USC §112.  In other instances, the patent may survive such invalidity challenges but simply contain less complete descriptions such that others who wish to learn from the patent will not find it as useful a reference.  Subsequent inventions often depend on inspiration derived from reading prior patent disclosures.  In many instances, the rushed disclosures encouraged by first-to-file will cause an increase in litigation expenses, as more defendants choose to challenge patents on quality of disclosure issues.  

NAPP anticipates that inventors and practitioners would react to first-to-file, if passed, by increasing the number of hastily filed, or self-filed, provisional applications, followed by a more detailed regular application claiming priority to the provisional.  This strategic reaction will also increase expenses of litigation, and USPTO examination, because the examiner and courts will increasingly be asked to determine whether claimed inventions have priority to the provisional application.

[The Possible Negative Impact on Practitioners]

c) NAPP believes that another reason to oppose first-to-file lies in the increased risks of litigation between inventors and patent practitioners.  If a practitioner takes “too long” to file an application, and an inventor loses patent rights as a result, the inventors may charge their practitioners with malpractice, even in situations where the practitioner 
could not have known that a third party was about to file an application around the same time.

The risk of such suits may drive practitioners from representing inventors in seeking patent protection, and increase the burden on courts to resolve such 
matters, to no great public policy benefit.

[The Negative Effect of First-to-File Outside of the Interference Context]

d) One of the main arguments in favor of first-to-file is the possibility of reducing the frequency of interference proceedings, which are expensive and prolonged procedures to determine who is the first to invent particular claimed subject matter.  Presently interferences are very rare, and most of the ones that are brought are settled by the parties quickly.  NAPP believes, therefore, that the benefits from removing these proceedings is overstated and not a strong argument for first-to-file.

It has been observed by proponents of first-to-file that “junior parties,” that is, second patent application filers, do not in many instances secure final judgment in interferences showing earlier priority than first filers.  This fact is used to argue that it would not cause much harm to switch to first-to-file, because the number of inventors who benefit from the present first-to-invent system is small.  NAPP believes that this line of argument overlooks the main benefits of first-to-invent.  Inventors benefit not only when they proceed to final judgment in interferences, but also through the more common instances when interferences settle on terms favorable to the first inventor, when it is clear that a second filer was the first to invent.  Prior invention can be shown in many ways, but in some cases, it is clear that the second filer invented the subject matter, because either an actual product or prototype was made by the second filer or an invention disclosure was made to the patent practitioner, before the first-filer’s invention.

But even more importantly, NAPP wishes Congress to understand the little-noticed fact that the main benefit of the first-to-invent system is entirely outside of the interference context.  While few of our members have been involved in frequent interferences, many practitioners have had the experience of “removing references” through USPTO Rule 131 (37 CFR §1.131).  First-to-file would eliminate this route to a patent, which NAPP believes would significantly harm inventors.

Interferences are the way in which the USPTO decides priority when an inventor wishes to present a claim to the same invention as another application or 
issued patent.  But suppose that the prior-filed application or issued patent discloses (entirely or in substantial part) certain subject matter but does not 
claim it.  If an inventor presents a claim to that subject matter, no interference will be declared.  Under current law (35 USC 102(e) or 103(a)), in that case, the new claim will be unpatentable (either anticipated or obvious) only if the prior-filed application predates the new applicant’s invention date.  Under present practice, inventors use USPTO Rule 131 to antedate cited references that are not public but have filing dates before the inventor’s effective filing date.  That rule allows inventors to provide evidence to satisfy the USPTO that the invention date preceded the earlier-filed reference.
{Rule 131 is sometimes referred to as “swearing behind” the reference.  A Rule 131 affidavit only needs to show so much of the claimed invention as the reference discloses. – LJH}
Under the proposed change arising from first-to-file   . . . the prior-filed application will block patentability if it merely preceded the inventor’s first-filing date, not the invention date.  Accordingly, the first-to-file regime would eliminate Rule 131 and prevent inventors from overcoming USPTO rejections based on prior-filed patent applications, whether they issue as patents or are merely published, even if the prior-filed application does not claim the same invention and even if the applicant really invented the subject matter first.

The use of Rule 131 to predate prior-filed applications is extremely common in USPTO practice, and it reflects the main vehicle in which inventors exercise their present rights under “first-to-invent.”  NAPP sees no reason why the rights of an inventor who invented first should be eliminated by a first-filer who invented second, disclosed all or part of the invention, but has no intent to claim the invention.
[Lack of Protection for Inventors Regarding Unavailable References]

e) [Other first-to-file systems, including the one set forth in the European Patent Convention, include a protection for inventors regarding unavailable references.  Applications or patents filed previous to the filing date of a second application cannot be used 
for obviousness-type rejections if they were unpublished before the second application’s filing date.]  The Bill’s proposal for adoption of a first-to-file system does not afford the same protections for U.S. patent applicants. Instead, as drafted, the Bill permits as prior art to a later-filed application any prior-filed U.S. or foreign patent application, even those unpublished at the time of the later application.  An inventor cannot have access to such a reference under normal circumstances.  The inventor should not be penalized and second-guessed by an examiner’s (or jury’s) conclusion that the inventor’s claimed invention would have been obvious in view of unavailable references.

In sum, NAPP believes that the proposals to change to first-to-file would harm inventors.  If the goal is limited to reducing the cost of the few interferences that reach full-bore litigation, by establishing certain “per se” rules of priority, then NAPP would be willing to provide input into processes for achieving that result.  In any circumstances, the rights of first inventors to predate pre-filing, non-public patent applications that fail to claim the same invention should be preserved and inventors should not have their inventions declared obvious in view of prior-filed applications that are unpublished and therefore not publicly available.

***
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