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	Statutes:  Excerpts from the statutes conferring protection on plant life.


	The Plant Patent Act (“PPA”), 35 U.S.C. §§ 161–164, enacted 1930, amended the enablement requirement in § 162 in 1954.

· The PPA protects asexually reproducing plants.
The Plant Variety Protection Act (“PVPA”), 7 U.S.C. §2402, enacted 1970, amended 1996.

· The PVPA protects sexually reproducing and tuber-propagated plants.
Conditions for Patentability: Novelty, 35 U.S.C. § 102(a) & (b), enacted 1897, no substantive amendments since 1946.
Specification: Enablement Requirement, 35 U.S.C. 112 ¶1, enacted 1915, no amendments to ¶1 since 1946.
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	Implications of §102(b) territorial limitation: Excerpts discussing the Plant Patent Act’s effects & one proposed remedy.


	Margo Bagley, Patently Unconstitutional: The Geographical Limitation on Prior Art in a Small World, 87 Minn. L. Rev. 679 (2003).
· Associate Professor of Law, Emory University School of Law. 
· Spoke at the Cardozo Law School’s “Traditional Knowledge, Intellectual Property, and Indigenous Culture” symposium. 

The Substantive Patent Law Treaty (“SPLT”), Art. 8, ¶ 1, proposed in 2001 and still in negotiations. 
· The proposed SPLT requires removal of the geographic limitation of prior art in order to harmonize the patent laws of member countries.
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	Enablement, 
Novelty, and Foreign Activity that is NOT Prior Art: Excerpts from cases and an article that determine the nuances of plant protection.
	In re LeGrice, 301 F.2d 929 (1962) (before Worley, Rich, Martin, Smith, and William H. Kirkpatrick)
· Two roses, one applicant.  Both roses named and pictured in British catalogs.  Held:  publications are not enabling because you need the rose to make another rose.
In re Elsner, 381 F.3d 1125 (Fed. Cir., Aug. 2004) (before Lourie, Clevenger and Bryson)
· Two applicants: one geranium, one rose.  Descriptions published in Europe AND foreign sales more than 1 year prior to US application.  Held: Although publication is non-enabling, and foreign sales are not prior art, the person of skill in the art can read the description, buy the plant and make an asexual cutting to reproduce so the plants are NOT novel.
Harold Wegner: Elsner: Judicial Drive to Eliminate Limitations of “Prior Art,” 23 Biotechnology L. Rep. 747 (Dec. 2004).
· Spent several years at the Max Planck Institute, and taught at  the Kyoto University Law Faculty; worked closely with WIPO to create a model global patent law; Faculty Director of the Intellectual Property Law Program and Professor at George Washington Law School (joined GW in 1983); Currently a partner at Foley & Lardner
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	Excerpts from Proposed US Plant Legislation

	Plant Breeder’s Equity Act of 2005, 2005 CONG., HR 121 (proposed Jan. 4, 2005)
· This legislation aments 35 U.S.C. §162. It only has one supporter in Congress.  

	ALF–16


{Note: The materials in this packet have been extensively edited and reformatted, and punctuation has been added throughout. Some citations and footnotes have been removed without notice.  Other deletions are indicated by ellipses.  All bold emphasis is my own.  My comments are italicized and in brackets.—ALF}
Glossary & Timeline
Alicia Frostick

Statutory Terms of Art

Asexually Reproduce – To grow a genetically identical copy through budding, grafting, or cutting.  Asexually reproducing plants are covered under 35 U.S.C. § 161-164, known as the Plant Patent Act.

Cross Pollination – Cross-pollination is a process for  sexually reproducing plants by emasculating them. “[This requires] first cutting the petals at the base of a rose bud, then cutting the tip of the bud.  The emasculated flower is then covered with a paper bag to keep unwanted pollen from reaching the stigma. In a day or two the stigma is covered with a sticky substance called stigmatic fluid. It is now receptive. Remove the bag, and place the pollen collected from the desired parent plant on the stigma with a camel's hair brush. The paper bag is replaced, and, if the cross-pollination is successful, a seed pod soon starts to form.” In re Le Grice, 49 C.C.P.A. 1124, 1136 (1962).
Sexually Reproduce – The reproduction of plants from seed.  Offspring are not genetic copies of either parent.  Sexually reproduced plants are protected under the Plant Variety Protection Act, 7 U.S.C. §§2401.

Tuber-Propagated Plants – Per the 7 USC §2401(a): “propogated by a tuber or part of a tuber.” Per the USPTO MPEP §1601: “‘tuber’ is used in its narrow horticultural sense as meaning a short, thickened portion of an underground branch;” Per PlantPatent.com, a group offering information about the Plant Patent Act: “The only plants covered by the term “tuber propagated” in the Act (and therefore not patentable) are the Irish potato and the Jerusalem artichoke.”
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Jerusalem artichoke
A superb variety with the same wonderful 'smoky' taste and texture as the traditional knobby variety, but with larger, longer and much smoother tubers.
Variety – A taxonomic rank of the lowest known rank.  For example, [as Jayson can tell us,] well-known varieties of wine grapes include Chardonnay, Pinot Gris, Cabernet Franc, Sauvignon Banc, etc.  
Legal Issues

Enablement Problem – Because the genes of plants are so complex, an inventor is unable to describe a plant on a printed page such that a subsequent person of ordinary skill in the art (“POSITA”) could make and use the invention. [See ALF-3:85]
Novelty Problem – Similar to the enablement problem in that no printed publication can ever be a bar for a subsequent patent because it’s not enabled. [See ALF-3:67]
Timeline

· 1856-1863 – Mendel cross-breeds ~ 28,000 pea plants.
· Around 1900 – After lying dormant since 1863, scientific community uses Mendel’s work to make hybrid crops and fruit trees.  But Mendel’s work is viewed with skepticism.
· 1906 – First bill to protect plants introduced by Cong. Champ Clark (bill dies in committee) More bills introduced in 1907, 1908 & 1910; Similar bills proposed in Europe.
· Pre-1930 – Plants are considered unpatentable “products of nature.” Diamond v. Chakrabarty, 447 U.S. 303, 311 (1980).
· Early 20th Century – Luther Burbank, known as the “plant wizard,” states that he would not “advise young (men [sic]) to become plant breeders unless Congress takes some actions to protect their achievements.” Plantpatent.com
· 1920s – Statistical methods were developed to analyze genes and distinguish inherited variations from those caused by environment.
· Oct. 28, 1929 – Black Monday: Depression begins

· 1925~1933: The annual volume of seed sales falls by 50% reflecting farmers' attempts to economize (through seed-saving) in the face of the Depression
· 1930s – Farmers noticed that plants infected with a mild strain of a virus do not succumb to more destructive strains of that virus. Plant pathologist Roger Beachy then at Washington University in Saint Louis uses this knowledge to develop plant inoculations.
· 1930 – Congress enacts the PPA.
· 1960’s – American Seed Assoc. forms Breeder’s Rights Study to examine plant property rights
· 1970 – Congress enacts the PVPA.

STATUTES

The Plant Patent Act

35 U.S.C. §§ 161–164 (2005)
enacted 1970, amended 1996
§ 161. Patents for plants
Whoever 

invents or discovers 
and 

asexually reproduces 
any distinct and new variety of plant, 

including 

cultivated sports, mutants, hybrids, and newly found seedlings, 

other than a tuber propagated plant 
or 

a plant found in an uncultivated state, 

may obtain a patent therefor, subject to the conditions and requirements of this title.


§ 162. Description, claim –
No plant patent shall be declared invalid for noncompliance with section 112 of this title [enablement] if the description is as complete as is reasonably possible.
The claim in the specification shall be in formal terms to the plant shown and described.

§ 163. Grant –
In the case of a plant patent, the grant shall include the right to exclude others from 
asexually reproducing the plant, and 
from 
using, 
offering for sale, 
or selling 
the plant so reproduced, 

or any of its parts, throughout the United States, 

or 
from importing the plant so reproduced, or any parts thereof, into the United States.
§ 164. Assistance of Department of Agriculture

[This section provides that the Director of Agriculture advise the President on the PPA and give effect to the provisions of the PPA.] 
The Plant Variety Protection Act
7 U.S.C. §2402, enacted 1970, amended 1996
§ 2402.  Right to plant variety protection

The breeder of any 

sexually reproduced or 

tuber propagated plant variety (other than fungi or bacteria) 

who has so reproduced the variety, or 
the successor in interest of the breeder, 

shall be entitled to plant variety protection for the variety, subject to the conditions and requirements of this chapter,

 if the variety is—


New,  ***;
Distinct, ***;

Uniform, ***; and
Stable ***.
Conditions for Patentability: Novelty
35 U.S.C. § 102(a) & (b) enacted 1897, no substantive amendments since 1946
A person shall be entitled to a patent unless--
(a) the invention was 

known or used by others in this country, or 

patented or described in a printed publication in this or a foreign country, 

before the invention thereof by the applicant for patent, or

(b) the invention was 

patented or described in a printed publication 
in this or a foreign country or 

in public use or on sale 
in this country, more than one year prior to the date of the application for patent in the United States
Specification: Enablement Requirement
35 U.S.C. §112 ¶1, enacted 1915, no amendments to ¶1 since 1946
The specification shall contain a written description 
of the invention, and 
of the manner and process of 
making and using it, in such 
full, clear, concise, and exact terms 
as to enable any person skilled in the art 
to which it pertains, or 
with which it is most nearly connected, 
to make and use the same, 
and shall set forth the best mode contemplated by the inventor of carrying out his invention.
87 Minn. L. Rev. 679 (2003)

Patently Unconstitutional: The Geographical Limitation on the Prior Art in a Small World 
Margo A. Bagley

 [Associate Professor of Law, Emory University School of Law. Attendee of the Cardozo Law School’s “Traditional Knowledge, Intellectual Property, and Indigenous Culture” symposium] 
Our world is getting smaller each day. As a consequence, a statutory provision that may have been constitutional when originally enacted a very long time ago is now patently unconstitutional. That provision is 35 U.S.C. § 102, which excludes evidence of foreign public knowledge or [foreign] use of an invention from being considered in U.S. patentability decisions.
[The Neem Tree: An Example of the Social Effects of US Plant Policy]
Section 102's geographical limitation is particularly problematic with respect to public knowledge or use of inventions in developing countries. The neem tree controversy provides a fitting example of the types of problems the limitation engenders. The neem tree is indigenous to India and is called "curer of all ailments" and "the village pharmacy." Its fruit, leaves, seeds, and bark have been freely used by the people of India for two millennia as, among other things, a natural pesticide, contraceptive, toothbrush, soap, feedstock, and fuel; and as a treatment for ailments ranging from septic sores to ulcers. It has been called the "Tree of the 21st Century," because almost every part of the tree has multiple, substantial, environmentally friendly uses.
Yet all is not well with neem. In the early 1990s, W.R. Grace (Grace), a multinational corporation of U.S. origin, obtained [four] U.S. patents on pesticide products derived from the neem tree and on methods of making and using those products. The issuance of the patents created an uproar in many quarters since the "free tree," as neem is also called, seemed to have entered a type of captivity. Activists tried to get the United States Patent and Trademark Office (USPTO) to revoke one of the patents, but the patent was deemed valid over the evidence presented (limited, by statute, to prior patents or printed publications). 
At the same time, Grace (in conjunction with the United States Department of Agriculture) also applied for and obtained neem-related patents from the European Patent Office (EPO). In 1995, one of these patents was targeted by the "Neem Team," a group composed of two Indian non-governmental organizations and the Health and Environment Minister of Belgium. The group requested that the EPO revoke the patent because its subject matter did not meet basic patentability requirements of the European Patent Convention (EPC). Evidence supporting the notice included, in addition to printed publications, affidavits attesting to public use of the invention by researchers in India prior to the filing of Grace's application. The EPO found the evidence of foreign public use compelling and revoked the patent on May 10, 2000, noting that the claims were not novel in view of prior public use of the tree in India. 
Why was one Grace neem patent revoked by the EPO while a related patent was upheld by the USPTO? One of the culprits may have been [the limitation on prior art under § 102(a) and (b)]. Evidence of foreign use of the invention that was key to the revocation of the European Grace patent would not be admissible to challenge the validity of any related U.S. patent(s) on neem because of the geographical limitation on prior art codified in various subsections of § 102 of the Patent Act of 1952. 

[A Synopsis of Bagley’s Argument that the Constitution Requires the Patent Act be Dynamically Interpreted]
The statutory provision that requires classification of information as relevant or non-relevant based on its geographical origin and form conflicts with the very source of its power: The United States Constitution. [US Const. Art I §8[8], the Intellectual Property Clause] authorizes Congress to grant exclusive rights for limited times to inventors for the purpose of "promot[ing] the progress of the useful arts". ***
Understanding that the Framers of the Intellectual Property Clause sought to avoid the granting of patents on "old" information informs a reading of the Intellectual Property Clause that requires the inclusion of all publicly accessible information as prior art in patentability determinations. {omissions – ALF}Such a reading is consistent with "fidelity" because it provides "a reading in the new context that has the same meaning as a different reading had in a different context." 

[Bagley explains: Fidelity refers to the notion of remaining faithful to original constitutional principles. – ALF]

The new context is the technologically advanced, twenty-first century world of diminishing borders and open markets, where scientists seek inventive inspiration in remote corners of the globe with an ease unknown in 1836, the year the first prior art geographical limitation entered U.S. patent law. Thus, properly interpreted, the Intellectual Property clause prohibits the grant of patents on inventions in the public domain, i.e., inventions that are not novel and nonobvious because they are "open to the people of this country, as well as of others, upon reasonable inquiry." Because the current geographical limitation on prior art allows the patenting of inventions in the public domain, it is unconstitutional and must be eliminated.

***

Substantive Patent Law Treaty

Draft Substantive Patent Law Treaty, proposed in 2001, draft of May 10, 2004, still in negotiations.

World Intellectual Property Organization, art. 8, ¶ 1, http://www.wipo.int/scp/en/documents/session_10/pdf/scp10_4.pdf  (last visited Sept. 26, 2005)

{The SPLT is being drafted by the World Intellectual Property Organization, of which the US is a member.  In 1893, WIPO emerged as a combination of the small bureaus that administered the Paris Convention and the Berne Convention.  Today WIPO has 184 member states, compared to the UN which has 191. – ALF}

Article 8, para 1 states:

“The prior art with respect to a claimed invention shall consist of all information which has been made available to the public anywhere in the world in any form [as prescribed in the Regulations,] before the priority date of the claimed invention.”

Definition (ix):

A “priority date of a claimed invention” means subject to item (x), the filing date of the earliest application whose priority is claimed in accordance with the applicable law and which discloses the claimed invention and, otherwise, the filing date of the application.

{The SPLT also suggests the members use a first-to-file instead of a first-to-invent rule so the date of the claimed invention would be based on the filing date. – ALF}
301 F.2d 929 (C.C.P.A. 1962).

Application of Edward Burton LeGrice
[Before Worley, Rich, Martin, Smith, and William H. Kirkpatrick – ALF]

The issue on these consolidated appeals is whether appellant is entitled under 35 U.S.C. 161 to a patent on each of his applications [for the 'Rosa Floribunda Plant.'] 
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{LeGrice Rose Plant “Dusky Maiden” - ALF} 

The Patent Office Board of Appeals affirmed the final rejection of both applications under 35 U.S.C. § 102(b) on the ground that the inventions had been described in printed publications in England more than one year prior to the dates of filing of the said applications. The publications occur in the National Rose Society Annual of England and in catalogues. The Annual describes appellant as having raised the roses described and the catalogues show color pictures of these roses. There is no dispute that the publications relate to and picture the identical roses which were originated by appellant and which he now seeks to patent.

[See 35 U.S.C. § 161, ALF3:4]
Resolution of the issue on these appeals requires us to determine whether as a matter of law, the English publications constitute, within the meaning of 35 U.S.C. § 102(b), a bar to appellant's right to patents on said applications.
*** The underlying concept on which the courts permitted [§ 102(b)] is that the description of the invention in the printed publication was sufficient to give possession of the invention to the public.
*** Thus, appellant's right to patents on his applications is subject to the bar stated in 35 U.S.C. § 102(b), if the publications in issue meet the legal requirements necessary to establish such a bar.
 [Each inventor had published in foreign publications a year before the patent date (with pictures, full description, etc.).  The inventors also disclosed the English publications to the PTO in their formal oath.] ***
The unique aspects of plants which are the subject of plant patents have posed numerous problems to various tribunals charged with the application of basic patent law concepts thereto. A review of all the reported decisions dealing with plant patents [FN3] 
 [FN 3 lists plants including: sugar cane, dream navel orange, nectarine, roses, upright berries, bacteria {??}, pineapple orange, syngomium plant & peach tree]

establishes that the present case presents a legal problem of first impression on which there are no controlling precedents.

[Legislative History of 35 U.S.C. § 161]
35 U.S.C. § 161 is based on an amendment [See ALF-3:4].  The Committee on Patents which reported the bill filed a report stating:
'The purpose of the bill is to afford agriculture, so far as practicable, the same opportunity to participate in the benefits of the patent system as has been given industry, and thus assist in placing agriculture on a basis of economic equality with industry. The bill will remove the existing discrimination between plant developers and industrial inventors. * * *'
The report expresses the hope that the bill 

'will afford a sound basis for investing capital in plant breeding and consequently stimulate plant development through private funds'. {Recall that the PPA was enacted during the Depression – ALF}

It then goes on to state:
'No one has advanced a just and logical reason why reward for service to the public should be extended to the inventor of a mechanical toy and denied to the genius whose patience, foresight, and effort have given a valuable new variety of fruit or other plant to mankind.
'This bill is intended not only to correct such discrimination, but in doing so it is hoped the genius of young agriculturists of America will be enlisted in a profitable work of invention and discovery of new plants that will revolutionize agriculture as inventions in steam, electricity, and chemistry have revolutionized those fields and advanced our civilization.'
An identical report was filed by the Senate Committee on Patents. ***
35 U.S.C. § 161 engrafts the Plant Patent Act onto the basic patent law, which requires us to apply thereto all the rules, regulations and provisions of the basic patent law except that, by the express provision of 35 U.S.C. § 162, a plant patent cannot be declared invalid if its description 
'is as complete as is reasonably possible.'
As indicated by the Committee reports and as provided in the statutory provisions, the law of plant patents is so inextricably bound up with the earlier general patent law that the former cannot be understood without consideration of the latter, and as provided in 35 U.S.C. § 161, the provisions of Title 35 'relating to patents for inventions shall apply to patents for plants, except as otherwise provided.'
It appears, therefore, to have been the intent of Congress that plant patents and patents for other inventions should be subject to the same statutory provisions 'except as otherwise provided.'
Thus in determining the meaning 35 U.S.C. § 102(b) as it applies to patents for plants, the first consideration is that Congress did not provide any exception thereto, so it should be presumed that Congress intended that it should be applied to patents for plants as it had been previously applied to patents for other inventions. [Does Elsner change this? See Elsner ALF-12] In other words, we think Congress, by enacting no exception to 35 U.S.C. § 102(b) with respect to patents for plants, intended that it be interpreted the same for plant patents as it has been interpreted in relation to patents for other inventions. Otherwise a 'discrimination' would continue to exist 'between plant developers and industrial inventors,' which, as indicated in the Committee Reports, Congress intended to eliminate by passage of the Plant Patent provisions.
Since there has been no interpretation of 35 U.S.C. § 102(b) as applied to plant patents, {between 1930 and 1972! – ALF} we turn to the prior decisions dealing with its application to patents on other inventions. In these decisions, we find 35 U.S.C. § 102(b) and its predecessor statutes have been interpreted as requiring that the description of the invention in the publication 
'must be sufficient to put the public in 
possession of the invention.' *** 
As pointed out in the Committee Reports, prior to passage of the plant patent provisions, plant breeding and research was dependent, in large part, upon Government funds to Government experiment stations, or to the limited efforts of the amateur breeder. The Committee Report expresses the hope that the bill 
'will afford a sound basis for investing capital in plant breeding and consequently stimulate plant development through private funds.' 
The Committee Report then continues:
'In addition, the breeder to-day must make excessive charges for specimens of the new variety disposed of by him at the start in order to avail himself of his only opportunity for financial reimbursement. Under the bill the breeder may give the public immediate advantage of the new varieties at a low price with the knowledge that the success of the variety will enable him to recompense himself through wide public distribution by him during the life of the patent. The farmers and general public that buy plants will be able promptly to obtain new improved plants at a more moderate cost.'

The way in which a plant patent advances the public purpose and achieves the result which Congress appears to have intended is stated in Appellant's brief as follows:
'A plant patent performs its function by making it profitable to the developer to make as wide a distribution as possible of the res, the plant itself. If the variety is deserving, hundreds of specimens are likely to be widely distributed, thereby reducing the danger of their perishing in a common disaster. The likelihood of extinction of the res before an improved variety or worthy successor is developed is thus rendered remote. Publicity informs the public where specimens exist. This is how a plant patent adds to the store of useful knowledge.'
Before passing to an analysis of the case law with respect to the meaning of 'described in a printed publication,' as this term is used in 35 U.S.C. 102(b), it must be borne in mind that there are inherent differences between plants and manufactured articles {this quote forms the basis of Elsner: ponder what the court means here – ALF}. Should a plant variety become extinct one cannot deliberately produce a duplicate even though its ancestry and the techniques of cross-pollination be known. Manufactured articles, processes, and chemical compositions when disclosed are, however, susceptible to man-made duplication.
Appellant in his brief points out  [the enablement problem, see ALF 2:55]
'The description of a plant in a plant patent or in a printed publication at best can only recite, as historical facts, that at one time a certain plant existed, was discovered in a certain manner, and was asexually reproduced. This information may be interesting history, but cannot enable others to reproduce the plant. * * * Prior public use and sale of a plant are the avenues by which a plant enters the public domain.'

In the case of manufactured articles, processes and chemical compositions, a different situation prevails. Written descriptions and drawings in publications can often enable others to manufacture the article, practice the process or produce the chemical composition. Thus, with respect to publications in these fields, there is a valid basis in public policy for 35 U.S.C. § 102(b)…. 



In view of the foregoing considerations, it would appear that if section 102(b) was to be given a different interpretation as to plant patents, it should have been expressly qualified by Congress so that descriptions of plants in printed publications would have been judged by different standards than those so long recognized by leading text writers and the courts. Since no such qualification exists we must, under 35 U.S.C. 161, apply to the descriptions in the instant publications the same requirements as have been applied to the descriptions in publications in cases dealing with patents on other inventions. 

*** Section 102(b) is a recognition that early publication of inventions is to be encouraged and thus does not bar the granting of a patent if the application therefor be filed within one year from the date of the printed publication.

The public purpose of section 102(b) is clear enough, and has been enunciated or assumed in the very considerable body of decisional law in which the clause 'described in a printed publication' has been interpreted with respect to whether the publication has in fact conveyed such knowledge of an invention to the public as to put the public in possession of the invention.

The briefs of the parties in the instant case support their opposed conclusions by reference to the ample case law, which sets forth particular standards as to what constitutes a 'publication.' We think the controlling view here is that stated in Seymour v. Osborne, 11 Wall. 516, at page 555, 78 U.S. 516, at page 555, 20 L.Ed. 33 (1870), where the court said:
'Patented inventions cannot be superseded by the mere introduction of a foreign publication of the kind, though of prior date, unless the description and drawings contain and exhibit a substantial representation of the patented improvement, in such full, clear, and exact terms as to enable any person skilled in the art or science to which it appertains, to make, construct, and practice the invention to the same practical extent as they would be enabled to do if the information was derived from a prior patent. *** 
We think it is sound law, consistent with the public policy underlying our patent law, that before any publication can amount to a statutory bar to the grant of a patent, its disclosure must be such that a skilled artisan could take its teachings in combination with his own knowledge of the particular art and be in possession of the invention. Such a doctrine is in accord with that expressed by the Supreme Court when it held patent No. 137,893 invalid in Cohn v. United States Corset Co., 93 U.S. 366 (1876). The court stated (p. 377):
'* * * the evidence shows that the Johnson specification, in connection with the known state of the art at the time when it was filed and published, was sufficient to enable one skilled in the art of corset-making and in the use of the jacquard to make the patented corset.'
It is the position of appellant that the publications relied upon by the examiner and the Board of Appeals in rejecting his applications, are not 'enabling' publications, i.e., the published information therein is not sufficient to enable anyone of ordinary skill in the art of plant breeding to practice the invention and produce the disclosed varieties of rosa floribunda plants. The validity of appellant's position can be appraised only after one understands the general techniques by which a rose breeder produces a new rose variety.
{A cursory review this information is sufficient – ALF} [Each of the salient characteristics of color, fragrance, freedom from various diseases, abundant foliage, firmness, size and shape of flower, number and frequency of blooms] is a sex-linked characteristic and as such is subject to the applicable principles of plant heredity and the transmission of inheritable characteristics. *** To facilitate grouping varieties with similar characteristics, a horticultural classification has evolved which is complicated and often inconsistent, since there is considerable overlapping and mergence of classes as the result of intensive interbreeding. A comprehensive list given in J. H. McFarland's Modern Roses IV, 1952, includes some 6,150 names which represents only a small proportion of the roses hybridized and named during the preceding 250 years. Due to the number of variable characteristics, no two varieties, even if from identical parentage, are exactly alike. It has aptly been said by Florence Coates in 'The Poetry of Earth' that: 

'There is always room for beauty: memory
A myriad lovely blossoms may enclose
But, whatsoe'er hath been there still must be
Room for another rose'.
After determining the characteristics desired in a new rose, the rose breeder selects the parent plants for certain of their known characteristics. 
[Sexual v. Asexual Reproduction]

By the process of cross-pollination a seed is formed in one of the parent plants as the result of the union of each pair of sex cells contributed by the parent plants. Propagation from the resulting seeds is 'sexual propagation', which is to be distinguished from 'asexual propagation', [because unlike genetically identical asexual cuttings, offspring of sexual reproduction are not clones of  either parent.] [Compare in ALF-4]

The rose breeder strives to produce by sexual propagation a rose having the desired characteristics, after which this particular rose with the desirable characteristics is further propagated by asexual methods in which all of the characteristics of that one rose plant, and only that plant, are transmitted to the new plants derived by cutting, etc.
The rosa floribunda plants described in the two applications on appeal and in the publications were produced by sexual propagation [See ALF-2:24] as the result of the chance arrangement of the almost infinite number of variables arising from the particular chromosomes of the parent plants. The parentage of the 'Dusky Maiden' rose is not disclosed in the publications. The parentage of the 'Charming Maid' rose is given in the Rose Annual of 1954 as 'Dainty Maiden x Mrs. Sam McGredy.' To those skilled in the art of rose breeding this indicates that the parent 'Dainty Maiden' is the seed parent, i.e., that this parent was selected by the breeder to bear and develop the seeds which result from pollination of its emasculated flowers with pollen taken from the other parent, 'Mrs. Sam McGredy.' [See ALF-2:10]
The production of seeds by cross-pollination does not assure the plant breeder that he has produced a true new plant variety having the characteristics desired. At this step, the principles of heredity and plant genetics introduce such variables that no two seeds from the parent cross can be expected to produce identical plants. ***
While man can and does assist nature by the cross-pollination of selected parent plants, the actual creation of the new plant, because of the almost infinite number of possible combinations between the genes and chromosomes, is not presently subject to a controlled reproduction by act of man. While those skilled in this art now understand the mechanics of plant reproduction and the general principles of plant heredity, they are not presently able to control the factors which govern the combinations of genes and chromosomes required to produce a new plant having certain predetermined desired properties. The plant breeder must time and again recall the lines of Tennyson's 'Flower in the Crannied Wall,' after he has completed cross-pollination of the parent stock and awaits the new offspring: 
'Flower in the crannied wall,
I pluck you out of the crannies,
I hold you here, root and all, in my hand,
Little flower-- but if I could understand
What you are, root and all, and all in all,
I should know what God and Man is.'
It is not until the rose breeder has germinated the sexually produced rose seeds from the selected parents and raised plants therefrom to blooming size that he can make the final selections of … which are to be multiplied by asexual reproduction.
The rosa floribunda plants here in issue thus appear to be something more than Gertrude Stein may have observed when she wrote in 'Sacred Emily' that 'a rose is a rose is a rose is a rose' {Prof. Morris informs us that this is a misquote.  The quote intends to refer to a girl, named Rose, and should instead should not have the preceding “a” – ALF}
In holding that the publications here in issue constitute a legal bar to a granting of patents on the rosa floribunda plants described in the applications here on appeal, we think the examiner and the Board of Appeals disregarded what we have found to be the legally imposed limitations on the meaning of the clause 'described in a printed publication' in section 102(b) in the prior cases in which the courts have interpreted the clause in determining whether a particular description in a publication will constitute a statutory bar to the grant of a patent. … Our study of the prior cases which have imposed this interpretation on the clause indicates that the proper test of a description in a publication as a bar to a patent as the clause is used in section 102(b) requires a determination of whether one skilled in the art to which the invention pertains could take the description of the invention in the printed publication and combine it with his own knowledge of the particular art and from this combination be put in possession of the invention on which a patent is sought. Unless this condition prevails, the description in the printed publication is inadequate as a statutory bar to patentability under section 102(b).
We do not agree with the examiner and the board that this creates an 'anomaly' when dealing with plant patents which requires that 'plant publications must be totally ignored as printed publications.' In view of the long line of cases dealing with other types of inventions antedating 1930, we think Congress, by failing to provide otherwise, intended that the provisions of section 102(b), as applied to plant patents, should not be interpreted otherwise than they had been with respect to other inventions, i.e., that only an 'enabling' publication is effective as a bar to a subsequent patent. We do not agree with the view expressed by the examiner that this necessarily requires that plant publications be 'totally ignored.' Instead, it requires that the facts of each case be carefully considered to determine whether the description in the printed publication in question does in fact place the invention in the possession of the public. Each case must be decided on its own particular facts in determining whether, in fact, the description in the printed publication is adequate to put the public in possession of the invention and thus bar patentability of a plant under the conditions stated in section 102(b). While the present knowledge of plant genetics may mean as a practical matter, that the descriptions in such general publications as are here involved cannot be relied upon as a statutory bar under section 102(b), we must be mindful of the scientific efforts which are daily adding to the store of knowledge in the fields of plant heredity and plant eugenics [FN7] which one skilled in this art will be presumed to possess.

FN7. While many such studies undoubtedly are in progress, some idea of the possible additions to the knowledge of plant heredity is found in current seed catalog offerings of peanut seeds which by atomic irradiation will produce plants in which the peanuts are produced above the ground. The chemical colchicine also is widely used to modify genetic characteristics of seeds. Current studies to 'break the chromosome code' may also add to the knowledge of plant breeders so that they may someday secure possession of a plant invention by a description in a printed publication as is now possible in other fields of inventive effort.

[image: image5.png]


(While I couldn’t find a picture of real above ground peanuts, I did find some other above-ground Peanuts – ALF}

The patent law, as shown by the Committee Reports, was extended to plant patents in order to stimulate interest in the breeding and commercial development of new and valuable plant species. To erect technical barriers to the grant of such patents by a strict and literal interpretation of the clause 'described in a printed publication' in section 102(b) as was done by the examiner and Board of Appeals, apparently without consideration of the public purpose underlying the plant patent provisions, seems to us will defeat the purpose of the act.***
The decision of the board cites numerous decisions as support for its affirmance of the examiner's rejection. It is our view that these decisions either have not been properly interpreted by the board in relying on them to support its view or that they are not controlling upon the issue here.
The board relies heavily on [Cohn v. United States Corset Co., 93 U.S. 366 (1876)], which in the solicitor's brief has been characterized as 'the landmark case on this aspect of the law,' and is relied upon as support for the assertion that 'the overwhelming weight of authority supports the proposition that a clear naked description in a prior publication is sufficient under the law to bar a subsequent inventor from obtaining a patent on the identical thing.' [FN8] That the Cohn case did not so hold seems clear to us. {tisk tisk – ALF} However, in view of the reliance placed upon language used in that case and upon the number of cases which agree with the position of the solicitor concerning what the Cohn case is alleged to hold, we shall here discuss the Cohn case in some detail.

{Cohn=§102(a), someone else; LeGrice = §102(b), himself – ALF}

The Cohn case involved a suit for infringement of the Cohn patent on a corset. *** 
The crux of the Cohn decision as we see it [was that the Johnson specification enabled someone in the art of corset-making to make the invention.  The prior art specification did not need to teach any manufacturer how to make the corset, it only had to describe the corset well enough so a person of skill in the art could make it.]
The court throughout its opinion in the Cohn case directly referred to those skilled in the art, and the knowledge which they possessed. We think it is because of this knowledge, and only because of this knowledge, that the court said 'the important inquiry, therefore, is, whether the prior publication described the article.'
The solicitor also cites in support of the board's position, the decision of the District Court of Maryland in One-Piece Bifocal Lens Co. v. Bisight Co., 246 F. 450 (1917).  At page 457, the Court stated:
'The description under consideration is one which does not tell how to make the article it describes. It is one published at a time when those skilled in the art would not either from its disclosures or their knowledge, or from both combined, know how to produce it. For the reasons already stated, it is believed that, even under such circumstances, it may anticipate a later patent.'
Prior to this statement the District Court discussed the Cohn case and, basing its analysis of that decision upon the language on page 377 last quoted supra, stated on page 456:
'Is the force of this language materially weakened by the fact that the court went on to point out that what was known at the time the anticipating Johnson's specification was filed, was sufficient to enable one skilled in the art to make the corset?'
In view of our analysis of the Cohn case, supra, we answer the District Court's question in the affirmative. The standard for publications applied by the District Court is somewhat uncertain … whatever may have been its position, we do not agree, as stated supra, with its analysis of the Cohn case.s
The case of General Electric Co. v. De Forest Radio Co., 17 F.2d 90 (D.C.Del.), mod. 28 F.2d 641 (CCA 3), cert. den. 278 U.S. 656, 49 S.Ct. 180, 73 L.Ed. 565, is also cited in the solicitor's brief. In the General Electric case, the court stated in essence that a publication which evidences conception of an idea would be enough to 'destroy the product claims in suit upon the ground that they are wanting in invention.' As its authority, the court cited the Bifocal case, which, as we have previously discussed, based its decision on what we think is an erroneous interpretation of the Cohn case. We therefore decline to accept the statement in the General Electric case as controlling.
The Patent Office also relies upon several additional decisions of this court which are alleged to support its position. *** In none of these decisions do we find any support for the position taken by the Patent Office nor anything inconsistent with our position in the instant case. . . . 
CONCLUSION

We therefore hold that descriptions in printed publications of new plant varieties, before they may be used as statutory bars under 35 U.S.C. § 102(b), must meet the same standards which must be met before a description in a printed publication becomes a bar in nonplant patent cases. 35 U.S.C. § 161 does not contain any limitation on this interpretation of the clause 'described in a printed publication,' and Congress has not 'otherwise provided.' When so considered, the descriptions in the printed publications here in issue do not meet the requirement of an 'enabling' description, as the statute has been interpreted in numerous cases.
The Board of Appeals stated in its decision below that 
'it is no more absurd to use a disclosure which is not enabling as a bar than it is to grant a patent on such a disclosure; the disclosure in the specifications of these applications are admittedly just as unenabling as the disclosures of the publications.' 
The answer to this apparent anomaly lies in 35 U.S.C. § 162 in which Congress 'otherwise provided' by specifically allowing for such a description in plant patent applications. [See ALF-3: 21] No such allowance has been made in 35 U.S.C. § 102(b) [See ALF-3:77] with reference to the sufficiency of the description of new plant varieties in printed publications.
Another answer to this apparent 'anomaly' is implicit in 35 U.S.C. § 163. The plant patent grant differs from that given with respect to other inventions. … This section implicitly recognizes there is no possibility of producing the plant from a disclosure as 35 U.S.C. § 112 contemplates. Therefore, there is no requirement for any how-to-make disclosure in the application for a plant patent.
The mere description of the plant is not necessarily an 'enabling' disclosure. Such descriptions, just as in the case of other types of inventions, … must be capable, when taken in conjunction with the knowledge [a skilled artesian] to which they pertain, of placing the invention in the possession of those so skilled.
The descriptions of the new roses in the instant publications, *** are incapable of placing these roses in the public domain by their descriptions when interpreted in the light of the knowledge now possessed by plant breeders. The roses disclosed in the appealed applications are not, therefore, 'described in a printed publication' within the meaning of 35 U.S.C. § 102(b).


381 F.3d 1125 (Fed. Cir., Aug. 2004).

In re Wilhelm ELSNER, In re Keith W. Zary.
[Before J. Lourie, J. Clevenger and J. Bryson]

Wilhelm Elsner and Keith Zary [appellants] appeal[ ] from the decision of the United States Patent and Trademark Office Board of Patent Appeals and Interferences affirming rejection of their patents.  [The court consolidated the appeals because they dealt with the same legal question]
The Board determined that Appellants' published Plant Breeder's Rights applications anticipated their claims in view of the foreign sales of the claimed plants. We agree that the publication of the applications coupled with foreign sales of the plants may constitute a § 102(b) bar to patentability. 

However, because the record is silent on the extent to which the foreign sales were known to the public… [Thus] we vacate the Board's decisions in both cases and remand for further proceedings.

BACKGROUND

I The Elsner Application
Mr. Wilhelm Elsner is a plant breeder who resides in Germany and whose botanical products include various varieties of geraniums. In September 1997, he filed an application for a Community Plant Variety Rights ("CPVR") Certificate, or Plant Breeder's Rights ("PBR"), at the Community Plant Variety Office ("CPVO") in Europe for a type of geranium named "Pendec." … Elsner's application, designated EU 97/0950, was listed in the CPVO Official Gazette {CPVO = EU Community Plant Variety Office – ALF} …. That listing disclosed the names and addresses of the breeder and its representative, a statement of botanical classification, and a provisional denomination for the plant. …
[Elsner:

· September 1997 – Elsner files a Plant Breeder’s Rights Certificate in Europe.

· December 1997 – Elsner’s PBR application is listed in the CPVO official Gazette.

· July 1998 – Sale of Elsner’s geranium occurs in Germany.

· May 1999 – Elsner withdraws the CPVR application (he never receives a certificate).

· September 2000 – Elsner filed a plant patent application at the PTO claiming the Pendec geranium – ALF]

II. The Zary Application
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{The JA Copper 






Rose Variety – ALF}

[Zary:

· March 1995 – Zary files a PBR application in South Africa that claimed a variety of rose plant named "JACopper," a cross between two other rose varieties
· April 1995 – Zary’s PBR application is published
· October 1996:  Sale of Zary’s rose occurs in South Africa & Zambia
· March 1999 – Zary files a plant patent application – ALF ]
In March 1999, Zary filed a plant patent application at the PTO claiming the JACopper rose plant. The examiner issued a rejection under § 102(b), stating that the published PBR application was a printed publication that enabled the invention and placed the skilled artisan in possession of the invention because of the public availability of JACopper in South Africa and Zambia…. **
DISCUSSION
We review legal determinations of the Board, including whether a printed publication is enabled, without deference. ***
On appeal, Elsner and Zary argue that 

the CCPA held in LeGrice [ALF-6] means that: 

[1] foreign activity cannot cause a non-enabled publication to constitute a statutory bar under § 102(b). [See ALF-3:77]
[2] … foreign sales are [which] not prior art under the patent statute, [] may not be

[a] considered within the knowledge of one of skill in the art, and
[b] cannot be used to enable an otherwise non-enabled publication. 
They claim that the published PBR applications are not enabled because it is impossible to recreate the claimed plants from the textual descriptions alone…
The PTO asserts that 
[1] LeGrice did not squarely address whether a publication may be enabled through a foreign sale…
[2] the used to enable an otherwise non-enabled publication as a measure of enablement of a publication [See ALF-3:85], and

[a] that the Board properly applied that test to Elsner's and Zary's applications. 
The correct inquiry, the PTO argues, is whether the printed publication put the public in possession of the claimed invention before the critical date….
The particular question thus before us is whether evidence of the foreign sale of a claimed reproducible plant variety may enable an otherwise non-enabled printed publication disclosing that plant, thereby creating a § 102(b) bar. On that issue of first impression, we hold in the affirmative.***
[Facts:]
· It is undisputed that the PBR applications were published more than one year prior to the effective filing dates of Appellants' respective applications and that the applications fully disclose the claimed plants [but do not enable them]
· It is also clear that the foreign sales of the Pendec geranium and the JACopper rose are not themselves § 102(b) prior art against the applications ….
Ordinarily, foreign sales of an invention in combination with a publication will not constitute a bar because such a result would circumvent the established rules that neither non-enabling publications nor foreign sales can bar one's right to a patent. 

What sets this case apart is that it deals with plant patents***
The PTO asserts that when a publication is combined with a foreign sale which results in possession of the plant by one of skill in the art, it is that possession alone which is capable of enabling the publication. That is not correct. Only when possession derived in this manner enables a person of skill in the art to practice asexual reproduction of the plant in a manner consistent with the statute can a non-enabling publication and foreign sale act as a § 102(b) bar.
Because we perceive a difference between plants and statutorily distinct inventions {why? – ALF}, we disagree with [Elsner and Zary’s] contention that this holding will operate to create a printed publication bar whenever a non-enabling publication and a foreign sale are involved. As our predecessor court noted in LeGrice,

"there are inherent differences between plants and manufactured articles." 301 F.2d at 935. [See ALF-7:92-94] 

In the case of plant patents, the touchstone of the statutory subject matter is asexual reproduction of a unique biological organism. {only plants? – ALF} 
When 
- a publication identifies the plant that is invented or discovered and 
- a foreign sale occurs that puts one of ordinary skill in the art in possession of the plant itself, which, based on the level of ordinary skill in the art, permits asexual reproduction without undue experimentation,
[then] that combination of facts and events so directly conveys the essential knowledge of the invention that the sale combines with the publication to erect a statutory bar.  In any event, the inventor is in control of the activities relating to his invention, and avoidance of a bar is accomplished by making a timely filing at the PTO. 
Appellants' PBR applications disclosed the claimed plant varieties, but concededly do not, by themselves, enable the skilled artisan to practice the claimed inventions or reproduce the plants. However, because the public may have had access to the claimed inventions through the foreign sales of the plants, from which the claimed plants may be reproduced, it may fairly be said that the PBR applications are adequately enabled. Because the published applications, combined with the foreign sales of the plants, placed the claimed inventions in the possession of the public, we therefore hold that they are proper § 102(b) anticipatory references that may bar patentability.

[Using Two References to Bar a patent under § 102]
Our predecessor court's decision in [In re Samour, 571 F.2d 559 (C.C.P.A. 1978)] supports the use of secondary references to show that a primary § 102(b) reference was in fact enabled. [Samour used a primary publication describing only a chemical compound coupled with other secondary references to show a skilled artesian would know how to make the compound.  The court used both references to declare the compound-invention not novel.] 
Likewise, the listings of the PBR applications filed by Elsner and Zary were considered the primary references, and they completely disclosed the claimed plant varieties. The Board justifiably relied on the foreign sales to show that the public was in possession of the claimed plants and thus that the PBR applications were enabled anticipatory references.
Appellants argue that foreign sales are not prior art and may not be considered within the knowledge of a skilled artisan. However, the precise focus of the analysis is not whether the foreign sales are themselves § 102(b) prior art, but whether the publication has placed the claimed invention in the possession of the public before the critical date. Thus, foreign sales of the claimed plants may be within the knowledge of the skilled artisan and may be considered to provide the public with access to Appellants' inventions.


[Does this Conflict with LeGrice?]
We disagree with Appellants that our holding conflicts with LeGrice. In that case, the Board had affirmed rejections of plant patent applications based on catalogs depicting the claimed plants. Specifically, the Board stated that a reference did not have to be enabled to anticipate a claim. In its decision reversing the Board, the Court of Customs and Patent Appeals discussed at length its view that § 102(b) applies to plant patents in the same way that it applies to utility patents, but acknowledged the distinction between plants and other patentable subject matter. 301 F.2d at 935.  The court considered that the textual description of manufactured articles, processes, and even chemical compositions can often enable others to practice the invention; however, the mere description of a plant in a catalog may do little to enable one of skill in the art to recreate that claimed plant. Id.
The court concluded that Congress had not indicated that § 102(b) should be applied differently to plant patents than to other inventions, and the court reiterated that 
"the clause 'described in a printed publication' has been interpreted with respect to whether the publication has in fact conveyed such knowledge of an invention to the public as to put the public in possession of the invention." [See ALF-8:36-41]
Thus, the court held that 
it is sound law, … that before any publication can amount to a statutory bar to the grant of a patent, its disclosure must be such that a skilled artisan could take its teachings in combination with his own knowledge of the particular art and be in possession of the invention. [See ALF-8:62-68]
Accordingly, the court reversed the Board's decision and held that a disclosure must be enabled to be a statutory bar to a plant patent.
We agree with the PTO that LeGrice decided only the narrow issue whether a printed publication of a plant patent that is not enabled is a statutory bar [and] did not address the manner in which a publication may be enabled, and it did not decide whether other evidence such as the availability of an invention through foreign sales may be considered in determining whether a printed publication enables a skilled artisan to reproduce a claimed plant. … We therefore conclude that LeGrice left that issue open, and our decision today is not inconsistent with LeGrice. {is it consistent with the reasoning of LeGrice?}

[Does this Conflict with § 112?]
Additionally, our holding is consistent with the treatment of § 112 enablement in utility patent applications. Specifically, in In re Argoudelis, 434 F.2d 1390 (1970), the CCPA held that a utility patent claiming antibiotic compounds produced by a microorganism was enabled by depositing the microorganism in a public depository. Importantly, the court noted that 

"because of the particular area of technology involved," an applicant may not be able to "sufficiently disclose by written word how to obtain the microorganism starting material from nature." Id. at 1392. 
The court acknowledged that 

"[a]ny person skilled in the art with access to the 
pending application ... can reproduce the invention 
from the written disclosure as it was originally 
filed." Id. at 1393. 

The Argoudelis court thus recognized that the deposit procedures permitted public access to the microorganism, and that such access adequately satisfied the § 112 enablement requirement. … It is important to note that it was not mere possession of the microorganism that was important in Argoudelis, but such possession that enabled one of ordinary skill to make the claimed invention. Similarly here, just as the public had access to the microorganism in Argoudelis, so too might the public have had access through the foreign sales to the plant varieties that Elsner and Zary claim. 
Nevertheless, although we agree with the PTO that foreign sales may enable an otherwise non-enabling publication, we find that factual issues remain with respect to the accessibility of the foreign sales of the claimed plants and the reproducibility of the plants. [Court remands for factual determination of whehter a person could access the inventions with the sales and catalogues]

23 Biotechnology L. Rep. 747 (2004)
Elsner: Judicial Drive to Eliminate the Territoriality Limitations of “Prior Art”
Harold C. Wegner

[Spent several years at the Max Planck Institute, and taught at  the Kyoto University Law Faculty; worked closely with WIPO to create a model global patent law; Faculty Director of the Intellectual Property Law Program and Professor at George Washington Law School (joined GW in 1983); Currently a partner at Foley & Lardner]
In an act of judicial legislation, in the Elsner case [See ALF-12], a panel of the U.S. Court of Appeals for the Federal Circuit has further eroded the definition of "prior art" [to include] foreign use or sale as patent-defeating prior art.
The [US’s] historic [rule that such activities can not be prior art makes he US] unique [in the world.] … There has been much discussion of whether the United States should unilaterally adopt this system or whether it should hold out for a balanced treaty with other states using its now-unique position on prior art as a bargaining chip (see One of the Last Bargaining Chips, below). Yet, without [referring at all to] any of the public policy debates in support of such a radical change--or citation of any scholarly or other writing--the Elsner panel has on its own judicially legislated a move to repeal the territoriality limitation (see Judicial Legislation from Madison Place). The court dismisses the retroactivity aspect of its judicial legislation, with the advice--too late for patentees and applicants who have already filed or who are outside the new time bar--that "avoidance of a bar [merely requires] a timely filing at the PTO" (see "You Should Have Filed Earlier"). Beyond the damage of retroactivity and the necessary destabilization and cries of panel uncertainty and unpredictability that are created by judicial legislation of this nature, one clear point is that when the United States does make a statutory change to inevitably codify the change made in Elsner, it will be clear that whatever bargaining chip value there had been in the limitation of territoriality, the judiciary unilaterally swept the rug out from under our negotiating teams (see March to End Prior Art Territoriality).

ONE OF THE LAST BARGAINING CHIPS

Use or sale of an invention in Europe or Japan or indeed anywhere outside the United States is not--under most aspects of the statute--patent-defeating against an original innovator under most aspects of the patent law. This is attributable to the territorial limitations of United States patent law, which bar grant of a patent if the same invention has been "in public use or on sale in this country[.]"  Should the United States internationalize its patent law to conform to the goals of the scholar critics and the international patent community that do not have such a geographic limitation? Should the United States do so unilaterally in the interests of the American innovative community? Should the United States hold out for a harmonization treaty using his disparity with international practice as a bargaining chip to gain concessions from European and Asian negotiating partners in the international fora? *** [See Bagley, ALF-4] 
JUDICIAL LEGISLATION FROM [THE FED CIR.]
[This leads] the United States down the slippery slope toward elimination of the geographic limitation on public use or sale. The technical issue before the court was whether a nonenabling prior art reference is an anticipation, which obviously is not the case. There was foreign activity of use or sale that was admitted for the claimed subject matter, but there was no nexus between the nonenabling prior art reference and that foreign activity. Nevertheless, the court held that because there was a foreign use or sale, one skilled in the art could practice the invention on the basis of this foreign knowledge.  The court at first acknowledged that, 
"[o]rdinarily, foreign sales of an invention in combination with a publication will not constitute a bar because such a result would circumvent the established rules that neither non-enabling publications nor foreign sales can bar one's right to a patent." [ALF-13:22-27]
Indeed, that has been the law. Yet, 
"[w]hat sets this case apart is that it deals with plant patents [.]"[ALF-13:29-30]
Distinguishing the body of law that clearly otherwise bars use of foreign activity as a statutory bar, the court affirmed the foreign activity to create a statutory bar under 35 USC §102(b), 
"[b]ecause we perceive a difference between plants and statutorily distinct inventions[;] we disagree with Appellants' contention that this holding will operate to create a printed publication bar whenever a non-enabling publication and a foreign sale are involved." [ALF 13:42-47]
The court cites no Federal Circuit precedent for its distinction of "plants" from other patents in connection with the scope of prior art under 35 USC §102(b) and therefore implicitly recognizes that the distinction it has drawn is one without meaning.  Judge Clevenger at oral argument had posed the hypothetical question whether an announcement in a "Finnish" paper about a new Nokia product that was not enabling could be converted into a statutory bar against a later filing to that product if the Nokia product were available in Finland. Indeed, one can well imagine that there could be countless trade papers, E-mails to the industry, Web site postings, and the like that could be technically a "printed publication" much as the prior art in the Elsner case, and yet be equally nonenabling. The author of Elsner would distinguish Judge Clevenger's hypothetical case on the basis that Elsner claimed a plant. But there is nothing in 35 USC §102(b) on which to draw such a distinction.
"YOU SHOULD HAVE FILED EARLIER"
In terms of retroactivity of the law, the Court is similarly not bothered: "In any event, the inventor is in control of the activities relating to his invention, and avoidance of a bar is accomplished by making a timely filing at the PTO." Certainly, this is good prospective advice. To the patent applicant with a case already on file who relied on the law at the time of filing his case, this is small solace.

MARCH TO END PRIOR ART TERRITORIALITY
The bargaining chip value vel non of the unique American viewpoint had, in terms of gaining reforms of European and Asian laws as a price for the internationalization of American law, now been largely spent. Surely, Congress will eventually codify the change that has taken place in Elsner. Whether it was wise for the court to have judicially jumped the legislative gun will be for the scholars to debate.

2005 CONG US HR 121
“Plant Breeder’s Equity Act of 2005” (introduced Jan 4, 2005)
***. AMENDMENTS TO [35 USC § 162 ]
(a) Novelty. … is amended-- ***
"(c) Novelty. 


"(1) In general. Except as provided in ¶ (2), no plant patent application shall be denied, nor shall any issued plant patent be 
invalidated, on the grounds that the 
invention was sold or otherwise disposed of.

"(2) Exceptions…


"(A) more than 1 year prior to 




the date of the application for 





patent in  United States, 


- the invention was sold or 



otherwise disposed of to other 



persons in the United States, 



- by or with the consent of 



the inventor or discoverer, or 



the successor in interest of 



the inventor or discoverer, 



for purposes of exploitation 



of the invention;

"(B) except as provided in 



subparagraph (C), more than 4 



years prior to the date of the 



application for patent in the 



United States, 


- the invention was sold or 



otherwise disposed of to other 



persons in a foreign country, 



- 
by or with the consent of the 



inventor or discoverer, or the 



successor in interest of the 



inventor or discoverer, for 




purposes of exploitation of the 



invention; or

"(C) more than 6 years prior to the 


date of the application for patent in 


the United States, 


-  in the case of a tree or vine, 



- the invention was sold or 



otherwise disposed of to other 



persons in a foreign country, 



- 
by or with the consent of the 



inventor or discoverer, or the 



successor in interest of the 



inventor or discoverer, for the 



purposes of exploitation of the 



invention."
***
ALF-2

